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Opi nion by Bottorff, Adm nistrative Trademark Judge:
Applicant has filed an application by which he seeks
registration on the Principal Register of the mark VIRG N
STEELE, in typed form for goods and services identified
in the application, as anended, as “a series of pre-
recorded audi o and video cassettes, conpact disks and

records, featuring music,” in Class 9; “posters,” in
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Class 16; “clothing, nanely, t-shirts, hats, headbands,
headwear,” in Class 25; and “entertainnment in the nature
of a live nmusical group,” in Class 41.' The application
is based on use in commerce under Trademark Act Section
1(a), 15 U.S.C. 81051(a), and includes an allegation of
March 1982 as the date of first use of the mark anywhere
and first use of the mark in conmmerce on or in connection
with all of the identified goods and services.

Opposer has filed a tinely notice of opposition to
registration of applicant’s mark, alleging priority and
i kel i hood of confusion under Section 2(d) as its ground
of opposition. Specifically, opposer alleges prior use
and registration of various VIRG N marks for a variety of
goods and services, including goods and services which
are alleged to be identical or closely related to the
goods and services identified in applicant’s application,
and that applicant’s use of the mark VIRG N STEELE on or
in connection with the identified goods and services is
likely to cause confusion, to cause m stake, or to

decei ve. ?

! Serial No. 75/116,208, filed June 10, 1996.

2 As will be discussed nore fully, infra at pp. 20-21, opposer,
for the first time inits briefs, argues that its pleading
shoul d be deened to be anended pursuant to Fed. R Civ. P. 15(b)
to include, as an additional ground of opposition, a claimthat
applicant’s allegation in the original application of use of the
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Applicant has filed an answer by which he denies the
al l egations of the notice of opposition which are
essential to opposer’s Section 2(d) claim

Opposer submitted the foll owi ng evidence: various
docunments, including status and title copies of its
registrations, submtted under notices of reliance filed
during its main testinony period and its rebuttal
testinmony period; transcripts of the testinony
depositions of its witnesses David Steel, Lori Levin-
Hyanms, and Catherine Clayton, with exhibits; and the
transcript of the testinony deposition of applicant David
DeFei s as an adverse w tness, taken by opposer during its
mai n testinony period. Applicant submtted the follow ng

evi dence: the transcript of the (second) testinony

mar k on “headgear” and its allegation in the amended application
of use of the mark on “hats, headbands and headwear” were fal se
and fraudul ent, and that the application therefore is void ab
initioinits entirety. Opposer did not file a separate Rule
15(b) notion requesting such amendnent of its pleading prior to
or with its main brief on the case. Applicant, in his brief,
argues that opposer’s fraud claimis unpleaded and untinely, and
that it is unfounded as well. Applicant further asserts that if
opposer files a Rule 15(b) notion to anend the notice of
opposition, applicant also will nove to amend his answer to add
counterclains for cancellation of certain of opposer’s
registrations on the ground that opposer is no | onger the owner
of those marks or has abandoned t hose marks by naked |icensing.
Qpposer, in its reply brief, asserts that it has not and wl|

not file a separate Rule 15(b) notion because such a notion is
not a prerequisite to the amendnment of its pleading under Rule
15(b). Subsequently, applicant did not file any counterclains.
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deposition of applicant David DeFeis taken by applicant
during its case in chief, with exhibits; and various
documents subm tted under notice of reliance.

Opposer and applicant filed main briefs, and opposer
filed a reply brief. No oral hearing was requested. In
reaching its decision herein, the Board has carefully
considered all of the evidence and argunents offered by
the parties, including any evidence or argunments not
specifically mentioned in this opinion.

As di scussed bel ow, opposer has proven its ownership
of registrations of various VIRG N marks for goods and/ or
services which are identical and/or related to
applicant’s identified goods and services, as well as its
prior use of VIRG N as a trade nane. In view thereof, we
find that opposer has established its real interest in
t he outcone of this proceeding and a reasonabl e basis for
its belief that it will be damaged by issuance of a
registration to applicant, and that it thus has
established its standing to oppose. See Trademark Act
Section 13; Ritchie v. Sinmpson, 170 F.3d 1092, 50 USPQd

1023 (Fed. Cir. 1999); Jewelers Vigilance Conmttee Inc.
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v. Ul enberg Corp., 823 F.2d 490, 2 USPQ2d 2021 (Fed.
Cir. 1987).°
As noted above, Trademark Act Section 2(d) is the
statutory ground of opposition opposer pleaded in the
notice of opposition. Section 2(d) provides, in relevant
part, that registration of an applicant’s mark nust be
refused if it:
Consi sts of or conprises a mark which so
resenbles a mark registered in the Patent and
Trademark Office, or a mark or trade nane
previously used in the United States by
anot her and not abandoned, as to be |ikely,
when used on or in connection with the goods
of the applicant, to cause confusion, or to
cause m stake, or to deceive.
Opposer has made of record, by notice of reliance,
status and title copies of eleven registrations of
various VIRG N marks, each of which are shown to be

subsi sting and owned by opposer.* Those registrations are

as follows:

3 For the reasons discussed infra with regard to Section 2(d)
priority, applicant’s attacks on the validity of opposer’s

regi strations (based on applicant’s asserted priority of use
vis-a-vis certain of the registrations and on opposer’s all eged
abandonnent and/ or non-ownership of the mark in connection wth
musi c-rel ated goods) will not be heard inasnmuch as applicant has
not asserted any countercl ai ns agai nst those registrations.
Trademark Rule 2.106(b). Opposer’s registrations accordingly
will be given full effect, and they constitute evidence of
opposer’ s standi ng.

“1nits brief, opposer also refers to an additiona
registration, Reg. No. 2,237,092. However, opposer has not nade
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Regi stration No. 1,039,574, issued May 18, 1976, of
the mark VIRG N in stylized form as depicted bel ow

for “sound records in the formof discs and tapes
and cassettes for use therewith” in Class 9.
Affidavits under Section 8 and 15 filed and

acknow edged; renewed under Section 9 for a term of
ten years from May 18, 1996;

Regi stration No. 1,413,664, issued October 14, 1986,
of the mark VIRG N, in typed form for “air travel
services” in Class 39. Affidavits under Section 8
and 15 filed and acknow edged;

Regi stration No. 1,469,618, issued Decenber 22,

1987, of the mark VIRG N, in typed form for
“prerecorded audi o and/or video tapes, cassettes and
cartridges; pre-recorded audi o and vi deo discs,
phonograph records; photographic and ci nemat ographic
films” in Class 9. Affidavits under Section 8 and
15 filed and acknow edged,;

Regi stration No. 1,517,801, issued Decenber 27,
1988, of the mark VIRG N in stylized form as
depi cted bel ow

for “prerecorded audi o and/ or video tapes, cassettes
and cartridges; pre-recorded audio and video discs,
phonogr aph records; photographic and ci nemat ogr aphic
films” in Class 9. Affidavits under Section 8 and
15 filed and acknow edged,;

t hat

regi stration of record, and we have given it no

consi derati on
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Regi stration No. 1,591,952, issued April 17, 1990,
of the mark VIRG N in the same stylized form
depicted in Reg. No. 1,517,801 (i mredi ately above),
for “printed sheet nusic; fictional and non-
fictional books, biography and aut obi ography books,
periodi cals, nanely, paperback books and magazi nes,
all dealing with nmusic, filnms and entertai nment;
paper for packagi ng, paper cases; witing
instrunments, nanely, pens, pencils, ball point pens,
and crayons; stationery and office supplies, nanely,
writing and note paper; playing cards,” all in Class
16; and “articles of outer clothing, nanely,
shirts, t-shirts, sweat shirts, jackets, hats,
clothing caps, clothing belts,” in Class 25.
Affidavits under Sections 8 and 15 accepted and
acknow edged,;

Regi stration No. 1,597,386, issued May 22, 1990, of
the mark VIRG N, in typed form for “printed sheet
nmusi ¢; nounted phot ographs; posters; fictional and
non-fictional books, biography and autobi ography
books, periodicals, nanmely, panphlets, brochures,
newsl etters, journals, paperback books and

magazi nes, all dealing with nmusic, filnms and
entertai nment; paper for packaging, paper cases;
stationery and office supplies, nanely, witing and
not e paper, tags for index cards; paper tableware,
nanely, table mats, coasters, decanter mats, dish
mat s, table napkins; and playing cards,” all in
Class 16; and “articles of outer clothing, nanely,
shirts, t-shirts, sweat shirts, jackets, hats,
clothing caps, clothing belts,” in Class 25.
Affidavits under Sections 8 and 15 accepted and
acknow edged,;

Regi stration No. 1,851,817, issued August 30, 1994,
of the mark VIRG N, in typed form for “direct mai
advertising for others; dissenm nation of advertising
mat erials for others; preparing adverti sing,

pronoti ons, and public relations materials for

ot hers; managenent of pronotional and incentive

pl ans and services for others; business organization
pronmoti onal consulting for others; denpbnstration of
t he goods and services of others and the pronotion

t hereof; pronoting and advertising the goods and
services of others by aircraft, airships and air
bal | oons; outdoor advertising such as by bill boards;
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and distribution of advertising, pronotional

mat erials and sanple materials of others,” in Class
35; “transportation of goods and passengers by road,
rail, air and sea; freight transportation services;

touri st agency services; travel agency services;
arranging travel tours; and transportation
reservation services,” in Class 39; C ubs,

ni ghtcl ubs; bars; hotels; resorts; hotel reservation
services; hotel and resort nmanagenent for others;
carry-out restaurant and restaurant services;
catering; conputer progranm ng for others; conputer
sof tware design services for others; artwork and
graphi c design services for others; and retail store
services in the fields of cosnetics and | aundry
preparations, netal hardware, cameras, records,
audi o and video tapes, audio and video recorders,
conputers and el ectronic apparatus, jewelry, clocks
and wat ches, nusical instrunments, stationery, sheet
musi ¢, books and phot ography, handbags, purses,

| uggage and | eat her goods, clothing, |ace,
enbroidery, gifts and sewing materials, toys, ganes,
vi deo gane machi nes and vi deo game cartridges,
processed foods, jellies and jans, coffee, tea,
bakery itenms and candy, beer, ale, mneral and
aerated waters and ot her non-al coholic drinks,

wi nes, spirits and |iqueurs, and tobacco and
snokers’ articles,” in Class 42;

Regi stration No. 1,852,776, issued Septenber 6,
1994, of the mark VIRGA N in the stylized form

depi cted above in Registration No. 1,517,801, for
the same services as those recited in Registration
No. 1,851,817, imedi ately above;

Regi stration No. 1,863,353, issued Novenber 15,
1994, of the mark VI RGN MEGASTORE ( MEGASTORE
disclainmed), in typed form for “retail departnent
store services” in Class 42;

Regi stration No. 2,094,460, issued Septenber 9,

1997, of the mark VIRGAN, in typed form for
“underwriting life, health and general insurance;
adm ni stration of enployee pension plans; annuity
underwiting; estate trust managenent; funds

i nvestnent; investnent of funds for others; open and
cl ose-ended funds investnent; financial analysis and
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consultation in the field of securities, personal
equity and tax advantaged savings,” in Class 36; and

Regi stration No. 2,151,589, of the mark VI RG N VODKA

(VODKA disclainmed), in typed form for “vodka” in

Cl ass 33.

In view of opposer’s ownership of these
registrations, priority is not an issue in this
proceedi ng. King Candy Co., Inc. v. Eunice King's
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Contrary to applicant’s contention, it is irrelevant
that the dates of first use alleged by opposer in sone of
its registrations are subsequent to applicant’s all eged
date of first use of his mark. Section 2(d) provides
that registration nust be refused to a mark which is
confusingly simlar to “a mark registered in the Patent
and Trademark Office, or a mark or trade nanme previously
used...” (Enphasis added.) Because opposer has made its
registrations of record, and because applicant has not
asserted any counterclains for cancellation of those
registrations (such counterclainms being conmpul sory under
Trademark Rule 2.106(b)(2)), actual priority of use is
not an issue in this case. King Candy, supra.

Applicant al so argues that opposer, having sold its
Virgin Music Group to Thorn EM in 1992, no | onger uses

the VIRG N mark on mnusic-rel ated goods, including the
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musi c-rel ated goods identified in several of the
registrations made of record in this case, and that
opposer accordingly is not the owner of the VIRG N mark
as to those goods and/or has abandoned the mark as to

t hose goods by virtue of its naked licensing of the mark
to Thorn EM. To the extent that these argunents are an
attack on the validity of those registrations and/or
opposer’s ownership thereof, such attack is a conpul sory
count ercl ai m whi ch shoul d have been pleaded with the
original answer or pleaded pronptly after the grounds
therefor were learned, and it will not be heard in the
absence of such counterclaim See Trademark Rul e
2.106(b)(2)(i) and (ii). No counterclaimhaving been
asserted by applicant, the Board shall give applicant’s
argunments on these issues no consideration, and shal
give full effect to opposer’s registrations, which,
according to the status and title copies opposer has made
of record, are owned by opposer.

Qur |ikelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue.

See Inre E.I. du Pont de Nemours and Co., 476 F.2d 1357,

177 USPQ 563 (CCPA 1973). In considering the evidence of

10
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record on these factors, we keep in mnd that “[t] he
fundanental inquiry mandated by 82(d) goes to the

cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the

mar ks.” Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

We turn first to a conparison of the parties’ goods
and services, their trade channels and their custoners.
It is not necessary that the parties’ respective goods
and/ or services be identical or even conpetitive in order
to support a finding of likelihood of confusion. Rather,
it is sufficient that the goods and/or services are
related in some manner or that the circunstances
surroundi ng their marketing are such that they would be
likely to be encountered by the sane persons in
situations that would give rise, because of the marks
used thereon, to a m staken belief that they originate
fromor are in some way associated with the same producer
or that there is an association or connection between the
producers of the respective goods and/or services. See
Inre Melville Corp., 18 USPQ2d 1386 (TTAB 1991); In re
I nternati onal Tel ephone & Tel egraph Corp., 197 USPQ 910

(TTAB 1978).

11
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In this case, the goods identified in applicant’s
application are legally identical and/or highly simlar
to the goods identified in one or nore of opposer’s
VIRGI N registrations. That is, applicant’s Class 9
goods, i.e., “a series of pre-recorded audi o and vi deo
cassettes, conpact disks and records, featuring nusic,”
are legally identical and/or highly simlar to the “sound
records in the formof discs and tapes and cassettes for
use therewith” identified in opposer’s Registration No.
1,039,574 and to the “pre-recorded audi o and/ or video
t apes, cassettes and cartridges; pre-recorded audi o and
vi deo di scs, phonograph records” identified in opposer’s
Regi stration Nos. 1,469,618 and 1,517,801. Applicant’s
Class 16 “posters” are legally identical to the “posters”
identified in opposer’s Registration No. 1,597, 386.
Applicant’s Class 25 clothing itenms, “nanmely, t-shirts,
hats, headbands, headwear” are legally identical and/or
highly simlar to the “shirts, t-shirts, sweat shirts,
hats, clothing caps” identified in opposer’s Registration
Nos. 1,591,952 and 1,597,386. Each of applicant’s goods
al so nust be deened to be related to the retail store
services identified in opposer’s VIRG N Regi strati on Nos.

1,851,817 and 1,852,776 and in opposer’s VIRG N MEGASTORE

12
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Regi stration No. 1,863,353, inasnuch as they are the
types of goods which are sold in opposer’s stores.

As for the services recited in applicant’s
application, i.e., “entertainnent in the nature of a live
nmusi cal group,” we find that these services are rel ated
to the Class 9 audio and video recordi ngs and discs
identified in opposer’s registrations as referenced
above, as well as to the posters and clothing itens
identified in certain of opposer’s other registrations.
The rel ationship between such goods and applicant’s
entertai nnent services is evidenced by the fact that
applicant itself offers such goods in conjunction with
its entertai nnent services. W also find that
applicant’s services are related to various services
identified in opposer’s registrations. It is common
know edge, for exanple, that “nightclubs,” which are
anong the services recited in opposer’s Registration Nos.
1,851,817 and 1,852,776, often feature |ive perfornmances
by nusi cal groups. Further, opposer’s witness Ms. Levin-
Hyans testified that opposer frequently sponsors and
pronotes |ive performances and ot her appearances by
musi cal groups at its retail stores.

Thus, we find that applicant’s goods and services

are identical and closely related to certain of opposer’s

13
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goods and services, as discussed above. Likew se, we
find that the parties’ identical and closely rel ated
goods and services nove in the same trade channels and
are marketed to the same classes of purchasers. There
are no limtations as to trade channels or purchasers in
applicant’s identification of goods and services or in
opposer’s registrations. Accordingly, we presune that
the parties’ identical and closely rel ated goods and
services are marketed in all normal trade channels and to
all normal classes of purchasers for such goods and
services. See In re Elbaum 211 USPQ 639 (TTAB 1981).
Mor eover, the evidence of record shows that both
applicant’s and opposer’s records, discs and videos are
sold at Tower Records, and through the sanme mmil -order
cat al ogs.

Finally, it appears that the goods involved herein
are common consuner itenms which are relatively
i nexpensive. There is no evidence that the nornal
purchasers of these goods are especially sophisticated or
careful in making their purchasi ng deci sions.

We turn next to the issue of whether applicant’s
mar k VI RG N STEELE and opposer’s VIRG N nmark, when vi ewed
in their entireties, are simlar in terns of appearance,

sound, connotation and overall comercial inpression.

14
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The test to be applied is not whether the marks can be
di stingui shed when subjected to a side-by-side
conparison, but rather whether the marks are sufficiently
simlar in terns of their overall commercial inpressions
t hat confusion as to the source of the goods and services
of fered under the respective marks is likely to result.
The focus is on the recollection of the average
purchaser, who normally retains a general rather than a
specific inpression of trademarks. See Seal ed Air Corp.
v. Scott Paper Co., 190 USPQ 106 (TTAB 1975).
Furthernore, because applicant’s goods and services are
closely related and in nmany respects legally identical to
opposer’s goods and services, the degree of simlarity
bet ween the marks that is required to support a finding
of |ikelihood of confusion declines. Century 21 Real
Estate Corp. v. Century Life of America, 970 F.2d 874, 23
USPQ2d 1698, 1700 (Fed. Cir. 1992).

Qur analysis of the parties’ marks begins with our
finding that opposer’s VIRG N mark is a strong mark which

is entitled to a relatively broad latitude of protection.?

® On this record, however, we cannot conclude that opposer’s
VIRG N mark is “fanous.” The news articles (and the district
court order) submtted and relied upon by opposer are
insufficient to prove that opposer’s mark is fanous, in the
absence of any direct evidence as to the dollar or unit vol une
of sales under the mark, or as to the anmount of its advertising
and pronotional expenditures, or as to opposer’s market share in

15
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VIRG N is an arbitrary termas applied to opposer’s goods
and services. The record shows that opposer uses VIRG N
both as its trade name and as a house mark on an
extrenely wi de variety of goods and services, and that
opposer actively cross-pronotes its VIRG N mark anong

t hese various goods and services. There is no evidence
of any use by third parties of VIRG N marks on or in
connection with the goods and services involved in this
case or, indeed, in connection with any goods or services
at all.® The record also shows that opposer diligently
polices its rights in the VIRG N mark and nane. Finally,
we find that opposer’s mark is especially strong in
connection with nusic-rel ated goods and services. The
evi dence of record establishes that the VIRG N record

| abel is a highly respected and well-known | abel, with a

roster of fampus artists which includes The Rolling

the relevant industries. See Hard Rock Café Licensing Corp. v.
El sea, 48 USPQR2d 1400, 1409 (TTAB 1998). Moreover, the district
court’s findings and conclusions in the context of opposer’s

| awsuit against a third party are not evidence in this case of
the facts said to underlie such findings and concl usi ons, nor
are they entitled to any legally preclusive effect as agai nst
appl i cant, who was not a party to that litigation.

® The third-party registrations made of record by applicant
(Exhibits 1-9 of applicant’s Notice of Reliance) are not

evi dence that the marks depicted therein are in actual use, or
that the public is accustonmed to and capabl e of maki ng source
di stinctions anong various VIRG N marks. See AMF | ncor por at ed
v. Anmerican Leisure Products, Inc., 474 F.2d 1403, 177 USPQ 268
(CCPA 1973).

16
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St ones, Janet Jackson, David Bowi e, Tina Turner and Lenny
Kravitz, anmong others.

Keeping the strength of opposer’s mark in m nd, we
turn to a conparison of opposer’s mark and applicant’s
mark. In terns of appearance and sound, we find that
opposer’s VIRG N mark and applicant’s VIRG N STEELE nark
obviously are identical to the extent that both marks use
the arbitrary word VIRG N, but are dissimlar to the
extent that applicant’s mark i ncludes the word STEELE
whi | e opposer’s mark does not. We are not persuaded by
applicant’s argunment that the stylized lettering and form
of certain of opposer’s registered marks suffices to
visually distinguish them from applicant’s mark. We do
not believe that opposer’s mark is so highly stylized, in
either Registration No. 1,039,574 or in Registration Nos.
1,517,801, 1,591,952 and 1,852,776 (see supra at footnote
4), as to negate or outweigh the commercial inpression
created by those marks’ use of the term VIRG N, per se.
Mor eover, we note that opposer owns registrations of its
VIRGIN mark in typed formfor the sane goods and services
covered by its registered stylized marks.

In ternms of connotation, we find that the word
VIRG N, as it appears in both marks, carries its normal

meaning, i.e., “free of inmpurity or stain: unsullied” or

17
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“fresh, unspoiled.” Wbster’s Ninth New Coll egi ate

Dictionary (1990) at 1317. |In applicant’s mark, the word

VIRG N nodi fies the word STEELE (or STEEL), whereas in
opposer’s mark it stands alone. Opposer argues that
applicant’s VIRG N STEELE mark nerely takes opposer’s
arbitrary VIRG N mark and adds the “descriptive” word
STEELE thereto.’ However, the record does not support
opposer’s argunent that STEELE is a descriptive term as
applied to “heavy netal” nusic such as applicant’s. W
find, instead, that it is suggestive of such nusic, at
most, and that it cannot be discounted in our conparison

of the marks.?®

" Neither party has argued that STEELE woul d be perceived as a
surnane due to the presence of the terminal letter “E.” Rather
both parties have treated the word as a nere m sspelling of the
word STEEL. Based on this record, we do not disagree.

8 (pposer (at page 25 of its brief), in support of its argument
that STEELE is “descriptive” of heavy nmetal mnusic, cites to
applicant’s testinony at page 51 of applicant’s August 30, 1999
testinony deposition:

Q Wen you say this kind of nusic, what kind
of nmusic are you referring to?

A. It’s a certain kind of heavy netal. A very
speci fic kind of heavy netal.

Q Is the word steel supposed to conjure up
met al ?

A. It’s supposed to conjure up whatever you
think. Sure. |It’s related to steel. Like Iron
Mai den, Led Zeppelin. 1t’s a conbination of |ight
things and things that are harder or heavier.

(DeFeis depo. (8/30/99) at 51.) W find that this testinony

does not establish that STEELE or STEEL is descriptive of heavy
met al nusi c.

18
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Further with respect to the connotation of
applicant’s mark, and likewi se with respect to the mark’s
overall commercial inpression, we find that VIRG N STEELE
woul d nost |ikely be perceived as a unitary conposite

termnmuch like “virgin wool,” “virgin forest” or “virgin

birth.” Applicant testified: “Also we play what is

called netal nusic. It’s |like a sword, virgin netal,
torching the fires of adversity, |ike Excalibur, that
kind of thing. It’s a gothic kind of nusic.” (ld. at

118.) This testinony as to the neaning of VIRG N STEELE
is corroborated by the artwork appearing on applicant’s
recordi ngs, posters and t-shirts, in which depictions of
swords often figure promnently. (See, e.g., DeFeis
depo. (2/10/99), Exhibits 3, 9, 10, 12-14, and 18.)
Applicant also testified that it is common for heavy
metal rock bands |ike applicant’s to take a nane which
conbi nes opposite characteristics, such as |light and
heavy, or light and hard. Applicant cited as exanples
t he bands named | RON MAI DEN, | RON BUTTERFLY, LED
ZEPPELI N, and BLACK SABBATH. Applicant testified,
persuasi vely, that the name VIRG N STEELE creates the
sane sort of commrercial inpression when used in

connection with applicant’s band. (DeFeis depo.

19
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(8/30/99) at 51; DeFeis depo. (2/10/99), at 4-5 and 117-
118.) Opposer’s VIRG N mark does not create this sane
detail ed commercial inpression.

I n summary, when we conpare applicant’s and
opposer’s marks in their entireties as to appearance,
sound and connotation, and as to their overall comrerci al
i npressions, we find that there certainly are
dissimlarities between the marks which result fromthe
presence of the word STEELE in applicant’s mark and the
absence of that word in opposer’s mark. However, we find
that those dissimlarities are insufficient to outweigh
or negate the basic, underlying simlarity between the
mar ks which arises fromboth marks’ use of the arbitrary
term VIRGI N. Although we cannot discount the
significance of the word STEELE in applicant’s mark, as
opposer woul d have us do, we |ikew se cannot di scount the
presence of the word VIRGIN in applicant’s mark, as
appl i cant woul d have us do.

As di scussed above, opposer’s VIRG N mark is a
strong mark which is entitled to a wi de scope of
protection vis-a-vis other marks. This is especially so
where, as in this case, the other mark in question
(applicant’s mark) is being used on goods and services

which are legally identical and/or closely related to
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opposer’s goods and services. See Century 21 Real Estate
Corp., supra. In these circunstances, and on this
record, we find that applicant’s mark is simlar, rather
than dissimlar, to opposer’s mark, under the first du
Pont evidentiary factor.

The only other du Pont factors argued by the parties
relate to the issue of actual confusion. After careful
consideration of the record, we find no evidence that
actual confusion has occurred. The third-party
advertisements for applicant’s |live shows which referred
to applicant’s band as “EM recording artists,” cited by
opposer, do not prove actual confusion the part of the
rel evant purchasing public. Opposer argues (and
opposer’s witness M. Steel opined) that, because Virgin
Records becane a subsidiary of EM in 1992 and because
applicant’s band’s name is VIRG N STEELE, the third
parties responsi ble for the adverti sements m stakenly
bel i eved that applicant’s band was affiliated with, or
under contract to, EM. However, we find this argunent
(and M. Steel’s testinmony on this issue) to be highly

t enuous and based on nothing but conjecture.?®

® There is no testinmony fromthe third party advertisers as to
why they believed that applicant was an EM recording artist.

It is likely that their quite specific references to applicant’s
band as “EM recording artists” were based on specific erroneous
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However, we accord no significant weight to the
absence of evidence of actual confusion in this case.
The nature and extent of applicant’s use of the mark in
the United States is not particularly clear fromthe
record. We cannot conclude that the opportunity for
actual confusion has been so great that the absence of
any evidence of actual confusion is significant. See
Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768 (TTAB
1992) .

After careful consideration of all of the evidence
of record relating to the du Pont I|ikelihood of confusion
factors, we conclude that a |ikelihood of confusion
exists in this case. The strength of opposer’s mark,
conmbined with the legal identity between nobst of
applicant’s goods and services and those of opposer’s,
suffice to make confusion |ikely. Any doubts as to this
concl usi on which may have been raised by applicant’s
argunments or evidence nust be resolved in favor of
opposer, as the prior registrant. 1In re Hyper Shoppes
(OChio) Inc., 837 F.2d 840, 6 USPQ2d 1025 (Fed. Cir.
1988); In re Martin's Fanmous Pastry Shoppe, Inc., 748

F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984).

or m staken information provided to or gathered by them rather
than on the attenuated chain of reasoning suggested by opposer.
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Opposer has requested that the notice of opposition
be deenmed to have been anended, under Fed. R Civ. P.
15(b), to include the additional ground of fraud. W
find, however, that this ground was not tried by the
express or inplied consent of the parties, and that, in
vi ew of applicant’s objection to our consideration of the
addi ti onal ground, the requested anmendnent is not
war r ant ed.

The issue of applicant’s use of the mark on hats and
ot her headwear, which appears to be the focus of
opposer’s proposed fraud claim arose only tw ce during
the course of applicant’s | engthy depositions, and on
t hose occasions only as part of an extended |ine of
guestioning regarding the history of applicant’s band and
t he nature and extent of applicant’s use of its mark on
the identified goods and services. Such questioning was
clearly relevant to opposer’s pleaded Section 2(d) claim
e.g., to the issues of the nature of applicant’s goods
and the trade channels and customers for such goods, and
we cannot conclude that applicant was fully apprised that
t he questioning also was intended to elicit evidence
supporting the additional unpleaded ground of fraud.

“The purpose of Rule 15(b) is to allow the pleadings to
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conformto issues actually tried, not to extend the

pl eadi ngs to introduce issues inferentially suggested by
i ncidental evidence in the record.” ABC Mving Conpany,
Inc. v. Brown, 218 USPQ 336, 339 (TTAB 1983). See al so
Auburn Farms Inc. v. MKee Foods Corp., 51 USPQ2d 1439 at
n.5 (TTAB 1999); Devries v. NCC Corporation, 227 USPQ 705
(TTAB 1985); Col or Key Corporation v. Color 1 Associ ates,
Inc., 219 USPQ 936 (TTAB 1983).

Accordi ngly, opposer’s request that the notice of
opposition be deenmed to be anmended under Rule 15(b) to
include a fraud claimis denied.

Deci sion: The opposition (based on Section 2(d)) is

sust ai ned.

G. D. Hohein

C. M Bottorff

L. K. MLeod

Adm ni strative Trademar k Judges
Trademark Trial and Appeal Board
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