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Qpi nion by Walters, Adm nistrative Trademark Judge:
DTC Eye Surgery Center, Inc. has filed a trademark
application to register the mark shown bel ow for *nedical

services in the nature of corrective surgery for eyes.”EI

! Serial No. 75/065,953, in International Class 42, filed March 1, 1996,
based on use of the mark in comerce, alleging first use and use in
conmerce as of Septenber 1, 1995 and Novenber 15, 1995, respectively.
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The Trademark Exam ning Attorney has issued a final
requi renment for a disclainer of LASER | NSTI TUTE OF THE
ROCKI ES, under Section 6 of the Trademark Act, 15 U. S.C
1056, on the ground that this phrase is nerely descriptive
in connection with applicant’s services.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

The Exam ning Attorney contends that “Laser Institute”
is merely descriptive, if not generic, in connection with
applicant’s services. He contends, further, that “Rockies”
is primarily geographically descriptive in connection with
applicant’s services because “Rockies” is synonynous with
“Rocky Mountains,” which is a particul ar geographic area;
that applicant is located, and its services are rendered, in
t he Rocky Mountain region, which is the geographic area in
close proximty to the Rocky Muntains; and that a
services/pl ace association is presuned. In support of his
position, the Exam ning Attorney submtted dictionary
definitions of “Rockies,” “laser” and “institute”; excerpts
of articles fromthe LEXI S/ NEXI S dat abase; and copi es of

third-party registrations.
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Applicant contends that the Exam ning Attorney’s
evidence i s inapposite; and argues that, in view of the
several connotations of “institute,” the term “Laser
Institute” is not nerely descriptive. Applicant argues,
further, that “of the Rockies” is not primarily
geographically descriptive “when viewed in the context of
Applicant’s services”; that the Rocky Muntain region covers
too broad an area to describe a particul ar geographic place
and that, even if it is a particular geographic place, there
IS no services/place association herein; that “Rockies” has
“W dely used” neanings other than that of the Rocky
Mount ai ns; and that the phrase in its entirety, LASER
| NSTI TUTE OF THE ROCKIES, is neither nerely descriptive nor
primarily geographically descriptive. 1In support of its
position, applicant submtted dictionary definitions of
“laser” and “institute. d

We consider, first, whether the phrase “Laser
Institute” is nmerely descriptive in connection with
applicant’s identified services.

The test for determ ning whether a mark, or a portion
thereof, is nerely descriptive is whether the involved term
i mredi ately conveys informati on concerning a quality,

characteristic, function, ingredient, attribute or feature

2 Mpplicant submitted additional evidence with its brief; however, the
record nust be conplete prior to appeal in an ex parte case. See
Trademark Rule 2.142(d). This evidence is untinely and not subject to
judicial notice. Thus, it has not been considered.
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of the product or service in connection with which it is
used, or intended to be used. In re Engineering Systens
Corp., 2 USPQ2d 1075 (TTAB 1986); In re Bright-Crest, Ltd.,
204 USPQ 591 (TTAB 1979). It is not necessary, in order to
find a termnerely descriptive, that it describe each
feature of the goods or services, only that it describe a
single, significant quality, feature, etc. 1In re Venture
Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985). Further, it
is well-established that the determ nation of nere
descriptiveness nust be nmade not in the abstract or on the
basis of guesswork, but in relation to the goods or services
for which registration is sought, the context in which the
mark is used, and the inpact that it is |likely to make on

t he average purchaser of such goods or services. 1In re
Recovery, 196 USPQ 830 (TTAB 1977).

The record includes a definition of “institute” as,
inter alia, “an association of persons or organi zations that
collectively constitute a technical or professional
authority in a field of work or study”a and of “laser” as
“any of several devices that convert incidental
el ectromagnetic radi ati on of m xed frequencies to one or
nore discrete frequencies of highly anplified and coherent

visible radiation[,] [a]lso called ‘optical maser.’”EI The

3 Webster’s Third New International Dictionary, unabridged.

4 The American Heritage Dictionary of the English Language.
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Exam ning Attorney has submtted 13 third-party
registrations for marks including the term“institute” with
a disclainmer of that term N ne of these registrations are
for medical services analogous to applicant’s services.
Four additional third-party registrations include the phrase
“Laser Institute,” with a disclainer of that phrase. Three
of these registrations are for medical services anal ogous to
applicant’s services. Several excerpts fromarticles in the
LEXI S/ NEXI' S dat abase are of record and include three
excerpts referring to three different “Laser Institute(s)”
offering | aser eye surgery.

Based on the evidence of record it is clear that, when
applied to applicant’s services, the term LASER | NSTI TUTE
i mredi ately describes, w thout conjecture or speculation, a
significant feature or function of applicant’s services,
nanely that applicant is an organi zation that offers
corrective eye surgery using lasers. Nothing requires the
exerci se of inmagination, cogitation, nmental processing or
gathering of further information in order for purchasers of
and prospective custoners for applicant’s services to
readily perceive the nerely descriptive significance of the
term LASER | NSTI TUTE as it pertains to the identified
servi ces.

We are not persuaded otherw se by applicant’s argunents

to the contrary. There is no question that applicant
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utilizes lasers in connection with its services. In fact,
applicant’s Wb page states that it was the first to offer
LASIK in the Rocky Mountain region and that it continues to
limt its practice to “corrective |aser surgery.” Further,
not only does the definition of “institute” enconpass
applicant’s specialized services, but the evidence indicates
that the term“institute” has been used in connection with
ot her nedical practices. The fact that “institute” may have
multiple definitions is not relevant as we nmust consider the
termin connection with the services rendered and, thus, the
meaning of the termis clear. W conclude that the phrase
“Laser Institute” is, at least, nerely descriptive and

di scl aimer thereof is appropriate.

We consider, next, the Exam ning Attorney’'s contention
that the “of the Rockies” portion of applicant’s mark is
primarily geographically descriptive.

In order for a mark, or a portion thereof, to be
considered primarily geographically descriptive under
Section 2(e)(2), it is necessary to showthat (i) the mark
or relevant portion is the name of a place known generally
to the public, and that (ii) the public would nmake a
goods/ pl ace association, that is, believe that the goods or
services for which the mark or relevant portion is sought to
be registered originate in that place. See, e.g.,

Uni versity Book Store v. University of Wsconsin Board of
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Regents, 33 USPQd 1385, 1402 (TTAB 1994); and In re
California Pizza Kitchen, Inc., 10 USPQ2d 1704 (TTAB 1988),
citing In re Societe Generale des Eaux Mnerals de Vitte
S.A, 824 F.2d 957, 3 USPQ2d 1450 (Fed. Cir. 1987).

Mor eover, where there is no genuine issue that the

geogr aphical significance of atermis its primary
significance, and where the geographical place naned is
nei t her obscure nor renote, a public association of the
goods with the place may ordinarily be presuned fromthe
fact that the applicant’s goods or services cone fromthe
geographi cal place naned in the mark. See, e.g., Inre
California Pizza Kitchen, Inc., supra; and In re Handl er
Fenton Westerns, Inc., 214 USPQ 848, 850 (TTAB 1982).

The Exam ning Attorney contends that the primry
significance of the phrase “of the Rockies” in the mark is
geogr aphi ¢ because the primary significance of “the Rockies”
i s geographic; that, even though the Rockies enconpass a
| arge area, it is a specifically defined geographic area
whi ch is neither vague nor renote or obscure in the context
of consuner awareness. The Exam ning Attorney submtted
excerpts from The Anerican Heritage Dictionary of the
Engl i sh Language (3'% ed. 1992) of the followi ng entries:

Rocki es — See Rocky Munt ai ns.
Rocky Mountains al so Rockies — A ngjor nountain

system of western North Anerica extending nore
than 4,827 km (3,000 m) fromnorthwest Al aska to
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t he Mexican border. The system i ncl udes nunerous

ranges and fornms the Continental Divide. |Its

hi ghest el evation is Munt Elbert, 4,402.1 m

(14,433 ft) in central Col orado.

W al so take judicial notice of the definition of
“Rocky Mountain states” in The Random House Dictionary of
the English Language (2" ed. 1987) as “those states in the
regi on of the Rocky Muntains, including Colorado, I|daho,
Mont ana, Nevada, U ah and Wom ng, and sonetinmes Arizona and
New Mexi co.”

The Exami ning Attorney subm tted excerpts from
applicant’s Wb site, wherein applicant states “Laser
Institute of the Rockies was the first |ocation to perform
LASIK in the Rocky Mountain Region, and we are the only
| ocation in Colorado that specializes and |imts our
practice to corrective |aser surgery” and “[p]atients have
been comng to Dr. Dishler for LASIK fromthe Rocky Muntain
region for over four years.”

The Exam ning Attorney al so conducted a search of the
NEXI S dat abase for “Rockies” within two words of “Denver.”
He submtted excerpts fromfive of 498 stories. O the five
excerpts, the two nost relevant excerpts are fromthe Denver
Rocky Mountain News, and refer to two conpanies, the
Community Health Plan of the Rockies and the Food Bank of

t he Rockies, both | ocated in Denver, C‘olorado.EI

5> The Examining Attorney submitted two third-party registrati ons owned
by the First National Bank of the Rockies of Meeker, Col orado. Both
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Considering the first part of the test, we find the
evidence clearly establishes that “the Rockies” is the nane
of a place known generally to the public. Not only does it
identify a specifically defined, albeit |arge, nountain
range, but the region enconpasses specified states,

i ncluding applicant’s state of Col orado. See Burke-Parsons-
Bowl ey Corp. v. Appal achian Log Honmes, Inc., 871 F.2d 590,
10 USPQ2d 1443, 1444 (6'M™ Gir. 1989) (“Appal achian” in the
mar kK APPALACHI AN LOG STRUCTURES found to define a specific

| ar ge geographic region); and In re Md-Wst Abrasive Co.,
146 F.2d 1011, 64 USPQ 400 (CCPA 1945) (based primarily on a
dictionary definition, “Md-West” found to refer to a

speci fic geographic place). Further, the phrase “of the
Rocki es” retains the primarily geographic character of “the
Rocki es” because, in the context of the entire mark, it
indicates the region within which the “Laser Institute” is

| ocated and the services are rendered.

Consi dering the second part of the test, as applicant
states on its Wb site, applicant is |ocated, and its
services are rendered, in Colorado in the “Rocky Muntain
region.” Thus, we presune a public association of the goods
with the place fromthe fact that the applicant’s services

cone fromthe geographical place naned in the nmark. Because

regi strations include the organization’s nanme, but only one of the
regi strations includes a disclainmer of “the Rockies.” Wile we do not
have the records of those registrations before us, it would appear that
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both parts of the enunciated test have been net, we find “of
the Rockies” is primarily geographically descriptive.

As with the issue of nere descriptiveness, we are not
per suaded ot herw se by applicant’s argunents to the
contrary. The term “Rockies” in the nane of the basebal
team the Col orado Rockies, retains its geographic
significance even as it may suggest a double entendre. This
reinforces, rather than detracts from the concl usion that
“the Rockies” has primarily a geographical significance.
Appl i cant al so contends that the nere fact that the
Exam ning Attorney found a few stories using “Rockies” in
conjunction with “Denver” does not nean that “of the
Rockies” in applicant’s mark is primarily geographically
descriptive “in the context of applicant’s services”; and
that there is no associati on between applicant’s services
and the Rocky Mountain region because these types of
services are perfornmed throughout the United States and in
other countries. However, we are not concerned that
services simlar to applicant’s services may be rendered
wor |l dwi de. What is relevant in this case is that
applicant’s services are | ocated and rendered in the Rocky
Mount ai n regi on.

For the foregoing reasons, we conclude that the entire

phrase LASER | NSTI TUTE OF THE ROCKI ES consi sts of

these two registrations indicate inconsistency in USPTO practice. Thus,

10
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unregi strable matter under Sections 2(e)(1) and 2(e)(2) of
the Trademark Act, and the Exami ning Attorney correctly
requi red a disclainmer thereof.

Deci sion: The requirenent, under Section 6 of the
Trademark Act, for a disclainmer of LASER | NSTI TUTE OF THE
ROCKI ES is affirnmed.

In accordance with Trademark Rule 2.142(g), this
decision wll be set aside and this application wll be
returned to the Exam ning Attorney to place in condition for
publication for opposition if applicant, no nore than thirty
days fromthe mailing date of this decision, submts an

appropriate disclainmer of LASER | NSTI TUTE OF THE ROCKI ES.

this evidence is not useful herein.
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