TH'S DI SPCSI TION IS NOT Cl TABLE AS PRECEDENT

OF THE TTAB OCT 28, 97
Hear i ng:
February 5, 1997
Paper No.
CEW

U. S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

V. La Rosa & Sons, Inc.
V.
John Zi di an Conpany, | nc.

Consol i dat ed
Qpposition No. 87,389 and
Cancel | ati on Nos. 20, 853, 20,854 & 21, 092

Denetra J. MIls of Lowe, Price, LeBlanc & Becker for
opposer/ respondent

Robert Herberger of MLaughlin, MNally & Carlin for
applicant/petitioner

Before Sims, Hanak and Walters, Adm nistrative Tradenark
Judges.

Opinion by Walters, Adm nistrative Trademark Judge:
V. La Rosa & Sons, Inc. filed its opposition to the

application of John Zi dian Conpany, Inc. to register the
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mar Kk LA RUSSA and desi gn, shown below, for food produce,

namel y, processed tomatoes and tomato based sauces.?

As grounds for opposition, opposer asserts that

applicant’s mark, when applied to applicant’s goods, so
resenbl es opposer’s previously used and regi stered marks LA
ROSA for “alinmentary pastes and bread crumbs”? LA ROSA and
desi gn, as shown bel ow, for “spaghetti, |asagna, nacaroni

noodl es and bread crunbs, ”?®

! Application Serial No. 74/109,377, filed Cctober 26, 1990, in
International C asses 29 (“food produce, nanely, processed tomatoes”)
and 30 (“food produce, nanely, tomato based sauces”), based upon use of
the mark in conmerce in connection with the identified goods in both
classes alleging first use and first use in conmerce as of Novenber 1
1989.

2 Regi stration No. 1,396,003, issued June 3, 1986, to opposer for a term
of twenty years; Sections 8 and 15 affidavits accepted and acknow edged,
respectively. The registration certificate includes a statenent that
“LA ROSA translated into English neans ‘the rose’.”

% Registration No. 1,390,117, issued April 15, 1986, to opposer for a
termof twenty years; Sections 8 and 15 affidavits accepted and
acknow edged, respectively. The registration certificate includes a
statenment that “LA ROSA translates into English as ‘the rose’.”
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and RUSSO s and desi gn, as shown below, for “alinentary

pastes,”*?

as to be likely to cause confusion under Section 2(d) of the
Trademar k Act.

Applicant, in its answer, denied the salient
al l egations of the likelihood of confusion claim Applicant

asserted as affirmative defenses that opposer has failed to

* Regi stration No. 382,621, issued Novermber 5, 1940, to A Russo & Co.,
Inc.; renewed for a second tine for twenty years from Novenber 5, 1980.
The records of the PTOshow title to this registration in opposer. W
take notice of the definition of “alinentary pastes” as “a shaped and
dri ed dough (as macaroni, spaghetti and vermicelli) prepared from
senolina, farina, or wheat flour or a mxture of these with water or
mlk and with or without egg or egg yolk,” Wbster’s Third International
Dictionary, 1976.
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al l ege grounds sufficient to establish its standing herein;
that there is no |ikelihood of confusion because the
parties’ marks are not confusingly simlar; and that opposer
has sold and pronoted its goods under the pleaded marks “in
limted geographical areas other than applicant’s area of

use. However, none of applicant’s assertions is an

affirmati ve defense.?®

Counterclains to Cancel Opposer’s Registrations
Addi tionally, by way of counterclaim applicant
petitioned to cancel opposer’s three pleaded registrations
on the grounds that such registrations were fraudul ently
obtai ned and that the marks therein were abandoned prior to

the all eged assignment of the registrations to opposer.°®

> Regarding applicant’s “affirmative defense” that opposer has not
al | eged standing, we note that standing is an initial and basic inquiry
made by the Board in every inter partes case; that is to say, standing
is athreshold inquiry directed solely to establishing the persona
interest of the plaintiff. As such, it is not an affirmative defense.
Further, as applicant did not pursue its assertions regardi ng opposer’s
all egation of standing either in an appropriate notion or inits trial
brief, we do not consider applicant’s challenge to opposer’s all egations
of standing to be before us and give it no further consideration
Applicant’s second “affirmati ve defense,” that the marks are not
confusingly simlar, is merely an anplification of its denial of
opposer’s claimof |ikelihood of confusion and will be treated as such
Regarding applicant’s third “affirmati ve defense,” in the absence of a
concurrent use registration proceeding, applicant’s assertions regardi ng
opposer’s limted geographic area of use of its mark are not rel evant
and have not been considered further herein. See, Trademark Trial and
Appeal Board Manual of Procedure, Section 318.02(b) and cases cited
t her ei n.

® Cancel l ation No. 20,853 pertains to Registration No. 1,390,117 for the
mark LA ROSA and design. Cancellation No. 20,854 pertains to

Regi stration No. 1,396,003 for the mark LA ROSA. Cancell ation No.
21,092 pertains to Registration No. 382,621 for the mark RUSSO S
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Foll owi ng the hearing on this case, applicant filed its
nmotion to withdraw its petitions to cancel opposer’s three
pl eaded registrations. Consistent wwth the Board’ s order of
April 7, 1997, Cancellation Nos. 20,853, 20,854 and 21, 092
are dismssed with prejudice, as applicant’s requests for
wi t hdrawal were filed wi thout consent after the answers were
filed in those cases. Thus, all further discussion herein
pertains only to the opposition in this consolidated
pr oceedi ng.

The Record in the Qpposition

The record consists of the pleadings; the file of the
i nvol ved application; title and status copi es of opposer’s
pl eaded Regi strations Nos. 382,621, 1,390,117 and 1, 396, 003;
certain specified responses of applicant to opposer’s first
set of interrogatories, wth exhibits annexed thereto, nade
of record by opposer’s notice of reliance; copies of third-
party registrations and several excerpts fromprinted
publications and official records, all nmade of record by
applicant’s notice of reliance;’” and the testinony

depositions of Janes C. Dobos, applicant’s controller and

" Several of applicant’s submissions by its notice of reliance are not
properly made of record by a notice of reliance. |In particular
applicant has submtted a Sea Wrld of Onio pronotional brochure, a
product list and several food |abels. However, the sane food product
list and several of the sanme food | abels are nmade of record properly as
exhibits to the testinony deposition of applicant’s controller and
personnel director, James C. Dobos. Further, opposer has treated this
evi dence as being of record by identifying the record to include the
evi dence subnmitted by applicant’s notice of reliance and not objecting
thereto. Thus, we have considered this evidence herein.
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personnel director, Thomas E. DeMarco, applicant’s assistant
sal es manager, and Robert G Schnohr, opposer’s president,
all with acconpanying exhibits. Both parties filed briefs
on the case and were represented by counsel at a hearing
bef ore the Board.
The Parties

Opposer, since 1983 a wholly owned subsidiary of Gooch
Foods, manufactures and distributes pasta products,
particul arly, macaroni, spaghetti and noodles, as well as
bread crunbs and nacaroni and cheese dinners.® Opposer uses
its pleaded LA ROSA trademarks in connection with all of
these products and its pleaded RUSSO S trademark in
connection with pasta products. Qpposer’s pleaded marks are
not used in connection with tomato sauces. The bul k of
opposer’s sales is under its LA ROSA trademarks.® It is in
connection with this mark that opposer has done nost of its

adverti sing, *°

i ncluding tel evision advertising, cooperative
advertising with retailers, pronotionals and “off invoice”

offers, which are discount offers to the distributor

8 Robert Schnohr, opposer’s past president, testified that opposer’s
predecessor used the LA ROSA mark in connection with its products since
“the late 1800’ s.”

® (pposer reports sales of LA ROSA products over the last 20 years
totaling $200 nmillion wholesale, or $400 nmillion retail. Opposer
reports sales of RUSSO S products over the last 20 years totaling $10
mllion wholesale, or $20 nillion retail.

9 pposer states that it has spent in excess of $25 nillion on the
advertising and pronotion of its LA ROSA products during the last 20
years. The record includes evidence of television and print advertising
from®“the 1960's,” and through the 1980's to the time of trial herein.



Qpposition No. 87,389
Cancel | ati on Nos. 20, 853, 20,854 & 21, 092

Opposer uses its RUSSO S mark on | ower priced goods and any
advertising is done only by the retailer.

Opposer has manufacturing facilities in Illinois and
Nebraska and its products are sold “in the states between

t he Rocki es and the east coast.”

The ul ti mate purchaser

of opposer’s products includes retail consuners and buyers
for hospitals, restaurants and mlitary food service
establishments. Through its own sales force and i ndependent
br okers, opposer sells and ships its products to about 150
whol esal ers, including whol esalers serving retail stores and
super mar ket s and whol esal ers serving institutional buyers,
such as hospitals and restaurants. Opposer sells to at

| east one retail distributor, Murray Steaks, which sells to
consuners al ong the east coast.

In 1950, applicant began its business of producing and
distributing Italian food products, including pasta, cheeses
and sauces. Through the years, applicant has carried
various lines of such products owned by third parties,
including Vinco and Prince. On Novenber 1, 1989, applicant
introduced its own LA RUSSA brand of processed tonmatoes and

tomat o sauces, the subject of this application. Applicant

has expanded its use of this mark to include use on other

" pposer identifies these states as Illinois, Indiana, |owa,

W sconsi n, Nebraska, Cklahoma, Kansas, Utah and Pennsylvania. Opposer
al so notes that those of its products sold by Wal mart or Wl green are
sol d throughout the United States.
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Italian food products.'® Through its own sales force
applicant sells its products both to retail grocery stores
and to distributors and food brokers for sale, ultimtely,

3

to the retail consuner.®® Applicant’s sales representatives

sell applicant’s products in, at least, a five-state area, ™
and applicant distributes its products throughout the rest
of the United States by mail order. Applicant advertises
its LA RUSSA products by radi o, through cooperative

advertising in newspapers, coupons, shelf talkers, and

through a nunber of charity spaghetti dinners.?*

2 These include barbecue and ot her sauces, artichoke hearts, cheeses,
pasta, vegetable and olive oils, olives, vinegar, beans, peppers,

chi cken broth and bread crunbs. Applicant indicates its dates of first
use of LA RUSSA in connection with these products in both its answers to
opposer’s first set of interrogatories (No. 4) and in Exhibit 2 to the
testimony of James C. Dobos, applicant’s controller and personne
director. While the only dates of concern to us are those pertaining to
the goods identified in this application, we note that in severa

i nstances there are discrepanci es between the two docunents regardi ng
the stated dates of first use of LA RUSSA in connection with these other
products.

13 Applicant’s evidence pertains prinarily to sales of all of its
products under the LA RUSSA mark. Applicant reports that sales of its
LA RUSSA products conprised 30%of its total sales in 1990 ($1, 808, 047)
and increased to 80%of its total sales for the first six nonths of 1994
(%$2,874,272), with sales of LA RUSSA products for the five year period
prior to trial totaling $15,996,325. (Janes C. Dobos deposition

Exhibit 3.) For 1993, applicant reports $953,211.62 in sales of its LA
RUSSA tomat o products (Dobos deposition, Exhibit 153, p. 9). VWil e the
overall sales figures reported in Dobos Exhibit 3 differ substantially
fromthe figures indicated in applicant’s answer to opposer’s first set
of interrogatories, no. 20, we find greater credibility in the
specificity of the figures indicated in Dobos Exhibit 3. Further, these
figures are consistent with those reported for 1993 in Dobos Exhi bit

153.

4 Applicant identifies these states as New York, West Virginia,
Maryl and, Chi o and Pennsyl vania. Applicant indicates that it also
distributes its products in Kentucky, M chigan and Tennessee.

5 Applicant indicates that it has spent a total of $576, 505 on
advertising its LA RUSSA products from Novenber, 1989, to the date of
trial. (Dobos deposition, p. 30, and Dobos Exhibit 144.)
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Anal ysi s

| nasmuch as certified copies of opposer’s registrations
are of record, there is no issue with respect to opposer’s
priority. King Candy Co., Inc. v. Eunice King s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Further, the
evi dence of use supports opposer’s claimof priority and
appl i cant does not contest or otherw se address opposer’s
priority herein.

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the likelihood of confusion issue. In re E. I
duPont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). W begin our analysis by considering the
simlarities between the parties’ goods and concl ude that
the goods are related. Pasta products and tomato products
are sold in the sane sections of retail stores (e.g., Dobos
deposition, pp. 51-52) and are often served together by the
ultimate consuner. Applicant, which produces and
di stributes both pasta and tomato products under its LA
RUSSA nmark, admts that pastas and tomato sauces are often
sol d si de-by-side (Dobos deposition, p. 61).

Further, the evidence clearly indicates that opposer’s

pasta products and applicant’s tomato products are sold
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t hrough the sane channels of trade to the sane retai
consuners.

Turning to the marks, opposer contends, essentially,
that applicant’s mark is a conposite of opposer’s two marks
and is not sufficiently different fromeither mark to avoid
confusion®®; that the design element in applicant’s mark is
m ni mal and does not distinguish the parties’ marks; that
the parties’ marks are simlar in sound, with the only
difference being a single vowel sound in each case; and that
the Board should consider the simlarity in sound of these
foreign words rather than the differences in their
connot ati on when opposer’s LA ROSA mark is translated into
English as “the rose.”

Addi tionally, opposer contends that both parties’ goods
i nvol ve i nmpul se purchases not requiring any degree of
sophi stication; that applicant adopted the mark herein with
the intent to trade on opposer’s good will; and that
evidence of third-party registrations, tel ephone directory
listings and a trademark search report is of little
per suasi ve value as this evidence does not establish use of
the respective marks or any relative weakness of opposer’s

mar ks; and that the evidence of third-party uses pertains to

% |'n this regard, opposer states, “[applicant] may not avoid confusion
wi th [opposer’s] marks by changing the *O in LA ROCSAto a ‘U as in LA
RUSSA, and the ‘O is RUSSOs to an ‘A in LA RUSSA.” (Qpposer’s brief,
p. 13.)

10



Qpposition No. 87,389
Cancel | ati on Nos. 20, 853, 20,854 & 21, 092

different marks and di fferent goods than are invol ved
her ei n.

On the other hand, applicant contends that the marks
i nvol ved herein are different in sound, appearance and
connotation; that the design elenents of the parties’ marks
further distinguish the marks; that both parties’ marks are
surnanes, and that there is extensive evidence of third-
party use and registration of surnames as marks in the
Italian food industry so that the public is accustoned to
recogni zing slight differences anong these surnanme nmarKks;
that, in view of the extensive use and registration of
third-party marks containing the roots ROSA and RUSSO,
opposer’s marks are relatively weak; and that, in addition
to being a common surnane, opposer’s mark LA ROSA transl ates
into English as “the rose” and applicant’s mark is only a
surnane with no English translation. Applicant contends
further that opposer’s marks are not fanobus and that, in
fact, opposer does not advertise its products sold under its
mark RUSSO, that there is no evidence that there has been
any actual confusion between the parties’ marks; and that
applicant adopted and is using its mark LA RUSSA in good
faith,.

We begin our consideration of the marks by noting that
opposer has not pleaded or established a famly of LA ROSA

and RUSSO S marks and, therefore, we shall conpare

11
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applicant’s mark, first, to opposer’s LA ROSA nmarks and,
second and separately, to opposer’s RUSSO S narKk.

We find the design elenents of both applicant’s LA
RUSSA and design mark and opposer’s LA ROSA and design mark
to be mnimal. The design el enent of applicant’s mark
serves primarily as a border outline enphasizing LA RUSSA as
the central and dom nant feature of applicant’s mark.
Simlarly, the termLA ROCSA is clearly dom nant in opposer’s
design mark, as the oval serves nerely to outline the words
and the single rose design nerely reinforces the English
translation of LA ROSA. Further, opposer has pl eaded and
established its registration of LA ROSA without a design
el emrent. Conparing LA RUSSA to LA RCSA, we find both marks
to consist of two terns with the identical first terns, LA,
foll owed by two-syllable words that are very simlar and
differ, essentially, only in the vowels “U or “O follow ng
the “R’" in each mark. Despite the fact that ROSAis a
foreign termthat neans “rose” in English, applicant’s
evi dence has established that LA RUSSA and LA ROSA are
likely to be perceived by the purchasing public primarily as
surnanmes. W conclude that these marks are so simlar in
appear ance, sound and connotation as to create substantially
simlar overall commercial inpressions. Further, both
parties’ goods sold under their respective narks are

relatively | ow cost, inpulse purchases so that little care

12
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is likely to be exercised by retail consunmers purchasing
t hese goods.

We believe that applicant has established that ROSA and
LA ROSA are relatively common surnanes in the United States;
that surnanme marks are relatively comon in the Italian food
i ndustry; and that there are at |east several third-party
uses of ROSA and LA ROSA in connection with simlar or
rel ated goods and services. However, we cannot concl ude
t hat applicant has established that surnanes are so conmon
in the Italian food industry that the m nor differences
bet ween LA RUSSA and LA ROSA and the nmarks’ respective
design elenents are sufficient to distinguish the parties’
mar ks in connection with these rel ated goods. Further,
applicant has not established that LA ROSA is a weak mark
sinply because it is a surnane and there is sone evidence of
third party use in the industry. QOpposer has established,
t hrough evi dence of |ong use and substantial advertising
expendi tures and sal es over many years, that any weakness
the LA ROSA marks may have had initially has |ong since been
overconme and these marks are clearly distinctive in
connection wth the identified products.

Additionally, applicant’s |ack of evidence of actual
confusion is of little significance in this case which
includes little evidence of the nature and extent of overlap

of the parties’ areas of use. Thus, we cannot determ ne

13
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whet her there has been any real opportunity for confusion to
arise. In any event, the standard under Section 2(d) is
i keli hood of confusion, not actual confusion.

In this case, in view of the strong simlarities
between the parties’ marks as used on rel ated products, we
find that we nmust resol ve what doubt we may have in favor of
the prior user and registrant. See, WR Gace & Co. v.
Herbert J. Meyer Industries, Inc., 190 USPQ 308 (TTAB
1976); and In re Hyper Shoppes (Ghio), Inc., 837 F.2d 463, 6
USPQ2d 1025 (Fed Cir. 1988). Therefore, we conclude that in
view of the substantial simlarity in the comrerci al
i npressions of opposer’s LA ROSA nmarks and applicant’s LA
RUSSA nmark, their contenporaneous use on the closely related
goods involved in this case is likely to cause confusion as
to the source or sponsorship of such goods.?

Wil e we have sustained the opposition on the basis of
opposer’s LA ROSA marks, to render a conpl ete decision, we
now consider the simlarity of opposer’s mark, RUSSO S and

design, to applicant’s mark, LA RUSSA and design, to

7 pApplicant has shown that the trade dress for its LA RUSSA products is
quite different fromopposer’s trade dress for its LA ROSA products and
that, in this product area, trade dress is a significant factor

di stinguishing different parties’ entire lines of products. Wile this
effectively counters opposer’s allegations that applicant intended to
trade on opposer’s good will, it does not persuade us that there is no
i kelihood of confusion with respect to opposer’s LA ROSA mar ks and
applicant’s mark. W note that we are considering the registrability of
applicant’s mark as applied for and the mark in the application herein
does not include applicant’s trade dress. See, for exanple, Kinberly-
Cark Corp. v. H Douglas Enterprises, Ltd., 774 F.2d 1144, 227 USPQ 541
(Fed. Cir. 1985); MIles Laboratories Inc. v. Naturally Vitamn

14
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determ ne the issue of |ikelihood of confusion in connection
therew t h.

The dom nant feature of opposer’s mark, RUSSO S and
design, is the termRUSSO S, as the plain block lettering
and angle at which the term appears are m nor design
el ements. As opposer admts (Schnohr deposition, p.59) and
t he evidence supports, RUSSO is a surname with no other
meaning in English or Italian. While the only difference
bet ween RUSSO and the second termin applicant’s mark,
RUSSA, is the final vowel, we also |ook at the marks in
their entireties, as we nust, and note that opposer’s mark
is a single word in possessive form whereas applicant’s
mark includes a second term LA, preceding RUSSA. These
differences in appearance, sound and connotati on engender
overall commercial inpressions sufficiently different to
di stingui sh these marks in connection with the identified
goods. In view of the differences in the comrerci al
i npressions of opposer’s mark, RUSSO s, and applicant’s
mar k, LA RUSSA, we find that, despite the relationship
between the parties’ goods, their contenporaneous use on
t hese goods is not likely to cause confusion as to the
source or sponsorship of such goods.

Therefore, the opposition is disnm ssed as to opposer’s

claimof likelihood of confusion with its mark RUSSO s as

Suppl ements Inc., 1 USPQ@d 1445 (TTAB 1986); Purex Corp., Ltd. v.
Thonpson- Hayward Chem cal Co., 179 USPQ 190 (TTAB 1973).

15
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used and registered in connection with certain specified
pasta products.

Decision: The opposition is sustained with respect to
opposer’s LA ROSA marks and dism ssed with respect to

opposer’s RUSSO S nark.

E. W Hanak

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board

Simrs, Adm nistrative Trademark Judge,
concurring in part and dissenting in part:

| agree with the majority opinion that confusion is
likely with respect to applicant’s mark LA RUSSA and desi gn
and opposer’s mark LA ROSA for goods which are sold in the
sane aisles of grocery stores and supermarkets and may be
used with each other. These marks have obvious simlarities
in sound and appearance. |In addition, opposer’s mark has
been in use for nearly a century, with annual retail sales
in recent years averaging around $20 mllion and adverti sing

expenses of around $1 million a year. This decision finding

16
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I'i kel i hood of confusion, of course, precludes applicant from
obtaining a federal registration.

Were | disagree with the majority is in their
conclusion that confusion is unlikely with respect to
applicant’s mark LA RUSSA and opposer’s mark RUSSO S f or
these closely related food products. In this regard,
agree with opposer that applicant’s mark is not sufficiently
different fromopposer’'s to avoid the |ikelihood of
confusion. LA RUSSA and RUSSO S have obvious simlarities
i n sound and appearance, and both nmay be perceived as marks
with no connotations other than as surnames. Wth respect
to these marks and goods as well, opposer’s pasta products
and applicant’s tomato sauces are inexpensive food products
purchased by ordinary consuners w thout great care during a
shopping trip to the supermarket. To the extent there may
be doubt on the question of |ikelihood of confusion, | would
resolve this doubt in favor of the long prior user and
registrant.

Concerning the third-party marks, | would give little
wei ght to simlar nanes appearing in directory listings and
in search reports because, w thout evidence of actual use,
those listings do not establish that any goods have been
sold or that the public is aware of those marks and nanes.
We al so do not know in many cases what particul ar goods, if

any, those marks may have been used with. Nor would I find

17
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no |ikelihood of confusion sinply because of proof of use
(by purchase of the products) of such marks as BELLA ROSSA
for pizza sauce and MAMA ROSA' S for pizza and MAMVA ROSA' S
for pasta sauce.® Not only do those marks differ in
comercial inpression fromboth opposer’s and applicant’s
mar ks, but also there is no evidence of the nature and
extent of the use of those third-party marks. W sinply
have an insufficient record fromwhich to conclude that the
public has been exposed to all of these nmarks and has
| earned to distinguish themand that, in addition,
applicant’s mark has and will not be likely to cause
confusion with opposer’s.

Finally the |ack of evidence of actual confusion, while
a factor, should be largely discounted because there is only
one state (with the exception of a few nation-w de chain
di scount stores)---Pennsylvani a---where both parties’ goods
have been distributed. Even so, however, we have no
information that the products have been sold in the sane
parts of that state. Wthout that kind of evidence, we
shoul d not assunme that the use of both parties’ marks is not
likely to cause confusion because of the |ack of evidence of

actual conf usi on.

R L. Sims
Adm ni strative

! There is also evidence of use of a third-party mark (LA ROSA'S), for
canned tomat oes and spaghetti sauce, alnost identical to opposer’s nark.

18
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Trademar k Judge

19



