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Opi ni on by Seeherman, Admi nistrative Trademark Judge:

G bson Guitar Corp. has appealed fromthe fina
refusal of the Trademark Exami ning Attorney to register the
design of a guitar body, shown below, for “stringed nusica
instruments, namely guitars.”? Applicant has described the

mark as conprising “a fanciful design of the body of a

! Application Serial No. 75/513,342, filed July 6, 1998, and
asserting first use and first use in comerce on Decenber 31
1934.
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guitar” and has stated that “the matter shown by the dotted
lines is not a part of the mark and serves only to show the

position of the mark on the goods.”

Regi stration has been refused pursuant to Section
2(e)(5)of the Trademark Act, 15 U. S.C. 1052(e)(5), on the
ground that the applied-for mark is de jure functional, and
pursuant to Sections 1, 2 and 45 of the Trademark Act, 15
U S. C 1051, 1052 and 1127, on the ground that, if the
product design is not de jure functional, it does not
function as a mark, but is nmerely a configuration which has

not acquired distinctiveness.?

2 |nitially applicant claimed that the configuration was

i nherently distinctive; however, during the prosecution of this
application the Supreme Court held that a product configuration
could not be inherently distinctive. Wal-Mart Stores, Inc. v.
Samara Brothers, Inc., 529 U S. 205, 54 USPQd 1065 (2000).
Appl i cant has not pursued this argunent in the appeal and,
accordingly, the question of inherent distinctiveness is not
before us in this appeal.
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Applicant and the Exam ning Attorney have filed appeal
briefs, but applicant did not file a reply brief, and did
not request an oral hearing.

We turn first to the issue of whether the guitar
configuration is de jure functional. A product feature is
functional and cannot serve as a trademark if it is
essential to the use or purpose of the article or it
affects the cost or quality of the article. A functional
feature is one the exclusive use of which would put
conpetitors at a significant non-reputation-rel ated
di sadvantage. Qualitex Co. v. Jacobson Products Co., 514
U S. 159, 34 USPQ@2d 1161 (1995), quoted in TrafFix Devices
Inc. v. Marketing Displays Inc., 532 U S. 23, 58 USPQd
1001, 1006 (2001).

In In re Morton-Norw ch Products, Inc., 671 F.2d 1332,
213 USPQ 9 (CCPA 1982), the Court set forth four factors to
be considered in determ ning whether a product design in de
jure functional: (1) the existence of a utility patent
t hat discloses the utilitarian advantages of the design; 2)
advertising materials in which the originator of the design
touts the design’'s utilitarian advantages; 3) the
availability to conpetitors of alternative designs; and 4)

facts indicating that the design results froma
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conparatively sinple or cheap nethod of manufacturing the
product .

In this case, applicant has stated that there is no
utility patent, nor is there any evidence that its guitar
configuration results froma sinpler or cheaper nethod of
manuf acture. Accordingly, these factors do not weigh in
our decision.?

Wth respect to the second factor, applicant’s
advertising materials tout the functional advantages of its
gui tar shape. Specifically, the advertisenent for
applicant’ s Epi phone guitar, submtted as Exhibits B and E
to applicant’s response filed on Septenber 27, 1999,

i ncl udes the foll ow ng copy:

The new Epi phone Advanced JunboO (AJ)
acoustics are different from any ot her
ordi nary dreadnought guitar. Qur Al
body shape not only | ooks nore |ike a
bell, but also rings like a bell. The
nor e rounded upper bout produces
sweet er highs while the broader wai st
and wi der | ower bout creates nore
powerful lows. Conmbined with a solid
Sitka spruce top, mahogany back and

si des, reverse-bellyO rosewood bridge
and AJ scal |l oped top bracing, this

uni que body shape creates a sound which
is much nore bal anced and | ess “nuddy”

® The Examining Attorney characterizes the absence of a utility

patent as a factor which weighs in applicant’s favor. W

di sagree. Although the existence of a utility patent could weigh
agai nst applicant in ternms of showing that the configuration is
de jure functional, the absence of such a patent sinply has no
wei ght in our analysis.
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t han ot her ordinary dreadnought
acousti cs.

This copy clearly indicates that the particul ar features of
the applicant’s configurati on—+he rounded upper bout, the
broader wai st, and the w der |ower bout, provide certain
acoustical advantages in terns of the sounds the guitar
makes. “This unique body shape creates a sound which is
much nore bal anced and | ess ‘nuddy’ than other ordinary

dr eadnought acoustics.”

We are not persuaded by applicant’s argunent that this
adverti sement does not tout the functional features of the
gui tar shape, but is nmerely puffery. Even if one cannot
ascertain with specificity the sound of “sweeter highs”,
“nore powerful lows”, and a bal anced and | ess nmuddy sound,
the clear inport of the advertisenent is that the shape of
the guitar is what produces a better nusical sound.

Wth respect to the third factor, the availability of
alternative designs, it is not clear, after TrafFi x Devices
Inc. v. Marketing Displays Inc., supra, whether the
availability of alternatives weighs as a factor in
applicant’s favor. In TrafFix the Court said that there is
no need to engage i n specul ati on about ot her design
possibilities because the functionality of, in that case,

t he spring design,
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“means that conpetitors need not

expl ore whet her other spring

j uxtapositions mght be used. The
dual -spring design is not an arbitrary
flourish in the configuration of MJ’s
product; it is the reason the device
wor ks. Ot her designs need not be

at t enpt ed.

58 USPQ2d at 1007

Even assuming the availability of alternative designs
remains a factor in determ ning whether a configuration is
de jure functional, applicant has not shown that there are
alternative guitar shapes which can produce the sane sound
as applicant’s configuration. On the contrary, the
evidence indicates that the specific shape of applicant’s
guitar is necessary for such sound. In particular, the
literature for the Santa Cruz Guitar Conpany’s “Vintage
Junbo Model ,” which appears identical in shape to the
configuration sought to be registered, states that:

“Round shoul dered dreadnoughts have a
uni que sound,” enthused Santa Cruz
presi dent R chard Hoover. *“Their deep,
rich, bass and sweet, strong treble
really shine in chord-oriented styles

like country, folk and bl ues.”
WWW, sant acruzgui tar.com

In view of the foregoing, we find that applicant’s
configuration is de jure functional.

Al t hough this finding neans that applicant’s
configuration is prohibited fromregistration by Section

2(e)(5) of the Act, in the interest of rendering a conplete
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opinion we now turn to the question of whether, assuni ng
arguendo the configuration is not functional, it has
acqui red distinctiveness as a tradenarKk.

It is applicant’s burden to prove acquired
di stinctiveness. Yanmha International Corporation v.
Hoshi no Gakki Co., Ltd., 840 F.2d 1572, 6 USPQ2d 1001 ( Fed.
Cir. 1988); In re Meyer & Wenthe, Inc., 267 F.2d 945, 122
USPQ 372 (CCPA 1959). In general, the nore descriptive the
term the greater the evidence necessary to denonstrate
acquired distinctiveness. See Yamaha I|nternational
Corporation v. Hoshino Gakki Co., Ltd., supra. The sane is
true when the proposed mark is a configuration. 1d.

In this case, applicant’s evidentiary burden is high.
The record shows that applicant’s guitar configuration is
extrenely simlar to those used by other guitar
manufacturers. In fact, in the first Ofice action the
Exam ni ng Attorney considered the configuration to be the
same as the dreadnought shape; the differences which
applicant pointed out in its response to that action are
relatively mnor, having to do with a slightly rounder
shoul der, broader wai st and w der |ower bout. See Exhibit

C to the September 27, 1999 response.* Al though guitar

“ Applicant also clainms that the neck of the guitar intersects

the applied-for shape at a different angle fromthe dreadnought,
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col l ectors and aficionados nay well be aware of these

di fferences, the determ nation of acquired distinctiveness
must be made on the basis of casual guitar purchasers as
well. Applicant’s identification of goods is for guitars
per se. These would include inexpensive guitars which

m ght be purchased by people who wish to learn guitar as a
hobby, or by parents for their young children. Such casual
purchasers are not likely to note the differences between
applicant’s guitar configuration and those of others, |et
al one recogni ze the overall configuration as a trademark
wi t hout significant education on the part of applicant.

We turn then to an exam nation of the evidence of
acquired distinctiveness provided by applicant.

Appl i cant has been using the configuration sought to
be registered since 1934, a period of 66 years. Although
this is a long period of time, the nunber of guitars sold
during this period is relatively small. For the first tine
inits brief, applicant states that “over 100,000 guitars
enbodyi ng the shape have been sold in the United States...”

Brief, p. 7.° Based on this figure, an average of only 1600

but this is not apparent fromthe drawing, and in any event the

neck is not clained as a feature of the mark.

® Athough this “evidence” was not tinmely subnitted prior to the
filing of the notice of appeal, see Trademark Rule 2.142(d), in

her brief the Exam ning Attorney has treated this information as
though it were of record, and we will therefore do the sane.
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guitars were sold each year during that period. On its
face, this does not seemto be a significant nunber of
guitars sold each year, and applicant has given us no
i nformati on which would indicate the contrary, e.g., the
relative position between applicant’s sales of this
configuration and sales of other configurations. Moreover,
of this 100,000 figure, approximately 10,000 of the guitars
were sol d since 1999 through applicant’s Epi phone division.
Thus, in the 64 years between 1934 and 1998, the average
nunber of this shaped guitar sold each year was even | ess
than 1600. As for the sales of 10,000 in a two-year
period, again there is no evidence to show whether this is
a | arge nunber of sales of guitars vis-a-vis the sales of
ot her conpani es.

Wth respect to applicant’s advertising, the materi al
made of record by applicant is an advertisenment for the
Epi phone Advanced Junbo guitars (Exhibit B); and a 1999
Epi phone catal og which, as applicant indicates, shows
guitars with the applied-for configuration at pages 23-25.
Page 23 is the sane advertisenent as Exhibit B, while
simlar |anguage to that quoted supra is repeated on page
24. Al though the copy does point out that the “body shape
not only | ooks nore |like a bell, but also rings like a

bell,” because the copy goes on to point out the advantages
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of this shape in creating better tones, consuners are not
likely to regard this | anguage as indicating that the shape
is a source-indicator, but as a functional feature.
Applicant has also submtted, as Exhibit F, a cal endar
in which, for the nonth of Cctober, a guitar with the
configuration at issue is pictured next to a nude wonan,
who is shown fromthe rear. Applicant asserts that this
phot ograph “enphasi zes the round curvaceous shape of the
guitar.” Response filed Septenber 27, 1999. However, we
are not persuaded that consunmers woul d understand fromthis
picture that the guitar configuration is neant to be a
source-identifier. There is no |anguage acconpanying the
picture to this effect, and this photograph appears in a
cal endar featuring nude or scantily-dressed wonmen with
guitars. The photographs are nore likely to be seen as
using the wonen’s bodies to draw attention to the guitars,
rather than to the particular guitar configuration. For
exanpl e, the Decenber photograph is taken from above,
t hereby distorting the picture of the woman to enphasi ze
her breasts. W do not think that consuners are likely to
see that the pictured guitar has a breast shape. Even in
t he October photograph of the configuration at issue, one
woul d not be aware of the specific features which applicant

clains are unique to this guitar, such as the round

10
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shoul der, fromthe picture of the wonan, whose hair covers
much of her back, such that one couldn’t clearly say

whet her her shoul ders are nore |ike the rounded shoul ders
of applicant’s configuration, or the flat shoul der design
of the dreadnought guitar.

Mor eover, even if the advertising material s could be
said to indicate to the public the particul ar shape of
applicant’s guitar configuration, applicant has provided no
evi dence of the anount or distribution of such materials.
Thus, we cannot determ ne what kind of exposure, and hence
i npact, these materials have had.

Finally, applicant points to Chapter 3, called “The
Round- Shoul der Junbos,” in a book entitled G bson’s

Fabul ous Fl at-Top Quitars, An Illustrated Hi story & Guide.%

Exhibit A Fromour reading of this chapter, this book
appears to be a history of the G bson Guitar Conpany, and
the various guitars which it introduced. Applicant asserts
that the fame of the guitar, the fact that it is “so uni que
and well known,” is shown by its being the subject of an
entire chapter. Applicant states that the guitar

configuration sought to be registered is comonly referred

¢ By Eldon Witford, David Vinopal, & Dan Erlewi ne. Applicant’s
subm ssi on does not indicate the copyright date.

11
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to as the G bson “Round Shoul der Junbo” or *Advanced
Junbo.”

There is no evidence as to what exposure this book has
had to the consum ng public. Certainly the information
reflected in the chapter which is of record, providing
mnute details as to the neasurenents, bridges, necks,
braces, etc. of each guitar nodel which G bson introduced,

i ncl udi ng several paragraphs witten about a guitar of
which only three were nade, indicates that this book was
not witten for the casual purchaser, but for collectors
and those with a deep interest in the history of guitars
and the G bson Guitar Conpany. As such, we cannot concl ude
t hat purchasers in general woul d recogni ze the
configuration as a trademark because of this book.

Mor eover, al though the chapter is entitled “The Round-

Shoul der Junbos, throughout the chapter the guitars are not
referred to by this term but as “Junbos,” *“Advanced
Junmbos” or “AlJs.” Indeed, there are very few references in
the chapter even to the fact that the guitars have rounded
shoul ders. The first reference we note is on page 48,

al t hough the chapter begins on page 18. The references to
round shoulders in the chapter are mninal, and are buried
in the rest of the text. |In fact, references to the colors

of the woods and the changes to the shape of the necks are

12
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given far greater promnence. As a result, readers of the
chapter are unlikely to regard the round-shoul dered shape
as uni que, or to consider the round shoulders to be a
source-identifying feature. W would al so point out that
the configuration sought to be registered is for the
overal |l shape of the body, not just for the rounded

shoul ders.

As noted previously, given the simlarity of
applicant’s configuration to that of other guitars,
applicant has a heavy burden to denonstrate acquired
distinctiveness. W find that applicant has failed to neet
this burden, and that the evidence submtted by applicant
is insufficient to denonstrate that the configuration has
acquired distinctiveness, such that consuners woul d regard
it to be a trademark. Thus, even if the configuration were
not functional, applicant would not be entitled to
regi stration.

Decision: The refusal to register is affirned on the
ground that the configuration is de jure functional and,
even if it were not functional, it does not function as a

trademar k
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