IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

RCHM AND HAAS COVPANY : ClVIL ACTI ON
V.

LONZA I NC. and SUNKYONG :
| NDUSTRI ES, LTD. : NO. 96-5732

MEMORANDUM

Ludw g, J. February 11, 1998
This is an adjudication follow ng a Markman hearing.

Mar kman v. Westview Instrunents, Inc., 517 U. S. 370, 116 S. Ct

1384, 134 L. Ed.2d 577 (1996). The patent clains at issue involve
bi oci dal chem cal s used in pesticides. In 1994, plaintiff Rohmand
Haas Conpany was issued U S. Patent No. 5,312,827 ('827 patent).
In this action, Rohmand Haas contends that pestici des devel oped by
def endant Sunkyong Industries, Ltd. and narketed by defendant
Lonza, Inc. constitute literal infringenments of the ‘827 patent.
Jurisdictionis federal question, 28 U . S.C. 8§ 1331 (1994), whichis
exclusive in patent actions, 28 U S. C 8§ 1338(a) (1994).
Plaintiff is proceeding onclains 1, 2, 3, 5 6, and 8 of
t he ‘827 patent, all of which descri be chem cal conpositions. Prior
to the patent, biocidal chem cals called 3-isothiazol one conpounds
were known to be effective pesticides. However, because these
conpounds, in solution, tended to deconpose and Dbecone
unstabilized, a netal nitrate salt was added. As an untoward

result, potentially carcinogenic conmpounds —nitrosam nes —al so
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were produced. The '827 patent consisted of 12 conpositions and
processes i ntended to reduce or elimnate nitrosam nes and i npurity
by- products that can becone nitrosam ne precursors.

In a literal infringenent action, there are two steps.
First, the clainms in question nust be construed for scope and

meani ng. See Markman, 517 U S at _ , 116 S. . at 1387.

Second, there is the question whether the clains, as construed,

cover the accused device or process. See Serrano v. Telular Corp.,

111 F. 3d 1578, 1582 (Fed. G r. 1997). Here, only the Markman phase

i s under consi deration.

. Markman Anal ysis
The objective of clainms construction analysis is to
ascertain the neaning that a person of ordinary skill in the art

would give to the clains in dispute. See Wener v. NEC

Electronics, Inc., 102 F.3d 534, 539 (Fed. Cir. 1997); Haynes

Int'l, Inc. v. Jessop Steel Co., 8 F.3d 1573, 1578 n.4 (Fed Cr.

1993). The operative tinme is the date of the application for the

patent. See Wener, 102 F.3d at 539. 1In this case, the original

application, Serial No. 383,858, was filed with the Patent and
Trademark O fice on June 1, 1982. See ‘827 patent, at 1. In
construing an asserted claim the first and paranount precept isto
| ook to the intrinsic evidence of record, i.e., the patent itself,
whi ch i ncludes the clains and the specification, together wth the
prosecution history before the Patent and Trademark O fice. See

Vitrionics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed.
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Cr. 1996); Markman v. Westview Intrunents, Inc., 52 F. 3d 967, 979

(Fed. Gr. 1995). Intrinsic evidence is “the nost significant
source of the legally operative neaning of disputed claim
| anguage.” |d.

To delineate the scope of coverage, the wording of the
clainms, asserted and non-asserted, should be examned in their

entirety. See Bell Communications Research, Inc. v. Vitalink

Conmruni cations Corp., 55 F. 3d 615, 620 (Fed. G r. 1995). Wiile the
claims words and phrases should be given their ordinary and
customary neaning, “a patentee may choose to be his own
| exi cographer and use terns in a manner other than their ordinary
nmeani ng, as long as the special definitionisclearly stated in the

patent specification or file history.” Vitrionics, 90 F.3d at

1582.
For these reasons, an eval uation of the specificationis
essential; the clains “nust be read in view of the specification,

of which they are a part.” Mar kman, 52 F.3d at 979 (citing

Autogiro Co. of Am v. United States, 384 F.2d 391, 397 (CG. O.
1967)). As articulated by the Federal Crcuit:

The speci fication cont ai ns a witten
description of the invention which nust be
cl ear and conpl ete enough to enabl e those of
ordinary skill in the art to nake and use it.
Thus the specification is always highly
relevant to the claimconstruction anal ysis.
Usually, it is dispositive; it is the single
best guide to the neaning of a disputed term

Vitrionics, 90 F.3d at 1582.




Prosecution history should also be considered as
intrinsic evidence, including the record of proceedi ngs before the
Patent and Trademark O fi ce. See id. (Prosecution history is
“often of critical significance in determ ning the neaning of the
clains”). Those proceedings may incorporate the patentee’s
representations as to claimscope, together with a review of the
prior art. See id. at 1583.

“I'n nost situations, an analysis of the intrinsic
evidence alone wll resolve any anbiguity in a disputed claim

term” 1d. (citing Pall Corp. v. Mcron Separations, Inc., 66 F. 3d

1211, 1216 (Fed. Cr. 1995)). Accordingly, it ordinarily would be
i nproper to resort to extrinsic evidence such as expert testinony,
dictionaries or learned treatises. See id.' However, in the
unusual case, the patent record may be i nsufficient or an otherw se
unsatisfactory basis to enable the clains to be rationally

construed. See Vitrionics, 90 F.3d at 1585. In that narrow

i nstance, extrinsic evidence is permssible on the issue of how
soneone skilled in the art would understand the clains. See

Mar kman, 52 F. 3d at 979. Neverthel ess, such extrinsic evidence may

! Extrinsic advice may be utilized to assist the judge
i n understanding scientific and technical matters. See
Vitrionics, 90 F.3d at 1585; Manual for Conplex Litigation
(Third) 8 21.51 (1997). In this case, with the parties’ consent,

Adam B. Smth, 111, Ph.D., professor of chem stry at the
Uni versity of Pennsylvania, was retai ned as an i ndependent expert
to act as the court’s technical consultant. See Fed. R Evid.

706 (the court may appoint an i ndependent expert). Wth the
parties’ agreenent, a series of questions were submtted to Dr.
Smth, and he answered themin the courtroomwth counsel
present.



not contradict the manifest nmeaning of the clains as set forth,
even by inplication, in the specification and prosecution history.

See Vitrionics, 90 F.3d at 1584- 85.

Here, having reviewed the intrinsic evidence, it appears
to be unnecessary —and i nsupportable —to go beyond the proffered
record.” Plaintiff has shown that the intrinsic evidence is a

legally sufficient matrix for clains construction in this case.

1. Disputed Elenents

The foll ow ng neani ngs are adj udi cat ed:

1. “Stabilized” (all asserted clai ns) —neans resi st ant
to deconposition, particularly the opening of the isothiazol one
ring. The backdrop, or explanation, is that shelf-life of the
stabilized conposition is significantly |longer than that for an
unstabili zed conposition under the sanme storage conditions. See
Joint Markman Hearing Statenent, at 10.

The | anguage of the '827 patent specification, its prior
art, and the prosecution history support this construction. The
‘827 patent specification states:

Unfortunately, sol uti ons of t he 3-

i sot hi azol ones, especially aqueous sol utions

or solutions in polar organic solvents such as

al cohols, are unstable, leading to reduced
bi ol ogi cal effectiveness.
* *

* *

The instability results froman openi ng of the
i sot hiazolone ring to form |linear conpounds

> Defendants’ requests for discovery of extrinsic
evi dence and to adduce such evidence at the Markman hearing were
deni ed wi thout prejudice.



which do not have the same biological

properties as the ring conmpounds. To inhibit

ring cleavage, nitrate salts . . . can be

added to isothiazolone solutions. Thus it is

comrercial ly desirabl e today to fornul ate many

of the 3-isothiazol one biocides in solutions

containing water or organic solvent or

m xtures thereof together wth nitrate

stabilizers to prevent deconposition of the 3-

i sot hi azol one (see U S. Pat. No. 3,870, 795).
‘827 patent, at 1:53 to 2:2. The '827 patent specification also
explicitly references prior art —U. S. Patents Nos. 3,870,795 ('795
patent), and 4,067,878 ('878 patent)® — which bolster the sane
construction. See '795 patent, at 1:23-29 (“Wile such formul ati on
[of 3-isothiazolones in water or polar organic solvents] has no
effect on [their] stability or function . . . if used relatively
qui ckly, extended storage of the fornul ated sol uti ons, especially
at el evated tenperatures, may result in chem cal deconposition of
t he 3-isothiazolone active ingredient and, thus, |ead to reduced
bi oci dal effectiveness of the solution.”); ‘878 patent, at 1:29-36

(same | anguage).

® The title of the '795 patent is “Stabilization of
sol utions of 3-isothiazol ones enploying certain netal nitrates
and nitrites.” The title of the '878 patent is “Stabilization of
sol utions of 3-isothiazol ones.”

* The '795 and '878 patents descri be methods for
stabilizing 3-isothiazol one solutions using netal nitrates and
nitrites. Both patents include tables illustrating the
per cent age deconposition of 3-isothiazol one solutions under a
variety of active ingredient concentrations and types of nitrate
salt stabilizers. See '795 patent, Tables | to X; '878 patent,
Tables | to X; see also '795 patent, at 3:33-38 (“[T] he anmount of
metal nitrate or nitrite needed to stabilize the solution wll be
partly dependent on the solvent, the isothiazolone and its
concentration, the nitrate or nitrite used, the length of tine
the solution is to be kept, and other related factors”); '878

(continued...)



The prosecution of application no. 383,858, the original
ancestor of the ‘827 patent, also confirnms this construction of
“stabilized.” A letter fromplaintiff dated Septenber 19, 1983,
suppl enenting the application, explicated:

Shortly after discovering the novel group of
3-isothiazol one conmpounds, it was discovered
that such conpounds were not stable wupon
storage in sol utions such as agqueous sol uti ons
and al cohol sol utions. This problem was
obviated when it was discovered that such
conmpounds could be stabilized in solution
using nmetal nitrates and nitrites. (U S. Pat.

3,870, 795) .

Appl i cants now have di scovered t hat the second
invention, i.e., the discovery of a nmeans for
stabilizing the 3-isothiazol ones, whi | e

effective and necessary in order to ship and

store solutions of 3-isothiazol ones, causes a

new problem The new problemresulted froma

finding that the nitrate stabilizer, added for

t he purpose of preventing deconposition of the

i sot hi azol one, reacts wth by-products forned

in the isothiazolone reaction to produce

ni trosam nes.

Prosecution Hi story, Serial No. 383,858, Paper No. 5, Sept. 19,
1983 letter of Marc S. Adler, at 1-2 (plaintiff’'s exh. 7,
def endants’ exh. 1).

Def endants’ position is that the ‘827 patent’s reference
to the '795 patent is vague because the '795 patent tolerates
conti nui ng deconposition even after addition of the nitrate salt.
See Joi nt Markman Hearing Statenent, at 13-14. Exam nation of the
explicitly referenced '795 patent, however, reveals that plaintiff

never intended “stabilized 3-isothiazol one solution” —as used in

*(...continued)
patent, at 3:39-44 (sane |anguage).
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the '827 patent — to nean a solution forever resistant to
deconposi tion.® Defendants do not propose an al ternative neani ng.
To the extent that defendants’ argunent cones down to vagueness, it
is inappropriate in a Mrknman proceeding. “Anbi guity, undue
breadt h, vagueness, and triviality are matters which go to claim
validity for failure to conply with 35 U S.C. § 112-Y 2, not to

interpretation or construction.” Intervet Am v. Kee-vet

Laboratories, 887 F.2d 1050, 1053 (Fed. Cr. 1989) (enphasis in

original).

2. “Substantially free of nitrosam nes or precursors”
(all asserted clainms) — neans that the conbined content of
nitrosam ne and nitrosam ne precursors is sufficiently |lowthat no
appreci abl e danger to humans or aninmals will result from contact
wth the conpositions at issue. See Joint Markman Hearing
Statenent, at 14.

Def endants contest this construction. They contend the
meaning is that the clainmed conpositions contain “either (1) a
det ect abl e amount, but | ess than 100 ppm of nitrosamnes or (2) a
detectabl e anount, but less than 100 ppm of precursors of

nitrosam nes.” Joint Markman Hearing Statenent, at 24. This view

®>In his testinony, Dr. Smith described stabilization
as a “qualitative ternf that “depends, by and | arge, on the
systemthat one is concerned with, and the conditions under which
it is placed.” Dr. Smth, tr. at 12, Aug. 7, 1997. A precise
durational definition of “stabilized” was, in his opinion,
unnecessary to an understandi ng of what the '827 patent teaches —
i.e., renoval of potentially carcinogenic nitrosam nes from
3-isothiazolones in solution. See id. at 14, 16.
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conflicts with the ‘827 patent specification and the prosecution
hi story.

The ‘827 patent specification describes the invention as
“directed to 3-isothiazol one conpositions containing little or no
nitrosamne inpurities.” ‘827 patent, at 1:13-14. It also states:

The stabilized 3-isothiazol one conpositions

which can be prepared according to the

processes of the present invention are

“sustantially free” of nitrosam ne precursors

and nitrosam nes, that is, they contain | ess

than about 100 ppm of such nmaterials,

preferably less than 50 ppm Even nore

preferred for sensitive applications or uses

which require only mnimal dilution, are

conpositions containing less than 20 ppm of

precursors and nitrosam nes. As wll Dbe
denmonstrated hereinafter it is even possible

to produce conpositions with no detectable

ni trosam ne or precursor conmpounds.

‘827 patent, at 5:47-57. The specification expressly contenpl ates
solutions with no “detectable nitrosamne inpurities.” Here, the
patentee was its own |exicographer in that it provided a speci al
definition of “substantially free” in the specification. Also, in
claim 10 of the '827 patent —a cl aim dependent upon claim 1, in
whi ch “substantially free” first appeared —a second clai mis made
for a conposition containing “no detectable nitrosam ne or
nitrosam ne precursor[s].” 1d. at 18:6-8.

The “no detectabl e” wordi ng of the specification is also
consi stent with addi ng t oget her t he conbi ned anounts of nitrosani ne
and nitrosam ne precursors, as against considering each anount
separately. Def endants insist that “or” should be read in the

di sjunctive. See Joint Markman Hearing Statenent, at 26. The



speci fication defines “nitrosam ne precursor” as “a secondary ani ne
(and if present, atertiary am ne) by-product conpound whi ch can be
converted into a nitrosamne.” ‘827 patent, at 3:16-20. A
nitrosamne precursor is a potential nitrosam ne. Since the
evi dent purpose of the patent is to maintain nitrosam ne anounts
below a certain level, it makes sense to aggregate potenti al
ni trosami nes with existing ones.°®

3. “Biologically effective anount” (all asserted
claims) — means an anount of active ingredient — the 3-
i sot hi azol one —sufficient to obtain effective control of organi sns
or m croorgani snms when used or applied by nmet hods such as sprayi ng,
fum gating, dusting, and soaking. See Joint Markman Hearing
Statenent, at 27.

The '827 patent specification references U. S. Patent No.
3,761,488 ('488 patent). See '827 patent, at 1:22-23. The
specification of the '488 patent, entitled “3-isothiazol ones,”
speaks to the manner and neans of effective control:

Generally, control of an organismis achieved

in accordance wth this invention by

contacting the organismw th an i sothi azol one

in an anmpunt which is effective to contro
sai d organism Any of the techni ques known in

® The prosecution history of the '827 patent is in
accord. A decision of the Board of Patent Appeals and
Interferences regarding the ‘827 patent application stated:
“Whil e the precursors thensel ves do not appear to be particularly
toxic, they are converted into highly toxic nitrosam nes as a
direct result of adding the netal nitrate salt [as described in
the '795 patent], whereupon nitrosation takes place to formthe
toxic nitrosamne.” Prosecution H story, Serial No. 383, 858,
Paper No. 29, May 30, 1989 decision of Board of Patent Appeals
and Interferences, at 6 (plaintiff’'s exh. 7; defendants’ exh. 1).
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the art can be enployed to dissem nate the

i sot hi azol ones in a manner so as to achieve

the desired contact with the organism to be

controll ed. Spraying and fumgating are

typi cal of such techni ques.
‘488 patent, at 18:50-57. The ‘488 patent specification also
states: “[E]ffective . . . control” of mcroorganisns “may be
acconpl i shed by varyi ng neans conmon to the art, such as sl urrying,
soaki ng, dusting, spraying and the like.” 1d. at 17:49-50 and 54-
56.

The parties do not dispute the neaning of “biologically
active.” See supra part |, g 6. However, defendants woul d
construe the phrase to signify enough 3-i sot hi azol one bi ostatic or
bi ocidal activity as is necessary to produce a solution that is
saf e and non-del eterious to hunans and ani nals. See Joint NMarknan
Hearing Statement, at 29. Defendants also cite the ‘488 patent
specification: “By seed treatnent is neant the dissem nating of a
bi ocidally active material over a seed subject to the attack of
m croorgani snms, and particularly fungi, in an anmount which is
effective to control such mcroorganisns wthout deleteriously
effecting the seed.” '488 patent, at 17:46-51. This '488 excerpt
i s not hel pful to defendants’ position. Biocidal effectiveness and
nondel eteri ousness are |li sted as conponents of '488's definition of
“seed treatnent.” The forner is directed to the pest; the latter
to the host.

The sane is true of the ‘827 patent: A “biologically

effective anount” refers to pest control. A “nondel eterious”

result or effect denotes that | owl evel s or absence of nitrosam ne

11



and ni trosam ne precursors i n 3-isot hi azol one sol uti ons woul d avoi d
har nful consequences to humans and aninmals. The two points are
definitionally distinct.’

4, “Ring-stabilizing anobunt” (all asserted clains) —
nmeans that the anmount of soluble netal nitrate salt is sufficient
to stabilize the 3-isothiazolone and deter deconposition. See
Joint Markman Hearing Statenent, at 29.

Def endants’ vi ew —an anount of netal nitrate sufficient
to inhibit opening of the 3-isothiazol one ring, see Joint Markman
Hearing Statenment, at 30 — is simlar. Their argunent is that
this claimtermis indefinite because the anmount of netal nitrate
salt is not specified. See Tr. at 86, Apr. 7, 1997. The rebuttal
is found in prior art: “OF course, the anount of netal nitrate or
nitrite needed to stabilize the solution will be partly dependent
on the solvent, the isothiazolone and its concentration, the
nitrate or nitrite used, the length of tinme the solution is to be
kept, and other related factors.” ‘795 patent, at 3:33-38; ‘878

patent, at 3:39-44; see also supra note 4. To the extent that this

may be a vagueness invalidity issue, 35 U S.C 8§ 112-T 2, it is

i nappropriate in a Markman proceeding. See Intervet Am v. Kee-vet

Laboratories, 887 F.2d 1050, 1053 (Fed. Cir. 1989).

" For exanple, 3-isothiazolone solution could be
biologically effective and yet harnful if high | evels of
nitrosam nes or nitrosam ne precursors were present.
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5. “Sufficient water” (clains 1, 2, 3, and 8) —neans
enough water to forma solution of the active ingredient and the
nitrate salt. See Joint Markman Hearing Statenent, at 30.

The '827 patent specification and the prior art are cl ear.
See '827 patent, at 1:38-43 (“Wien the 3-isothiazolone is one in
which Y [in the fornmul a descri bed at 1:25-30] is | ower alkyl, and
at least one of Rand R is halogen . . . , the conpounds are
useful industrial biocides having alnost unlimted solubility in
water”) (citing U S. Patent No. 4,105,431 (entitled *“3-
i sot hi al zol ones as bi oci des”) ('431 patent)); ‘431 patent, at 20: 51-
54 (“Conpounds of this invention can be dissolved in a water-
m scible liquid, such as ethanol, isopropanol, acetone, and the
like. Such solutions are easily extended with water.”).

Def endants’ sole objection is that the claimtermis
“anbi guous” given “the other anbiguitiesintheclaimlimtations.”
Joint Markman Hearing Statement, at 31.° As an invalidity
argunent, it is premature. See 35 U S . C 8§ 112-Y 2 (1994);
Intervet Am, 887 F.2d at 1053.

6. “Sai d conposition containing | ess than 100 ppm of
by- product conpounds containing an am ne noi ety capabl e of being
nitrosated or a nitrosam ne conpound derived t herefromper 150, 000

parts of (a)” (claiml1l) —this statenent contains an error. The

8 Def endants advanced no alternative construction of
this claimtermeither in the Joint Markman Hearing Statenent or
at the Markman heari ng.
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term*” ppn? appears to have been m st akenly used i nstead of “parts.”
The cl ai m el enent shoul d have read:

Said conposition containing |less than 100

parts of by-product conpounds containing an

am ne noi ety capabl e of being nitrosated or a

ni trosam ne conpound derived therefrom per

150, 000 parts of (a).

See Joint Markman Hearing Statenent, at 32.

The prosecution history and clai m8 of the ‘827 patent are
persuasive.® Serial No. 970,971, which led directly to the '827
patent, was a continuation application of abandoned Serial No.
728,438. % A change from “parts” to “ppnf occurred during
proceedings relating to Serial No. 728,438. On July 11, 1991 a
prelimnary anmendnent to Serial No. 728,438 was submtted to the
Pat ent and Trademark O fice consi sting of i ndependent process cl ai m

14 and several dependent conposition clainms. Caim21 —the claim

that eventually becane claim 1 of the '827 patent —described a

® Acertificate of correction granted to plaintiff on
March 4, 1997 —while no doubt indicative of a m stake —is not
legally determnative. Plaintiff’s position, relying on 35
US. C 8 255, is that the issuance of the certificate of
correction nooted the dispute over this claimelenent. See Joi nt
Mar kman Hearing Statenent, at 32. Section 255 states that after
t he i ssuance of a certificate of correction by the Patent and
Trademark O fice, “[s]uch patent, together with the certificate,
shal | have the sane effect and operation in law on the trial of
actions for causes thereafter arising as if the sane had been
originally issued in such corrected form” 35 U.S.C. 8§ 255
(1994).

The present |lawsuit was filed on August 19, 1996. The
certificate of correction was not issued until nore than five
nmonths |ater. Accordingly, this action can not be said to have
been “thereafter arising” under 8 255.

10 Serial No. 970,971 was filed with the Patent and
Trademark O fice on Novenber 2, 1992. Serial No. 728, 438 was
filed on August 12, 1991. See ‘827 patent, at 1

14



“[c]onposition according to claim[20] containing |less than 100
parts nitrosam ne conpound per 150,000 parts 3-isothiazolone
conpound.” Prosecution Hi story, Serial No. 728, 438, Paper No. 6,
July 11, 1991 prelimnary anendnent, at 2 (plaintiff’'s exh. 10;
def endants’ exh. 6). On June 11, 1992, in a subsequent anendnent,
claim?21 was rewitten as an independent conposition claim See
id. Paper No. 10, June 11, 1992 anendnent, at 1-2. The rewitten
claim however, provided: “said conposition containing |ess than
100 ppm of said by-product conpounds per 150,000 parts
3-isothiazol one conmpound.” 1d. at 2 (enphasis added).

Wil e both parties refer tothe sanme prosecution history,
their explanations differ as to howclaiml reachedits final form
There can be no doubt that a m stake occurred. To begin wth,
claim 8 is dependent upon claim 1. It states: “Conposition
according to claim 1l containing less than 20 parts nitrosam ne
conmpound per 150, 000 parts 3-isot hi azol one conpound.” ‘827 patent,
at 17:13-15. This claim which also was part of Serial No.
728,438, as dependent conposition claim 22, was not rewitten
during the ‘827 prosecution. “Interpretation of a disputed claim
term requires reference not only to the specification and
prosecution history, but also to other clains.” Sout hwal |

Technologies, Inc. v. Cardinal 1G Co., 54 F.3d 1570, 1579 (Fed.

Cr. 1995), cert. denied, us _ , 116 S. C. 515, 133

L. Ed.2d 424 (1995). Since claim8 sets forth the sane conposition

as that described in claim 1, there is an irreconcil able

15



i nconsi stency between the two clains. A parsing of each of them
cogently points out claiml1l as the place of the error

As witten, claiml says “l ess than 100 ppnf —parts per
mllion —“per 150,000 parts.” On the face of it, this statenent
seens quantitatively anomal ous. To soneone who has skill in the
art —here, Dr. Smth —it appeared to have been, in his words, a
“typographical error,” to which he added:

One woul d not tal k about parts per mllion per
150, 000. That just seens illogical to the way

| would quantitate anything. If I"mgoing to
use the parts per mllion designation thenits
per mllion, not per sone other anount.

Dr. Smth, tr. at 32-33, Aug. 7, 1997. Def endants’ renedi al
construction of claimlis tolet stand “less than 100 ppni and to
lop off “per 150,000 parts.” Gven the prosecution history and
claim8, that strained construction nust be rejected in favor of
del eting “ppni and substituting “parts.” ™

7. “Containing | ess than 25 parts per mllion by wei ght
of by-product nitrosamneinpurities or precursors thereof” (clains
5 and 6) — neans less than 25 parts by weight of by-product
nitrosamne inmpurity and precursor per mllion parts of stabilized
aqueous 3-isothiazol one solution as a whole, such solution being

conprised of activeingredient(s), nitrate salt(s), and water. See

Joint Markman Hearing Statenent, at 43.

' Defendants’ invalidity argunment and the assertion,
see Joint Markman Hearing Statenment, at 36, that plaintiff
violated its duties under 37 CF.R 8 1.56 of good faith, candor
and di sclosure to the Patent and Trademark O fice in obtaining
the certificate of correction are not reached.
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Exanpl e 4 of the ‘827 patent specification evinces this
construction. See '827 patent, at 12:25-68. Defendants’ question
the use of “or” —as an indeterm nate disjunctive —and “25 parts
per mllion” because it weakens the validity the term nol ogy of
claim1. These issues have been ruled on, see supra 1Y 2, 6.

8. “Less than 20 parts nitrosam ne conpound per 150, 000
parts 3-isothiazol one conmpound” (claim@8) —mneans that there are
| ess than 20 parts of nitrosam ne conpound per 150,000 parts of
active ingredient(s). See Joint Markman Hearing Statenent, at 44.

Thi s dependent claimrequires a higher degree of purity
than that described in claim1. Defendants’ challenge relies on

their view of claim11, which has been di sapproved, see supra Y 6.

Upon consideration of the '827 patent <clainms and
speci fication, and the prosecution history, plaintiff’'s asserted
clainms will be construed i n accordance with this nenorandumand t he

acconpanyi ng order.

Ednund V. Ludw g, J.
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