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(Jerry L. Price, Managi ng Attorney).

Before Sinmms, Hohein and Drost, Adm nistrative Trademark
Judges.

Opi nion by Simrs, Adm nistrative Trademark Judge:

Security Benefit Life Insurance Conpany (applicant), a
Kansas corporation, has appealed fromthe final refusal of
the Trademark Exam ning Attorney to register the mark
SECURI TY FUNDS (“FUNDS” discl ai ned) for nutual fund

i nvest ment services.! The Examining Attorney has refused

'Serial No. 75/813,178, filed Septenber 28, 1999, based upon
al | egations of use and use in conmerce since April 1968.
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regi stration under Section 2(d) of the Trademark Act, 15
USC 81052(d), on the basis of Registration No. 1,242, 311,
i ssued June 14, 1983, Section 8 declaration accepted,
Section 15 declaration acknow edged, for the mark shown

bel ow:

SECURITY
FUND

(“FUND" di scl ai nred) for “banking services.” Applicant and
t he Exam ning Attorney have submtted briefs, and an oral
heari ng was hel d.

It is the Exam ning Attorney’s position that confusion
is |likely because the respective marks are substantially
identical and the services are related. Wth respect to
the marks, the Exam ning Attorney argues that the word
portion of the registered mark and applicant’s mark are
virtually identical in sound and that the respective marks
are otherwi se very simlar in appearance, neaning and

comrercial inpression. Consuners are not likely to note
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the slight difference in spelling, according to the
Exam ning Attorney. The Exam ning Attorney al so argues
that the word portion of registrant’s mark is nore |likely
to be inpressed on a purchaser’s nenory and be used in
calling for registrant’s services.

Concerning the rel atedness of registrant’s banki ng
services and applicant’s nutual fund investnent services,
t he Exami ning Attorney argues, first, that “banking
services” is a broad termwhich may include applicant’s
nmut ual fund investnent services, as evidenced by at | east
two third-party registrations of record (“banking services
of fering mutual fund investnents.”). |In any event, she
argues that the services listed in the registration and
applicant’s application are all conmercially rel ated
financial services, and that many banks now al so provide
nmut ual fund investnent services. It is the Exam ning
Attorney’s position that the sane class of consunmers may be
exposed to both services and, if so, are likely to believe,
in view of the near identity of the respective marks, that
t hese services emanate fromthe sane source. The Exam ning
Attorney asks us to resolve any doubt in favor of the
regi strant.

As evidence of the rel atedness of these services, the

Exam ni ng Attorney has nmade of record approxinmately 30
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third-party registrations of marks covering both banking
and nutual fund services.? The Exanining Attorney has al so
made of record excerpts fromthe Nexis database in an
attenpt to show that banki ng and nutual fund investnent
services are related.® The Exanining Attorney has al so
relied upon a dictionary entry indicating that banks may
purchase or sell securities as for a trust account
cust omer .

Finally, with respect to applicant’s argunent that
t here have been no instances of actual confusion, the
Exam ni ng Attorney contends that applicant has provided no

i nformation concerning the opportunity for confusion, such

It is noted that sone of the third-party registrations issued
under Section 44 of the Act, 15 USC 81126, w thout any indication
of use of the mark in this country. Those registrations have
been given no weight in our consideration of this appeal

®We have excluded those excerpts dealing with foreign entities as
wel |l as those excerpts indicated to be fromnewsw re services,

wi t hout any indication that those articles have appeared in any
printed publication. See In re Men's International Professional
Tennis Council, 1 USP@@d 1917, 1918 (TTAB 1987). Qher excerpts
are irrelevant, as applicant has pointed out, because they

di scuss the offering of college courses dealing with various

topi cs, such as banking and investnent, or the selling of
software systens for different uses, including banking and

i nvest ment purposes. Finally, because many of these excerpts
refer to investnment banking services rather than banking
services, they are entitled to little weight. Investnent banking
services, which, according to a definition of record, involve the
“sale and distribution of a new offering of securities, carried
out by a financial internediary (as an investnent banker), who
buys securities fromthe issuer as PRI NCl PAL, and assumes the
risk of distributing the securities to investors (enphasis in
original),” are likely to be rendered to a different class of
purchasers than ordinary banki ng services.



Serial No. 75/813,178

as information concerning the quantity of sales or the
geographi c extent of use of the registered mark.

Appl i cant, on the other hand, contends that confusion
is unlikely. Applicant states that it is a |arge,
“national | y- based” investnent conpany which sells shares in
its famly of nutual funds. According to applicant’s
attorney, applicant first used the SECURI TY house mark for
financial services in 1950. Applicant states that it had
six mutual funds in its SECURI TY FUNDS portfolio at the
time of registrant’s alleged first use in 1981, and has
added 12 funds to the famly of funds since that tine.

Wth respect to the marks, applicant argues that the
eagl e design of registrant’s mark i s the dom nant source-

i dentifying and di stinguishing elenent. Further, applicant
argues that the mark SECURITY is a weak one in the banking
field with 36 active registrations containing this word.

In this regard, applicant points to registrations, owned by
different entities, of the marks SECURI TY NATI ONAL BANK and
design (Reg. No. 2,500, 295, issued COctober 23, 2001) and
SECURI TY FEDERAL BANK and design (Reg. No. 2,506, 312,

i ssued Novenber 13, 2001). Because the cited registered
mark is allegedly not distinctive in the banking field,
applicant argues that the mark is not entitled to a broad

scope of protection. Applicant also contends that the word
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“FUND’ in the registered mark has a different meaning, that
of a “bank account,” fromthe word “FUNDS” in its mark,
meani ng “nmutual funds.” Applicant argues that the mark
SECURITY is well-known in the financial field, with
mllions of investors having cone to recognize its mark as
a source of origin of applicant’s services.

Concerning the services, applicant contends that
registrant, in reality, is a credit union which provides
banki ng services, and that these services are restricted to
menbers of the credit union. For exanple, applicant has
determned fromregistrant’s Wb site that registrant’s
nmenbers include, anong others, residents of certain
counties in Uah, federal enployees in Uah, nenbers of the
armed forces in Uah, and enpl oyees of federal governnent
contractors in Utah. Applicant also points to federa
regul ati ons which prohibit a credit union from offering
uni nsured investnent products under the identical nane as
the nane of the credit union. Even if applicant were a
bank rather than a credit union, applicant states that
regul ations require that bank tellers refer custoners
seeking to buy uninsured investnent products to other
enpl oyees of the bank who handl e that part of the business.
It is applicant’s contention, therefore, that there is

little actual overlap between the custoners in registrant’s
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speci ali zed nmarket and applicant’s mutual fund customers.
In any event, applicant argues that while sonme banks may
al so market nutual funds to their custoners (even under the
sanme mark), banks and nutual funds or regul ated investnent
conpani es are generally two separate businesses with
separate regulatory regines. In the latter case, applicant
argues that the mandatory di scl osure requirenents for
i nvestnments reduce any possibility of confusion because of
the simlarity of the marks.

Further, applicant contends that it owns 20
regi strations and applications containing the word
“SECURITY” in the fields of life insurance, nutual funds,
i ndi vidual retirenment accounts, annuities, financial
pl anni ng and ot her financial services. 1In the field of
mut ual fund services, for exanple, applicant points to its
ownership of registrations of such marks as SECURI TY | NCOVE
FUND (Reg. No. 2,505,842, issued Novenber 13, 2001, “INCOVE
FUND’ di sclaimed), SECURITY EQU TY FUND (Reg. No.
2,505, 843, issued Novenber 13, 2001, “EQUI TY FUND
di scl ai mred), and SECURI TY GROMH AND | NCOVE FUND (Reg. No.
2,505, 844, issued Novenber 13, 2001, “GROMH AND | NCOVE
FUND' disclainmed). Applicant’s alleged famly of
regi stered SECURI TY mar ks includes such marks as SECURI TY

BENEFI T LI FE | NSURANCE COVPANY, SECURITY ULTI MATE BENEFI T,
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SECURI TY 7, SECURITY UNI VERSAL LIFE, and SECURI TY PREM UM
Finally, applicant’s attorney states that applicant has co-
existed with the registrant for al nost 20 years w thout any
i nstances of actual confusion. Applicant contends that
refusal of registration here would only serve to injure
applicant, the senior user herein, and deprive the public
of notice of its trademark rights.

In contravention of the Exam ning Attorney’s third-
party registration evidence, applicant has nmade of record
regi strations of simlar marks such as FIDELITY, CITIZENS,
LI BERTY, METROPOLI TAN and PI ONEER, covering services
simlar to those involved in this appeal, yet apparently
held by different entities. It is applicant’s contenti on,
therefore, that, in view of this fact, the general public
cannot assune that the use of simlar marks used in
connection with banking services and nmutual fund investnment
services neans that these different services are being
of fered by a single source.

Qur |ikelihood of confusion determ nation under
Section 2(d) is based on an analysis of all of the
probative facts in evidence that are relevant to the
l'i keli hood of confusion factors set forth in Inre E. 1. du
Pont de Nenmours and Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA

1973). In considering the evidence of record on these



Serial No. 75/813,178

factors, we keep in mnd that “[t]he fundanmental inquiry
mandat ed by 82(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the marks.” Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192
USPQ 24, 29 (CCPA 1976).

Turning first to the marks--SECURI TY FUND and design
vs. SECURITY FUND—if both words and a design conprise a
mark, as is the case with registrant’s mark, the words are
normal |y accorded greater wei ght because the words are
likely to make an i npression upon purchasers that woul d be
remenbered by them and woul d be used by themto request the
goods and/or services. See G ant Food, Inc. v. Nation's
Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 395 (Fed.
Cr. 1983); In re Appetito Provisions Co., 3 USPQ2d 1553,
1554 (TTAB 1987); and Kabushi ki Kai sha Hattori Tokeiten v.
Scuotto, 228 USPQ 461, 462 (TTAB 1985). There is no
guestion that the word portions of the respective marks are
virtually identical, differing only by the letter “S” in
the word “FUNDS” in applicant’s mark. The respective marks
are virtually identical in pronunciation and appearance.
The stylized eagle design in registrant’s mark i s not
sufficiently distinguishing as purchasers are unlikely to

differentiate source on the basis of that design el enent.
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Contrary to the asserted differences in neanings of “FUND
and “FUNDS’ urged by applicant, we believe that those
subtle distinctions are not likely to be grasped by the
ordi nary consuner. It is our belief, therefore, that the
suggestive connotation or neaning as well as the commerci al
i npression of these marks is also virtually identical. W
conclude that the marks are very simlar

We note that because the marks are nearly identical,
t heir contenporaneous use can |ead to the assunption that
there is a common source “even when [the] goods or services
are not conpetitive or intrinsically related.” 1In re Shel
Ol Co., 992 F.2d 1204, 26 USPQ2d 1687, 1689 (Fed. Cir
1993); In re Concordia International Forwarding Corp., 222
USPQ 355 (TTAB 1983); and Antor, Inc. v. Antor |ndustries,
Inc., 210 USPQ 70, 78 (TTAB 1981). That is to say, the
greater the degree of simlarity between applicant’s mark
and the cited registered mark, the | esser the degree of
simlarity between applicant’s goods or services and the
regi strant’s goods or services that is required to support
a finding of |ikelihood of confusion.

W turn, therefore, to a determ nation, under the
second du Pont factor, of the simlarity or dissimlarity
of the services recited in applicant’s application and the

services recited in the cited registrations. As the

10



Serial No. 75/813,178

Exam ning Attorney points out, it is not necessary that the
goods or services of the parties be simlar or conpetitive,
or even that they nove in the sane channels of trade to
support a holding of Iikelihood of confusion, as |ong as
they are related in sonme manner, and/or that the conditions
and activities surrounding the marketing of the goods are
such that they would or could be encountered by the sane
per sons under circunstances that could, because of the
simlarity of the marks, give rise to the m staken belief
that they originate fromthe sane producer. See, e.g., In
re Martin' s Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Cir. 1984); Inre Melville Corp., 18 USPQd
1386 (TTAB 1991); MDonald s Corp. v. MKinley, 13 USPQd
1895, 1898 (TTAB 1989); and In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910 (TTAB 1978). Al so, our

anal ysis of the rel atedness of the services, their channels
of trade, and cl asses of consuners is governed not by what
the record shows but, rather, by the respective
identifications in the cited registration and applicant’s
application (“banking services” vs. “nutual fund investnent
services”). See In re Dixie Restaurants, 105 F.3d 1405, 41
USPQ2d 1531, 1534 (Fed. Cir. 1997)(“Indeed, the second
DuPont factor expressly mandates consideration of the

simlarity or dissimlarity of the services as described in

11
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an application or registration”); Octocom Systens, Inc. v.
Houst on Conputers Services Inc., 918 F.2d 937, 16 USPQd
1783, 1787 (Fed. G r. 1990)(“The authority is |egion that
the question of registrability of an applicant’s mark nust
be decided on the basis of the identification of goods set
forth in the application regardless of what the record may
reveal as to the particular nature of an applicant’s goods,
the particular channels of trade or the class of purchasers
to which the sales of goods are directed”); and Paul a Payne
Products v. Johnson Publishing Co., 473 F.2d 901, 177 USPQ
76, 77 (CCPA 1973)(“Trademark cases involving the issue of
l'i kel i hood of confusion nust be decided on the basis of the
respective descriptions of goods”).

The Exam ning Attorney has nade of record
approxi mately 30 use-based third-party registrations, sone
of which are held by the sane entities, covering both
banki ng and nmutual fund investnent or nutual fund brokerage
services. These include, by way of exanple, registrations
of the marks FI RST NATI ONAL | NSURANCE SERVI CES COMPANY
(Reg. No. 2,407,469, issued Nov. 20, 2000); | NTEGRI ON
FI NANCI AL NETWORK (Reg. No. 2,181,355, issued August 11,
1998) ; MEMBERSHI P B@KI NG (Reg. No. 2,387,155, issued Sept.
19, 2000); USAA FIRST START (Reg. No. 2,267,819, issued

August 3, 1999); HOUSEHOLD and design (Reg. No. 2,101, 720,

12
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i ssued Sept. 30, 1997); PRUDENTI AL and desi gn (Reg. No.
2,338, 258, issued April 4, 2000); DROVERS BANK (Reg. No.
2,318,734, issued Feb. 15, 2000); WASH NGTON MUTUAL (Reg.
No. 2,318,138, issued Feb. 15, 2000); 1-800-THE- ROCK (Reg.
No. 2,339,970, issued April 11, 2000); THE BELVI DERE BANK
and design (Reg. No. 2,230,919, issued March 9, 1999);
BOSTON BALANCED FUND (Reg. No. 2,367,183, issued July 11,
2000); ORBITEX (Reg. No. 2,262,755, issued July 20, 1999);
and OVERLAND EXPRESS (Reg. No. 2,036, 713, issued Feb. 11,
1997). This evidence tends to denonstrate that the sane
entity may offer or render both banking and nutual fund

i nvest ment services. That is because third-party

regi strations which individually cover a nunber of
different itens and which are based on use in conmerce
serve to suggest that the |isted goods and/or services are
of a type which may emanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQd 1783 (TTAB 1993)
and In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6
(TTAB 1988). Moreover, applicant has admtted that sone
conpani es may provi de both banking and nmutual fund

i nvest ment services. Appeal brief, 8, reply brief, 7, 9.
Furthernore, there is no reason to believe that custoners
of banki ng services and customers of nutual fund investnent

services will be different. These services are offered to

13
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t he general public, which is conprised of people with
varyi ng degrees of sophistication.

It is also inportant to realize that both registrant’s
regi stration and applicant’s application are unrestricted
i n geographic scope. See Gant Food, Inc. v. Nation's
Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 393 (Fed.
Cir. 1983) (“Section 7(b) of the Trademark Act of 1946, 15
U S.C. 81057(b), creates a presunption that the registrant
has the exclusive right to use its mark throughout the
United States. Therefore, the geographical distance
bet ween the present |ocations of the respective businesses
of the two parties has little relevance in this case.”);
and Antor, Inc. v. Ancor Industries, Inc., supra, at 73
(TTAB 1981) (“[T]he possi bl e geographi cal separation
bet ween the parties, although the evidence does show an
overlap on occasion, is of no significance in this
proceedi ng because applicant is seeking territorially
unrestricted registrations for its marks and, if granted,
the presunptions afforded the registrations under Section
7(b) include a presunption of use or the right to use the
regi stered marks throughout the United States.”). See also
Park "N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U S. 189,
105 S. . 658, 224 USPQ 327, 331, 331-332 (1985)(“The

Lanham Act provides national protection of trademarks in

14
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order to secure to the owner of the mark the goodw I | of
his business and to protect the ability of consuners to

di stingui sh anong conpeting producers. See S. Rep. No.
1333, at 3, 5. National protection of trademarks is
desirabl e, Congress concl uded, because trademarks foster
conpetition and the mai ntenance of quality by securing to

t he producer the benefits of good reputation. Id., at 4..
There is no question that the Lanham Act altered existing

| aw concerning trademark rights in several respects. For
example, 8 22, 15 U. S.C. § 1072, provides for constructive
notice of registration and nodifies the common-1law rul e
that all owed acquisition of concurrent rights by users in
di stinct geographic areas if the subsequent user adopted
the mark wi thout know edge of prior use.”). Accordingly,

it is appropriate to analyze this case on the basis of the
assunption that the services under the respective marks
will be offered in the sane locality. That is to say, we
nmust assune that a potential custoner of applicant’s
SECURI TY FUNDS nutual fund investnent services offered in a
particular community is aware of registrant’s SECURI TY FUND
and desi gn banki ng services al so available in that
community. Wen so viewed, and in view of the denonstrated
rel ati onshi p between these services, we believe that the

ordi nary consumer will believe that applicant’s SECURI TY

15
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FUNDS i nvest nent services emanate from or otherw se
sponsored by or affiliated with the sanme entity that
provi des the SECURI TY FUND (and desi gn) banki ng servi ces.

Further, while applicant’s attorney has indicated that
t here have been no i nstances of actual confusion, this
uncorroborated statenment is entitled to little weight. In
re Mpjestic Distilling Co., Inc., 315 F.3d 1311, 65 USPQd
1201 (Fed. Cir. 2003) and authority cited therein. The
absence of actual confusion does not nean that there is no
l'i keli hood of confusion. G ant Food, Inc. v. Nation's
Foodservice, Inc., supra at 396; and J & J Snack Foods
Corp. v. McDonald s Corp., 932 F.2d 1460, 18 USPQ2d 1889,
1892 (Fed. Cir. 1991). Moreover, applicant has provided no
i nformati on concerning the opportunity for confusion to
have arisen, such as evidence concerning the nature and
extent of applicant’s use of its mark in the state of Ut ah,
t he apparent |ocation of registrant’s actual use of its
mar k for banking services.

A consi derabl e portion of applicant’s argunent is
directed to the all eged weakness of the registered mark.
We believe that the registered mark falls into the category
of a suggestive mark because it suggests that one’ s noney
is secure in registrant’s bank. A suggestive mark is, of

course, inherently distinctive and registrable w thout

16
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evi dence of acquired distinctiveness. Wile, generally, it
may be entitled to a narrower scope of protection than an
arbitrary or fanciful mark, it is nevertheless the case
that registration of another mark is to be refused if
confusion is likely. The third-party registrations which
applicant has nmade of record (for exanple, SECURITY

NATI ONAL BANK, SECURI TY FEDERAL BANK) are not evi dence of
what happens in the nmarketplace or evidence that consumers
are aware of such marks and, in any event, cannot be used
to justify the registration of another confusingly simlar
mark. See Inre J.M Oiginals, 6 USPQ2d 1393, 1394 (TTAB
1988). See also In re National Data Corp., 753 F.2d 1056,
224 USPQ 749 (Fed. GCr. 1985)(finding |likelihood of
confusi on between CASH MANAGEMENT ACCOUNT for certain
financial services and THE CASH MANAGEMENT EXCHANGE f or
conput eri zed cash managenent services, where the only
simlarity between the marks were highly descriptive or
generic words); and G ant Food, Inc. v. Nation's
Foodservice, Inc., supra (finding |ikelihood of confusion
bet ween A ANT HAMBURGERS and desi gn for hanmburgers, hot dog
sandw ches and m | k shakes as well as restaurant services
and G ANT and design for grocery and supermarket services
and a variety of food products). Mreover, as to the

l[istings froman Internet directory of various nanmes of

17
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banks with the mark “SECURI TY,” we have no information as
to nature and geographic extent of those uses, except that
one has an Oregon address and the other a Texas address,
and, therefore, cannot accord much weight to them
Appl i cant has pointed to its ownership of a nunber of
regi strations which include the words “SECURI TY” and
“FUND.” Wien questioned about these registrations at the
oral hearing, the Exam ning Attorney maintained that the
instant mark, unlike those approved marks, is al nost
identical to the registered mark. Wile those other narks
differ by only the addition of highly descriptive or
generic matter and while, of course, it is desirable for
the Ofice to achieve uniformty in the registration of
mar ks, the Board nust assess each mark on the record before
it. Inre Nett Designs, Inc, 236 F.3d 1339, 57 USPQd
1564, 1566 (Fed. Cir. 2001). Also, registrant’s failure to
file oppositions against those marks is not evidence that
we shoul d consider on the issue of |ikelihood of confusion
and is not entitled to significant weight. In re Mjestic
Distilling Co., Inc., supra, 65 USPQ2d at 1206-07.
Accordingly, as with the third-party registrations of
“SECURI TY” marks, we find little persuasive value in these

regi strations.

18
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Applicant’s attorney has al so argued that it has prior
use of its mark. Suffice it to say that priority is not
relevant in an ex parte case and is not a factor to be
considered in the determ nation of |ikelihood of confusion.
In re Majestic Distilling Co., Inc., supra, 65 USPQ2d at
1206- 07 (Court also noting, at 1202, that applicant,
despite having asserted use in comrerce since 1984, did not
file its application until 1995). Moreover, there can be
no doubt that pronpt registration of trademark rights has
numer ous advant ages and that delay in registering a mark
may result in a refusal if another entity with subsequent
use has, in the neantinme, registered a confusingly sinilar
mar K.

Finally, if we had any doubt regardi ng our concl usion,
in accordance with precedent that doubt nust be resolved in
favor of the registrant. 1In re Hyper Shoppes (Ghio), Inc.,
837 F.2d 463, 6 USPQ2d 1025, 1026 (Fed. Cir. 1988); and In
re Shell Ol Co., supra, 26 USPQ2d at 1691 (Fed. Cir.
1993) .

Decision: The refusal of registration is affirnmed.
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