THIS DISPOSITION
03/28/01 | | NOT CITABLE AS PRECEDENT
OF THE T.T.A.B.

Paper No. 20
JQ

UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re Patrick J. McG oder, I11]
Serial No. 75/184, 809

Frank J. McGue for applicant.

Steven R Berk, Trademark Exam ning Attorney, Law Ofice
102 (Thomas V. Shaw, Managi ng Attorney).

Before Sinms, Quinn and Wendel, Adm nistrative Trademark
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Opi nion by Quinn, Adm nistrative Trademark Judge:

An application was filed by Patrick J. McG oder, |11
to register the mark ROYAL PONTI AC for goods ultimately
identified as “clothing, nanely, T-shirts, [and] | eather
j ackets sold in connection with a nuseum of hi gh powered
aut onobi | es. U

The Tradermark Exam ning Attorney refused registration

! Application Serial No. 75/184,809, filed October 21, 1996,
based on an all egation of a bona fide intention to use the mark
in comerce



Ser No. 75/184, 809

under Sections 2(a) and 2(d) of the Trademark Act. Wth
respect to Section 2(a), the Exam ning Attorney naintains
that applicant’s mark fal sely suggests a connection with
General Mdtors Corporation which manufactures autonobil es
under the mark PONTIAC. As to Section 2(d), the Exam ning
Attorney’s position is that applicant’s mark, when applied
to applicant’s goods, so resenbles the previously

regi stered mark PONTI AC for various goods and services, as
to be likely to cause confusion. The cited registrations,
all of the mark PONTI AC (typed forn) and owned by GCeneral

Mot ors Corporation, are as follows: “maintenance and

repair service for autonotive vehicles, parts, and
accessories”; ’[}aut onobil es and truck deal ership services”; |
“radi os, calculators, and pre-recorded audi o tapes
concerni ng autonobil e operation for autonobile purchasers”;ﬂ
“motor vehicle accessories, nanely, windshield sunshades”;?|
“printed materials, nanely, manuals, brochures, and

catal ogs pertaining to the features and controls,

operation, maintenance, service and repair, and techni cal

2 Registration No. 647,239, issued June 18, 1957; renewed.

3 Registration No. 1,667,109, issued Decenber 3, 1991; conbi ned
Sections 8 and 15 affidavit filed.

4 Regi stration No. 1,704,693, issued August 4, 1992; conbined
Sections 8 and 15 affidavit fil ed.

5 Regi stration No. 1,708, 004, issued August 18, 1992; combi ned
Sections 8 and 15 affidavit fil ed.
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facts and specifications of notor vehicles”;}snow brushes
for nmotor vehicle w ndows”; Thnd “nmotorists’ energency kits
consisting of battery booster cables, water bag, flat-tire
fixer, first-aid kit, safety flares, rain poncho, bungee
cord, tape, hand cleaner with towel, repair wire, and a
hel p signalling flag.”9

When the refusals were nade final, applicant appealed.EI
Applicant and the Exam ning Attorney filed briefs.EEI An
oral hearing was not requested.

Wth respect to the Section 2(a) refusal, applicant
argues that consunmers would not be likely to assune a

connection between applicant’s mark and regi strant.

Applicant also asserts that his mark does not uniquely

® Registration No. 1,708,167, issued August 18, 1992; conbi ned
Sections 8 and 15 affidavit fil ed.

" Registration No. 1,725,765, issued Cctober 20, 1992; conbi ned
Sections 8 and 15 affidavit fil ed.

8 Registration No. 1,748,293, issued January 26, 1993; conbi ned
Sections 8 and 15 affidavit fil ed.

® The Examining Attorney originally issued a final refusal under
Section 2(d) only, solely on the basis of Registration No.
1,711,830 owned by General Mtors Corporation of the mark PONTI AC
for “clothing, nanely, caps.” After an appeal and appeal brief
were filed, the application was renmanded to the Exam ning
Attorney for consideration of an anmendnment to the identification
of goods. The Exanmining Attorney, in an Ofice action dated July
13, 1998, accepted the amendnent, and went on to refuse

regi stration under Section 2(a), and to add seven registrations
as cites under Section 2(d). It later cane to light that the
first registration cited, Registration No. 1,711, 830, was
cancel ed pursuant to Section 8, and the refusal based thereon was
wi t hdr awn.

0 The Exami ning Attorney named above assumed responsibility of
this case at the tinme of the filing of the appeal brief.
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point to registrant. As to |likelihood of confusion,
applicant points to differences betwen the marks and
goods. In support of his position on the two refusals,
applicant submitted an article froma printed publication,
a copy of a canceled registration of registrant’s, a copy
of a portion of applicant’s Wb page, listings froman
encycl opedi a and a gazetteer, and copies of correspondence
bet ween applicant and registrant. The correspondence,
according to applicant, evidences registrant’s acqui escence
to the registration sought herein.

The Exami ning Attorney maintains that the term
“persons” in Section 2(a) includes legally created entities
such as corporations and that the “person” in this case is
General Mdtors Corporation. The Exam ning Attorney argues
that “[h]ere, the applicant sinply nodifies the term
PONTI AC with the word ROYAL to suggest a regal ness to the
applicant’s particular car and/or suggest sone type of
alteration making the applicant’s particul ar autonobile
better than the typical PONTI AC autonobile. Therefore, the
first prong [of the Section 2(a) test, i.e., that the
involved mark is the same as, or a cl ose approxi mati on of
the nane or identity of registrant, and that it would be
recogni zed as such] is nost certainly net.” The Exam ning

Attorney notes that applicant’s goods have no connection
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with registrant. The Exam ning Attorney does not dispute
that there are different neanings for the term*®“Pontiac,”
but that applicant’s clothing is connected to his planned
museum cont ai ni ng PONTI AC cars and that, therefore,
consuners will presume a connection with General Mdtors
Cor por ati on.

Wth respect to the Section 2(d) refusal, the
Exam ning Attorney contends that the marks are simlar,
that the goods are related i nasnmuch as | arge aut omekers
have expanded into ancillary goods, and that the cited mark
i s fanous.

The Exam ning Attorney al so contends that the
correspondence between applicant and regi strant does not
evi dence registrant’s consent to the registration sought in
the present application.

The Exam ning Attorney introduced the foll ow ng
evi dence pertaining to the refusals: excerpts of seven
printed publications retrieved fromthe NEXI S dat abase
showi ng use of the term “Royal Pontiac,” and a Wb page
retrieved fromthe Internet showng a third-party’s nuseum
featuring the history of General Mtors Corporation, all of
whi ch denponstrate, in the Exam ning Attorney’s view, “that
t he prospective custoner of ROYAL PONTIAC T-shirts or

| eat her jackets froma car nmuseumis likely to believe the
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clothing to be related to General Mtor[‘s] PONTIAC cars”;
a listing of autonotive |inks which, according to the

Exam ning Attorney, show that “[c]ar buffs associate
different car nakes and nodels with diverse goods and
services”; and listings of nine car clubs in connection

Wi th the Exam ning Attorney’ s statenent that “the PONTI AC
is so fanous that there are at |east nine car clubs devoted
to cars of that make.”

M. MGoder and his factory “nuscle car” collection
have been the subjects of several articles in printed
publications, one of which is of record. The article in
Aut oweek (April 17, 1995) indicates that applicant’s
collection of 43 “nmuscle cars” ranks anong the finest of
such collections in the world. According to the article,
M. MG oder collects nothing but factory cars designed
exclusively for either racing or the street. Applicant
restores the cars to exact factory condition. Applicant’s
mar k ROYAL PONTI AC has a connection with a specific car
and a brief review of the history of this car, as set forth
at applicant’s Wb page, follows:

1963 Pontiac “Sw ss Cheese” Catalina
The Pontiac Super Duty program which
had begun in 1961, had progressed
rapi dly throughout 1962. Pontiac’s

engi neers becane research and
devel opnment | eaders by constantly
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testing their new 421 SD...In a radica
nove, Pontiac created el even very
special hand-built cars, destined for a
hand- pi cked elite team of drivers.
These vehicles cane to be known as the
“Swi ss Cheese” cars.

The base for the cars was a Catalina

t wo- door sedan chassis because its open
channel design made it considerably
lighter. This chassis received a
series...of holes to further reduce

wei ght - - hence the nane Swi ss Cheese.

O the eleven “Sw ss Cheese” Pontiac
Catalinas built, two are in the

McG oder Collection. The very first
car built was one of two cars delivered
to the late racing | egend M ckey
Thonmpson. The car was used as a back-
up for his programand as such has |ess
than 100 mles. It has been restored
to concours condition with all correct
original parts.

The second Swi ss Cheese car in the

McG oder Collection is the car assigned
to Royal Pontiac and driven by Jim
Wagners. It was constantly raced and
updat ed and has been restored to
concours race condition including al
proper lettering. The car was the
national record holder and class w nner
at the NHRA National neet. Notably, it
is one of the nost photographed and
publicized Pontiacs in racing history.

Further historical perspective is added by the NEXI S
articles furnished by the Exam ning Attorney. The articles
i ndi cate that “ROYAL PONTI AC' was used by Ace Wlson in
connection with his drag racing car and his car deal ership

i n Royal Qak, M chigan.



Ser No. 75/184, 809

Fal se Suggestion of a Connection

In order to warrant a refusal under this portion of
Section 2(a), the Exam ning Attorney, who has the burden of
proof, nust show that (i)the mark is the sane as, or a
cl ose approximation of, the nane or identity previously
used by the other person; (ii)the mark would be recognized
as such in that it points uniquely and unm stakably to that
person; (iii)the person nanmed by the mark is not connected
with the activities perfornmed by the applicant under the
mark; and (iv)the prior user’s nane or identity is of
sufficient fame or reputation that a connection with such
person woul d be presunmed when applicant’s mark is used on
applicant’s goods. In re U bano, 51 USPQ2d 1776 (TTAB
1999); In re North Anerican Free Trade Association, 43
UsSPQ2d 1282 (TTAB 1997); and In re Kayser-Roth Corp., 29
USPQ2d 1379 (TTAB 1993). This test to be net for finding a
fal se suggestion of a connection with another’s persona
differs fromthat for finding a |ikelihood of confusion as
to the source of one’s goods.

In the present case, the sparse record introduced by
the Exami ning Attorney falls short of establishing that
applicant’s mark is the sanme as or even a cl ose
approxi mation of registrant’s nane or identity. Although

it is common knowl edge that PONTIAC is a brand nane for an
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aut onobi | e whi ch has been around for many years, and that
American consuners are likely to know about this brand, we
cannot conclude based on this record that this trademark
functions as the persona of registrant. That is to say,
there is nothing in the record to denonstrate that PONTI AC
is a persona of General Mdtors Corporation. On this basis
al one, the Section 2(a) refusal nust be reversed.

In addition, the Exam ning Attorney has failed to show
that the mark ROYAL PONTI AC, or even PONTI AC, points
uni quely to General Mdttors Corporation. |In contrast to the
Exam ning Attorney’s insufficient evidence, applicant’s
evi dence establishes other neanings of the term “Pontiac”
whi ch the Exam ning Attorney has acknow edged. The
encycl opedia and dictionary entries of the term “Pontiac”
show it to be the nane of the Otawa Indian chief, as well
as the name of a city in Mchigan and ot her geographic
| ocations. Thus, based on the record in this case, there
is insufficient proof that the term“Pontiac” woul d be
recogni zed as pointing uniquely to General Mtors
Cor por at i on.

The refusal under Section 2(a) fails for |ack of

proof, and accordingly is reversed.
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Li kel i hood of Conf usi on

Al t hough we have found that the record falls short of
showi ng that applicant’s mark fal sely suggests a connection
with registrant, we find that the refusal based on a
| i keli hood of confusion with registrant’s mark is well
t aken.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E. 1. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

We first turn to conpare applicant’s mark ROYAL
PONTIAC with registrant’s mark PONTI AC. Al though we stress
t hat we have considered these marks in their entireties,
“there is nothing inproper in stating that, for rational
reasons, nore or |ess weight has been given to a particular
feature of a mark, provided [that] the ultinate concl usion
rests on consideration of the marks in their entireties.”
In re National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751

(Fed. Gr. 1985). In this connection, “PONTIAC,” which

10
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identifies the brand of car that is the subject identified
by applicant’s clothing itens, is the dom nant part of
applicant’s mark. The term “ROYAL” is a laudatorily
suggestive termneaning, in pertinent part, “of superior
quality.” Wbster’s Third New International D ctionary
(unabri dged ed. 1993).'3--II In view thereof, the term *“ROYAL”
is relegated to a subordinate role in the source-
identifying function of the mark. |In conparing the marks,
we further note that the record is devoid of evidence of
any third-party uses or registrations of the sane or
simlar marks in the autonobile and clothing fields.

Wth respect to the goods and/or services, it is not
necessary that the goods and/or services be identical or
even conpetitive in nature in order to support a finding of
| i keli hood of confusion. It is sufficient that the
ci rcunst ances surrounding their marketing are such that
they would be likely to be encountered by the sane persons
under circunstances that would give rise, because of the
mar ks used in connection therewith, to the m staken belief
that the goods and/or services originate fromor are in

sonme way associated with the same source. 1In re

1 Dictionary definitions are proper subject matter for judicial
noti ce.

11
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I nternational Tel ephone and Tel egraph Corp., 197 USPQ 910
(TTAB 1978).

W recogni ze the obvious differences between clothing
and the goods and/or services identified in registrant’s
regi strations. Nonetheless, given the facts that the
regi strations cover autonobile services and rel ated goods
and accessories, and that applicant’s T-shirts and | eat her
jackets are intended to be sold in an autonobile nmuseum we
find there to be a sufficient relationship between them
such that, when sold under simlar marks, there is likely
to be confusion in the marketplace. In passing, we also
note, in this regard, that one of registrant’s
regi strations covers, at least as an itemincluded in an
energency kit, rain ponchos.

It is conmon know edge that T-shirts, jackets and
ot her logo-inprinted products are wi dely used as
pronotional itens for a diverse range of goods and
services, not to nmention for specific brands of cars. In
point of fact, as acknow edged by applicant, his clothing
itens are intended to be sold as souvenirs at his car
museum I n connection with this practice, the Board, in
ot her cases, has stated that the |licensing of comerci al
trademarks for use on collateral products such as clothing,

which are unrelated in nature to goods on which the marks

12
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are normal ly used, has becone a commopn practice in recent
years. See: Tuxedo Monopoly, Inc. v. CGeneral MIIls Fun
G oup, 648 F.2d 1335, 209 USPQ 986, 988 n. 3 (CCPA
1981)[“*col |l ateral product’ use is a nmatter of textbook
di scussion”], aff'g, 204 USPQ 396 (TTAB 1979)[col |l ateral
product use “has becone a part of everyday |ife which we
cannot ignore”]; and Turner Entertainment Co. v. Nelson, 38
USPQ2d 1942, 1945-46 (TTAB 1996) and cases cited thereat.
See also: Jaguar Cars Ltd. v. Skandrani, 18 USPQRd 1626
(S.D. FL 1991). W also point out that applicant’s
clothing likely would be relatively inexpensive and the
subj ect of an inpulse purchase. See: Specialty Brands,
Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 223
USPQ 1281, 1282 (Fed. Cir. 1984).

Anot her factor to consider in this case is that
registrant’s PONTI AC mark is well known. Although the
Exam ning Attorney’s evidence bearing on fame is weak, we
view it as beyond dispute that the PONTI AC nark has been
used for many years by registrant, and that the mark, as a
brand nanme in the autonobile industry, has had extensive
exposure to the purchasing public. The renown of
registrant’s PONTIAC mark is a factor weighing in favor of
affirmance of the refusal to register. See: Recot Inc. v.

Becton, 54 USPQ2d 1894 (Fed. G r. 2000), on renmand, 56

13
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USPQ2d 1859 (TTAB 2000); and Kenner Parker Toys Inc. v.
Rose Art Industries Inc., 22 USPQd 1453 (Fed. G r. 1992).
In point of fact, applicant’s mark is an adaptation of
registrant’s well known brand of autonobile and rel ated
goods and servi ces.

In urging that the refusals to register be reversed,
appl i cant places significant weight on his correspondence
with registrant which, according to applicant, indicates
that registrant is aware of applicant’s use of the mark and
acqui esces thereto. Registrant initiated the contact upon
its review of an advertisenment run by applicant in the
printed publication Miscl ecar Reviev\/.h_-ZI Regi strant’s
trademark |icensing manager wote that he “had been advi sed
that you are using Chevrolet Mtor Divisions nanes, |ogos
and body designs in connection with your business.” The
|l etter went on as foll ows:

This is to advise you that your use of
t he Chevrol et nanmes, | ogos and body
desi gns constitutes trademark
infringenment and is deceptive toward
the public. | nust insist that you

i mredi ately di scontinue using these or
any ot her General Modtors trademarks in
advertising or in any other manner in
connection wth your business (e.g., on
i nvoi ces, business cards and signs)

whi ch inplies your business is endorsed

or sponsored by Chevrol et Mtor
Di vi si on.

12 A poor photocopy of the advertisenent is of record.

14
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Appl i cant responded by Ietter,Eai ndi cating that M.
McG oder’s passion is to collect rare factory-backed nuscle
cars fromthe 1960s, with his ultinmte goal of opening a
museum to di splay these cars. The letter further indicated
that applicant’s collection “is widely recognized as the
prem er collection of these particular autonobiles in the
worl d,” pointing out that applicant “has worked to restore
t he sixteen Chevrolet autonobiles in his collection to
perfection.” The letter expressed a desire to am cably
resolve the matter with registrant, stating that “M.
McG oder has done nuch to perpetuate Chevrol et notor
hi story and wi shes to have an am cable relationship with
Chevrolet.” |In addition to requesting nore information
fromregistrant, the letter concluded by stating that “M.
McG oder is dedicated to the preservation of this era of
Anerican notor cars” and that registrant “would want to
support rather than try to restrict his devotion to

hi story.”

13 This letter, dated April 21, 1998, was first subnmitted with
applicant’s reply brief. In doing so, applicant acknow edged

t hat submi ssion of evidence after appeal is generally untinely.
See: Trademark Rule 2.142(d). As applicant pointed out,
however, the subm ssion here cane after the Exam ning Attorney
first raised a question in his brief relative to the
correspondence between applicant and registrant. W agree with
applicant that he is entitled to respond and, accordingly, we
have considered the letter in reaching our decision.

15
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The final letter in this round of correspondence is
fromregistrant wherein registrant wites as foll ows:

General Mdtors owns nmany Federally
Regi stered Trademarks i ncl udi ng
Chevrol et, the Bow Tie | ogo, Chevy,
Hear t beat of Anerica, Corvette, the
Corvette enbl ens, Monte Carl o, Camaro
and many others. GCeneral Mdtor [sic]
al so has several pending registrations
in the apparel category including

| rpal a, I npala Enblem and | npala body
desi gn.

In regard to M. MG oder [sic] use of
the I nmpal a nanme and body designs, we
were unaware the vehicles depicted in
the identified adverti senent are
restored vehicles owned by your client.
Since M. MG oder was obviously
pronoting his personal vehicles as well
as his museum and there is no evidence
of deception to the public, | wll
consider the matter cl osed.

Al t hough we have considered this evidence in making
our decision, it is not dispositive of the issues herein.
Firstly, the letters fromregi strant make no nention of the
mar k PONTI AC which is the mark involved herein. This is
not surprising inasmuch as applicant’s advertisenent, which
pronpted registrant’s contact with applicant, does not
i nclude use of the mark PONTI AC. Although the
adverti sement shows a T-shirt bearing a picture of the 1963
Pontiac “Sw ss Cheese” Catalina with the nanme “ROYAL” on
its side, it does not appear that the PONTIAC mark is used.

Secondly, in this particular case, a consent or

16
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acqui escence to registration of a mark featuring “PONTI AC
does not necessarily follow fromany consent to use the
vari ous Chevrolet marks. Sinply put, the correspondence
falls short of establishing registrant’s consent or, in
applicant’s term “acqui escence” to the specific

regi stration sought by applicant herein.

Li kewi se, registrant’s cancel ed registrati on does not
conpel a different result in this appeal. As indicated
above, registrant owned a registration of the mark PONTI AC
for “clothing, nanely, caps” which was cancel ed under
Section 8. Applicant contends that this fact is evidence
that registrant has lost interest in the clothing field.

We sinply cannot draw the inference proposed by
applicant by the nmere cancellation of registrant’s prior
registration for clothing. Moreover, the issue before us
i nvol ves |ikelihood of confusion with registrant’s existing
regi strations.

Lastly, to the extent that any of the points argued by
appl i cant cast doubt on our ultimte conclusion on the
i ssue of |ikelihood of confusion, we resolve that doubt, as
we nust, in favor of the prior registrant. 1In re Hyper
Shoppes (Ghio), Inc., 837 F.2d 463, 6 USPQRd 1025 (Fed.

Cir. 1988); and In re Martin’ s Fanmous Pastry Shoppe, Inc.,

748 F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984).

17
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We concl ude that consuners famliar with registrant’s
cars sold under the mark PONTI AC would be likely to
bel i eve, upon encountering applicant’s mark ROYAL PONTI AC
for T-shirts and | eather jackets sold in connection with a
museum of hi gh powered autonpbiles, that the goods
originated with or were sonehow associated with or
sponsored or licensed by registrant.

Deci sion: The Section 2(a) refusal is reversed. The

Section 2(d) refusal is affirned.

18



Ser No. 75/184, 809

19



