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Opi nion by Cissel, Admi nistrative Trademark Judge:

On January 18, 2000, applicant, a British Virgin
| sl ands conpany, filed the above-referenced application to
regi ster the mark "THE TRACK & FI ELD STORE" for "athletic
clothing," in Cass 25. The basis for filing the
application was applicant's assertion that it possessed a
bona fide intention to use the mark in comerce in

connection with the identified goods.
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The Exami ning Attorney refused registration under
Section 2(e)(1) of the Lanham Act, 15 U. S.C. Section
1052(e) (1), on the ground that the proposed nmark nerely
descri bes the goods specified in the application.

Subm tted in support of the refusal to register was a
dictionary definition of the term"track and field" as
"athletic events performed on a running track and in the
field associated with it." The Exam ning Attorney took the
position that prospective purchasers of applicant’s

cl ot hi ng marketed under the mark "THE TRACK & FI ELD STORE"
woul d i medi atel y understand that the goods were intended
to be used in connection with track and field events, and
that the word "store" would not function as a source

i ndi cator, but rather would nerely indicate “the nature of
applicant’s entity."

Several other informalities were also discussed in the
first OOfice Action. The Exam ning Attorney required
applicant to provide a nore definite identification-of-
goods cl ause, a designation of a donmestic representative,
and a signed declaration, in that the original application
subm tted had not been properly executed.

In response, applicant anended the application to
identify the goods with which it intends to use the mark as

follows: "athletic clothing, nanely, shorts, jerseys,
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j ackets, swinsuits, t-shirts, tights, pants, vests, tanks,
hi p- pockets, and tops,"” in Cass 25. Applicant also
submtted the required signed declaration, including a
power of attorney designating said attorney to prosecute
the application and receive the certificate of
regi stration

Applicant then presented argunents that the refusal to
regi ster based on descriptiveness is not well taken. In
essence, applicant argued that the mark i s suggestive,
rather than nerely descriptive, of the goods listed in the
application, as anended, because the average consuner woul d
be "required to use a significant anmount of inagination and
reasoning to arrive at the nature of the goods in

guestion..." and the goods specified in the application
have nultiple uses. Sone of the goods, such as swinsuits,
do not necessarily relate to track and field, but applicant
conceded that “the only significance of the proposed mark
as it relates to the goods is that the goods nay be used in
connection with a sport identified by the proposed mark:
track and field.” Applicant contended that because the
goods could al so be used in connection with other
activities in addition to track and field, the mark “is not

nmerely descriptive of the goods, but instead is incongruous

and arbitrary as applied to the goods.”
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The Exam ning Attorney accepted the substitute
decl aration, but made final the refusal under Section
2(e)(1) of the Act and the requirenent for a nore definite
i dentification-of-goods clause.

Subm tted in support of the refusal to register were
excerpts fromarticles retrieved fromthe Nexis autonated
dat abase of publications. The Exam ning Attorney argued
that this evidence shows "track and field" used to describe
athletic clothing used for track and field activities. For

exanple, the April 27, 2000 edition of the New York Post

referred to "a stretchy blue track-and-field v-neck T-shirt
and shorts.” The June 4, 1999 edition of THE PRESS

ENTERPRI SE (Ri verside, California), stated that "[s]one

hi gh school track and field athletes choose the |onger
shorts over the traditional, shorter nodels.” The Apri

16, 1999 edition of the Pittsburgh Post- Gazette noted that

"[t] he usual track and field attire-- tank tops and running
shorts-- will be acconpani ed today at the Butler

I nvitational by an assortnment of sweatshirts, sweat pants
and probably a few ear nmuffs to fend off the unseasonabl e
wintry weather in the forecast.” The Septenber 3, 1994

edition of the Los Angeles Tines noted that the A ynpic

commttee of a small African country was unable to provide

its athlete "with anything other than a track and field
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singlet, shorts and a warmup suit for the recent
Commonweal th Ganes. "

Al t hough the Exami ning Attorney stated that “the
requirenent for a definite identification of goods is
continued and nmade FINAL,” he did not provide any
di scussi on of why the anended identification-of-goods
cl ause applicant had submtted did not satisfy this
requi rement. The previously nade requirenent for an
appoi ntment of a donestic representative was not even
ment i oned.

Applicant tinmely filed a Notice of Appeal, followed by
its appeal brief.! The Exam ning Attorney then filed his
brief on appeal, but applicant did not file a reply brief
or request an oral hearing before the Board. Applicant
did, however, file a substitute power of attorney and
appoi ntment of donestic representative, thus satisfying the
requi renent which had been made in the first office action,
but had not been brought up since then.

We note that the Exam ning Attorney did not nention

YIncluded in applicant’s brief was a list of trademarks which
applicant contends are registered in twenty-five third-party
regi strations. The Exam ning Attorney properly objected to our
consideration of this late-filed evidence because Trademark Rul e
2.142(d) sets forth the procedure an applicant must follow in
order to be allowed to submt evidence after the Notice of Appea
is filed, but applicant did not follow this procedure.
Accordingly, the Board has not considered this evidence.
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in his brief the requirenment for anendnent to the

i dentification-of-goods clause in the application. W have
no i dea why the second O fice Action specifically continued
and made final this requirement, but we interpret the |ack

of nmention of this issue in the Exam ning Attorney’s bri ef

as an acknow edgnent that the anended | anguage subm tted by
applicant satisfied the requirenent made in the first

O fice Action.

The sole issue before us in this appeal is thus
whet her or not “THE TRACK & FIELD STORE” is barred from
registration by Section 2(e)(1) of the Lanham Act because
it is nmerely descriptive of “athletic clothing, nanely,
shorts, jerseys, jackets, swinsuits, t-shirts, tights,
pants, vests, tanks, hip-pockets, and tops.”

The test for determ ning whether a word is nerely
descriptive is well settled. A mark is nerely descriptive
under Section 2(e)(1) of the Act if it immediately and
forthwith conveys information concerning a significant
quality, characteristic, feature, function, purpose or use
of the goods. In re Gyulay, 820 F.2d 1216, 3 USPQd 1009
(Fed. Cir. 1987); In re Abcor Devel opnent Corp., 588 F.2d
811, 200 USPQ 215 (CCPA 1978). It is not necessary that a
termdescribe all of the properties or functions of the

goods in order for it to be considered to be nerely
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descriptive of them rather, is sufficient if the term
descri bes any significant attribute or characteristic of
them Moreover, whether a termis nerely descriptive is
determ ned not in the abstract, but in relation to the
goods for which registration is sought, the context in
which is being used (or is intended to be used) in
connection with the goods and the possible significance
that the term would have to the average purchaser of the
goods because of the manner of its use. See: In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979). A mark is
suggestive, rather than nerely descriptive, if, when the
goods are encountered under the mark, a multi-stage
reasoni ng process, or the use of imagination, thought or
perception is required in order to determ ne what
attributes of the goods the mark indicates. |In re Muyer-
Beat on Corp., 223 USPQ 1347 (TTAB 1984).

When the facts presented by the instant application
are considered in view of these |egal principles, we find
that “THE TRACK & FIELD STORE” is nerely descriptive of the
clothing products specified in the anmended application.
The materials submtted by the Exam ning Attorney in
support of the refusal to register establish that the

proposed mark is a conbination of merely descriptive terns
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t hat together describe features or attributes of the goods
in connection with which applicant intends to use it.

The dictionary definition of “track and field” and the
excerpted articles show that the term*“track and field” is
used to describe athletic clothing products worn during
track and field conmpetitions. As noted above, applicant
concedes that sonme of the specific itens of apparel listed
in the application can be worn when conpeting in track and
field events. “TRACK & FIELD’ is thus descriptive of these
goods because it identifies the purpose or intended use of
them That all of the |isted goods are not necessarily
used for this purpose and that many of themare suitable
for other uses in addition to track and field conpetition
is not determnative of the registrability of this termfor
t hese goods. It is sufficient if the proposed mark is
descriptive of a purpose or intended use of any of them
Mor eover, one does not have to be able to specul ate or
guess correctly what the goods are by considering the mark
by itself. As noted above, the question is whether, when
the mark is considered in connection with the goods, the
mar k conveys informati on about their characteristics,
pur poses or the uses to which they may be put.

Appl i cant does not contend that the word “THE® adds

source-identifying significance to this conbination of
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ternms, but applicant provides an el aborate argunent that
the word “STORE” is an arbitrary term which serves as a
source identifier and somehow makes the conbi nati on of

t hese descriptive words suggestive in connection with the
speci fi ed products.

We cannot adopt applicant’s conclusion. The Exam ning
Attorney provided with his brief a dictionary definition of
the term“store” as “a place where nerchandise is offered
for sale; a shop.” The Board may take judicial notice of
this definition. dven that “STORE’” has this neaning, we
agree with the Exam ning Attorney that prospective
pur chasers of clothing who encounter the termas part of
the mark applicant seeks to register would understand it to
i ndi cate the physical place fromwhich applicant’s goods
emanat e. They woul d understand the conbined term*®“THE TRACK
& FIELD STORE,” if it were used as a mark on the clothing
itenms specified in the amended application, to be an
i ndi cation that the goods are provided by a store offering
track and field products.

Contrary to applicant’s argunent, they would not
consider the term “STORE” as an arbitrary source indicator.
In Inre Martin's Fanmous Pastry Shoppe, Inc., 221 USPQ 364
(TTAB 1984); aff’d on other grounds, 748 F.2d 1565, 223

USPQ 1289 (Fed. Cir. 1984), the Board, in affirmng the
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Exam ning Attorney’s requirenment for a disclainer of
“PASTRY SHOPPE,” found (at p. 367) that the term “conveys a
clear and i nmedi ate i npression of the character of
applicant’ s baked goods as products likely to enmanate from
a pastry shop.” In the case at hand, the term “STORE’
functions in a simlar sense, i.e., it imedi ately and
forthwith indicates that the products on which it is used
emanate froma store. Applicant’s attenpt to distinguish

the Martin's Pastry Shoppe case is not well taken.

Appl i cant m sconstrues the Board’ s discussion regarding
source distinction as relating to the issue of
descriptiveness, when in fact it was presented in the
context of determ ning whether confusion was |likely. The
Board found the word “SHOPPE” to be nerely descriptive of
t he goods.

In summary, the mark applicant seeks to register is
unregi strabl e under Section 2(e)(1) the Lanham Act because
if it were used in connection with the apparel itens |isted
in the application, it would i medi ately convey significant
i nformati on about them nanely, that they are track and
field clothing which comes froma store.

DECI SION:. The refusal to register is affirned.
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