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Opi nion by Drost, Adm nistrative Trademark Judge:
Swenco Products, Inc. (applicant) has applied to
register the mark POSI-LOCK (in typed form for goods
ultimately identified as “electrical connectors for
splicing 8 gauge or smaller stranded wires” in

| nternational Class 9.”"!

! Serial No. 75/222,358, filed January 6, 1997, which alleges a
date of first use and a date of first use in commerce of Cctober
1991.
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Posi Lock Puller, Inc. (opposer) has opposed
registration on the ground that applicant’s mark, when
used on or in connection with the identified goods, so
resenbl es opposer’s previously used and regi stered mark
POSI LOCK (in typed form for “hand-operated gear and
bearing pullers” in International Class 8% as to be likely
to cause confusion or m stake or deception. Applicant
has deni ed the salient allegations of the notice of
opposi tion.

The Record

The record consists of the file of the involved
application; five trial testinony depositions taken upon
written questions of opposer’s enployees (Tamara Ti nor,

Tammy Jacobson, Wendy Serr, Robin Eckman, and Stephanie

2 Regi stration No. 1,625,655, issued Decenber 4, 1990; renewed.
OQpposer has not submitted a status and title copy of its
registration. Applicant admtted that the registration is owned
by opposer and it has discussed the nerits of the likelihood of
confusion issue involving the goods in its application and
opposer’s registration. Therefore, inasnuch as applicant has
treated the registration as being of record, it is “deened by
the Board to be of record in the proceeding.” TBMP § 703.02.
See also Tiffany and Conpany v. Col unbia |Industries, 455 F.2d
582, 173 USPQ 6, 8 (CCPA 1972) (“Since appellee had fair notice
of the case it had to neet, it would work an injustice on
appellant to deprive it of the right to rely on the statutory
presunptions flowing from[the] registration” that was not
properly subnmitted.); Crown Radi o Corp. v. Soundscriber Corp.
506 F.2d 1392, 184 USPQ 221, 222 (CCPA 1974)(“Appel |l ee did not
submt copies of its aforenmentioned registrations with the
verified petition for cancellation ...\ agree with the board

t hat appellant has admtted the existence of appellee’s
“SOUNDSCRI BER' regi strations. Therefore, we agree with the
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Hal vorson); the trial testinony depositions, with
acconmpanyi ng exhibits, of Guy Tomasi no and Rene Tomasi no,
enpl oyees of applicant; sixteen third-party registrations
and selected interrogatories and requests for adm ssions
by applicant and opposer’s responses thereto submtted
under a notice of reliance.

Both parties have filed briefs. An oral hearing was
requested by applicant and subsequently schedul ed. The
oral hearing was cancelled at the parties’ request.

Priority
Priority is not an issue here in view of opposer’s

ownership of Registration No. 1,625,655. See King Candy

Co. v. Eunice King's Kitchen, 496 F.2d 1400, 182 USPQ 108

( CCPA 1974) .
Facts

On January 6, 1997, applicant filed an application
to register the mark POSI-LOCK for goods eventually
identified as “electrical connectors for splicing 8 gauge
or smaller stranded wires.” On Novenber 17, 1997,
opposer filed its opposition to the registration of
applicant’s mark on the ground that “the above-identified
trademark is displayed alnost identical to and sounds the

sane as the registered trademark ‘ POSI LOCK (#1, 625, 655)

board that the sole issue to be determined in this proceeding is
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which is owned by Posi Lock Puller, Inc. and has caused

great confusion to not only ...the custonmers of Posi Lock
Puller, Inc., but also to its distributors.” Notice of

Opposition, p. 1. In response, applicant adm tted that

Regi stration No. 1,625,655 was owned by opposer, but

ot herwi se denied the allegations of the notice of

opposi tion.

Applicant’s goods are electrical connectors for
splicing wires together. Opposer’s goods are hand-
operated gear and bearing pullers. Applicant’s goods
sell for $1 or less. G Tonmmsino testinony dep., p. 19.
Applicant’s advertising describes its goods as follows:

No nore crinping or | oose connections!

The truly amazi ng Posi-Lock™ Connector can connect

two or nore wires anywhere with only a pocket knife

or wire stripper!

No tool s required!

Installs in seconds!

4 times stronger than crinp connectors!

Re- Usabl e and reconnect abl e!

Mul tiple splice connections!

Hi gh Tenperature and Chem cal Resistant!

Applicant’s Ex. J.

whet her there is a |ikelihood of confusion”).
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Opposer’s goods are a |line of gear and bearing
pul l ers. Halvorson testinony dep., p. 6. The selling
prices for these items range from approxi mtely $55 to
$14,000. Tibor testinony dep., p. 12. Opposer does not
manuf acture, distribute, or sell electrical connectors.
ld. at 13. Opposer is one of approximtely “seven
vendors that are allowed to sell directly to the [auto
parts] stores and to NAPA. All other vendors have to go
t hrough sonebody that’s al ready established.” Tibor
testinmony dep., p. 4. Opposer was interested in
di stributing applicant’s electrical connector to the NAPA
auto parts store chain.

W were aware that they [applicant] were selling to

NAPA and Posi Lock is always aggressively |ooking

for new products to add to our product line. So |

called him[Guy Tomasino] to see if he would be
interested in selling the product to Posi Lock

Puller first and in turn we would nmarket the product

t hrough the NAPA system and to our other

di stri butors.

Ti bor testinony dep., p. 7.

Opposer’s enpl oyees testified that they received
nunerous calls and faxes for applicant’s products.

[ When the POSI-LOCK connectors first hit the

mar ket, we received maybe 20 to 30 phone calls in a

row within a matter of two weeks. They also, a |ot

of our NAPA jobbers, they would fax us in the
literature or the ad.
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VWhen we first found out about them it was at | east
three or four calls a week. Now [deposition taken
March 30, 1999] it’s probably, | still get a call
about once a nonth.

Eckman testinony dep., p. 5.

These calls and faxes seemto have ori gi nated
primarily from NAPA-rel ated entities. Jacobson testinony
dep., p. 5. None of opposer’s five enpl oyees could
recall the nanme of any of the entities inquiring about
the electrical connectors nor did any of them save any of

t he faxed orders.

Li kel i hood of Confusi on

Both parties have analyzed this case by considering
at |l east sone of the factors the Court of Custons and
Pat ent Appeal s, one of the predecessor courts of the
Court of Appeals for the Federal Circuit, articulated in

the case of Inre E. I. du Pont de Nermours & Co., 476

F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973). The
first factor concerns the simlarity or dissimlarity of
the marks as to appearance, sound, connotation, and
commercial inpression. In this case, the marks are
virtually identical, except that opposer’s mark has a
space between the words “posi” and “lock,” while
applicant’s mark has a hyphen. Applicant admts that the
mar ks are identical in sound and in appearance except for

t he hyphen. Applicant’s Br., p. 8 It argues that the
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commerci al inpressions are different because applicant’s
mar k suggests a positive electrical connection or | ocking
bet ween two wires while opposer’s gives the comrerci al

i mpression of “a tool, a positive |ocking gear puller.”
Applicant’s Br., pp. 8-9. W cannot agree with applicant
that the comrercial inmpressions of the marks woul d be
significantly different. Both would suggest “positive”
and “locking.” It is doubtful whether potenti al
purchasers woul d engage in the semantic debate that
appl i cant suggests and reach the conclusion that the

mar ks have di fferent commercial inpressions. Thus,
because the marks are virtually identical in sound and
appearance and there are no significant differences in
commercial inpression, this du Pont factor favors
opposer.

Next, we look at the simlarities and
dissimlarities between the goods on which the marks of
opposer and applicant are used. Here, we find that there
are significant differences between applicant’s
“electrical connectors for spicing 8 gauge or smaller
stranded wires” and opposer’s “hand-operated gear and
bearing pullers.” Opposer argues that:

[B]oth the applicant’s good and the opposer’s good

are tools used to either connect wires together as

identified by the applicant’s good or pull bearings
as identified by the opposer’s good. The
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applicant’s good[s] would nore than |ikely be used

on the sane machi nery being vehicles, engines,

notors, or other electrically-powered machi nes
having wi res and bearings where the opposer’s good
is being used to pull a bearing off the machine and
the applicant’s good is being used to connect wires
on the sanme machi ne.

Opposer’s Br., p. 6.

It is a stretch for opposer to describe applicant’s
el ectrical connector, which is simlar to an electrical
part or electrical tape, as a tool. Second, the nere
fact that applicant’s and opposer’s goods can both be
used on servicing vehicles or other equi pment does not
mean that the goods are related. Oher than opposer’s
argunment in its brief, it is not clear why the goods
woul d be used together. It is not clear fromthe record
what type of purchaser would use a gear or bearing puller
or why the sane purchaser would al so use an electrical
connector for splicing wires together. There is no per
se rule that all tools or products that can be used to

service engines are rel ated goods. Opposer reads In re

Jeep Corp., 222 USPQ 333 (TTAB 1984), too broadly. 1In

t hat case, the Board found that |and vehicles and
structural parts therefor were closely related to
pneumatic tires. The Board noted that there is a close
rel ati onshi p between vehi cles on one hand and vehicl e

parts and accessories on the other. Merely because it is
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possi ble to envision a scenario where the goods of
appl i cant and opposer can be used together does not nean
that the goods are related. |ndeed, even if the goods
are sold in the same store, this fact does not establish
that the goods are closely rel ated.

It is common know edge that there are sold in many
hardware, grocery, variety and drug stores an al nost
unlimted variety of goods including tools,
housewares, electrical appliances, seed, fertilizer,
furniture and toys. The public being well aware of
the diversity of goods to be found in such stores is
not going to believe that all of those goods could
originate with a single source.

lrwin Auger Bit Co. v. Irwin Corp., 134 USPQ 37, 39 (TTAB

1962) .

In a related case, the Court of Custons and Patent
Appeal s held that nerely because herb tea and cakes are
sold in the same stores to the same purchasers, there was
no |ikelihood of confusion when the marks RED ZlI NGER and
ZI NGERS were used on these goods.

The fact that goods of different types may be sold
in the sane stores has been placed in a proper
perspective by the Court in Federated Foods, Inc.,
d.b.a. Hy-Top Products Division v. Fort Howard Paper
Conpany, 544 F.2d 1098, 192 USPQ 24 (CCPA 1976)
wherein it stated at p. 29 "A wide variety of
products, not only fromdifferent manufacturers
within an industry but fromal so diverse industries,
have been brought together in the nodern supermarket
for the conveni ence of the consuner. The nere

exi stence of such an environment shoul d not
foreclose further inquiry into the likelihood of
confusion arising fromthe use of simlar nmarks on
any goods so displayed. See: Canada Dry Corp. V.
Anerican Honme Products Corp., 468 F.2d 207, 175 USPQ
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557 (CCPA 1972). The means of distribution and sale
al though certainly relevant, are areas of peripheral
inquiry. The fundanmental inquiry nmandated by Sec.
2(d) goes to the cunulative effect of differences in
the essential characteristics of the goods and
differences in the marks.” 196 USPQ at 324-25.

| nterstate Brands Corporation v. Cel estial Seasonings,

Inc., 576 F.2d 926, 198 USPQ 151, 152-53 (CCPA 1978).
Simlarly, the Federal Circuit held that there was
no |ikelihood of confusion when the same marks were used

on fresh citrus fruit and candy bars. 1In re Mars, Inc.,

741 F.2d 395, 222 USPQ 938 (Fed. Cir. 1984). Opposer’s
evi dence and argunent that the buyers of the goods of the
parties would be one and the sane is unsupported by the
record. Merely because applicant’s and opposer’s goods
may both be sold in auto parts stores does not
denonstrate that confusion is |ikely.

Whi | e opposer has argued that it has “gained
prestige in the business comunity especially in the same
mar keti ng channel s pursued and used by applicant”
(Opposer’s Br., p. 7), the evidence of this prestige
consists alnost entirely of the fact that opposer is one
of approximately seven direct vendors to NAPA stores.
That, in and of itself, does not establish fanme for
opposer’s mark on which it has based its notice of
opposition. Opposer has not included any other

significant evidence to support its claimof fane.

10
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Therefore, we decline to find that opposer’s mark has
achi eved any significant public recognition and renown.
However, opposer has submtted evidence that there
has been actual confusion between its mark and
applicant’s mark. Evidence of actual confusion is
normal Iy very persuasive evidence of |ikelihood of

confusion. Exxon Corp. v. Texas Mdtor Exchange, |nc.

628 F.2d 500, 208 USPQ 384, 389 (5'" Cir. 1980) (“The best
evi dence of I|ikelihood of confusion is provided by
evi dence of actual confusion”).

In this case, the evidence of actual confusion
consists of statements in five depositions by witten
guestions of enployees of opposer. The depositions
contain simlar information. When applicant’s goods wth
the mark POSI-LOCK on themwere initially marketed in
1997, opposer received nunmerous phone calls. Tibor
testimony dep., pp. 4-5 (“maybe 20-30" in two weeks);
Eckman testinony dep., p. 5 (“at |least three or four a
week”); Serr testinmony dep., p. 4 (“a bunch of phone
calls”). Opposer’s enployees also testified that opposer
recei ved faxes concerning applicant’s goods. Serr
testinmony dep., p. 5 (“By fax”); Tibor testinmony dep., p.
5 (“a |l ot of our NAPA jobbers, they would fax us in the

literature or the ad”). Some m sdirected phone calls

11
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were continuing to be received in March 1999, the date of
t he depositions. Tibor testinony dep., p. 9 (“To this
date we still get calls but 1'd say it’'s averagi ng two
calls a week); Eckman testinony dep., p. 5 (“Nowit’s
probably, | still get a call about once a nonth”).

On May 21, 1997, counsel for opposer faxed applicant
and advised it that opposer “has been receiving nunerous
phone calls fromits distributors and your use of the
name ‘' POSI-LOCK is causing tremendous confusion.”
Applicant’s Ex. HH.  However, when its enpl oyees’
depositions were taken nore than ei ghteen nonths |ater,
none of opposer’s enpl oyees could provide a nane of any
i ndi vidual who called attenpting to order applicant’s
goods nor did they save any of the m sdirected faxes.

In this case, while at first glance, the evidence of
actual confusion appears significant, upon closer review,
we are not persuaded that it denonstrates that there is a
i kel'i hood of confusion. First, opposer is one of
approxi mately seven vendors that are allowed to sell
directly to NAPA-affiliated stores. Tibor testinony
dep., p. 5. Wiile opposer does not distribute electrical
connectors (Tibor testinony dep., p. 13), it offered to
di stribute applicant’s products. Tibor testinony dep.,

p. 7 (“we would market the [el ectrical connector] product

12
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t hrough t he NAPA system and to our other distributors”);
Applicant’s Ex. GG (“We are al ways | ooking to add new
products to our line and would be very interested in
taking a | ook at your *‘flywheel saver’”).

Second, it is not clear whether the phone calls were
a result of distributors assum ng that there was a single
source of electrical conponents and gear and bearing
pul l ers or distributors assum ng opposer’s
di stributorship services would al so be the source of the
el ectrical connectors. Since opposer is a direct vendor
to NAPA stores who seeks to distribute the products of
ot hers, stores may have thought that the el ectrical
connectors were another part that was avail abl e through
opposer’s distribution services.

VWil e we have consi dered opposer’s distribution
services to aid our determ nation of how nuch weight to
give to the evidence of actual confusion, opposer has not
pl eaded any registration or comon |law rights in a mark
for such services, and opposer based its opposition
solely on its ownership of a registration for hand-
operated gear and bearing pullers. Nor was it tried by
the express or inplied consent of the parties.

Therefore, the question of I|ikelihood of confusion

13
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bet ween applicant’s goods and opposer’s distributorship
services is not before us.

Therefore, we nust deternm ne only whether there is a
i kel'i hood of confusion between applicant’s POSI-LOCK
mark for electrical connectors and opposer’s POSI LOCK
mar k for gear and bearing pullers. W note that despite
the invol vemrent of counsel for nore than ei ghteen nonths
before the depositions were taken, opposer failed to
document any caller’s identity or to retain a copy of any

m sdirected faxes. Hi-Country Foods Corp. v. Hi Country

Beef Jerky, 4 USPQ2d 1169 (TTAB 1987) (“[T]estinony

from opposer's deponent, M. Harlan, that he received a
phone call asking for beef jerky is, apart from being

i nadm ssi bl e hearsay, vague and unclear. The identity of
the caller is unknown and the circunstances surroundi ng
the incident are unexplained”). Courts have found vague
evi dence of mi sdirected phone calls hearsay and

i nadm ssible. Duluth News-Tribune v. Mesabi Publishing

Co., 84 F.3d 1093, 38 USPQd 1937, 1941 (8" Cir. 1996)
(“[V] ague evidence of m sdirected phone calls and mail is
hearsay of a particularly unreliable nature given the

| ack of an opportunity for cross-exam nation of the
call er or sender regarding the reason for the

‘confusion.””). However, if it is otherw se reliable,

14
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enpl oyee testinony on the subject of m sdirected calls

can be adm ssible. Arnto, Inc. v. Arnco Burglar Alarm

Co., 693 F.2d 1155, 217 USPQ 145, 149 n. 10 (5" Gir.
1982) (Testinmony of plaintiff's enpl oyees about
purchasers attenpting to reach defendant adm ssible
because it was not used "to prove the truth of the matter
asserted"” (Fed. R Evid. 801(c)) or under the state of

m nd exception (Fed. R Evid. 803(3))); CCBN.comlnc. v.

c-call.comlnc., 53 USP@2d 1132, 1137 (D.C. Mass. 1999)

(“[S]tatenments of custoner confusion in the trademark

context fall under the ‘state of m nd exception’ to the

hearsay rule. See Fed. R Evid. 803(3)”). Because

opposer’s enpl oyees’ testinmony is not so vague as to be

i nadm ssi ble, we overrule applicant’s hearsay and | eadi ng

guestion objections. However, the probative val ue of

this testinony is | essened by its |lack of specifics.
Applicant, on the other hand, has introduced

evi dence of other uses and registrations for the term

“Posi-Lock” and its variations used by third parties.

Applicant alleges that “the record is replete with

i nstances of actual commercial uses of the Posi-Lock mark

and variations thereof on a wide variety of goods

i ncludi ng aut onotive supplies, tools, and appurtenances.”

Applicant’s Br., p. 12. Exanples of these uses include:

15



Qpposition No. 108, 697

| TT I ndustries’ Fluid System division was honored as
a sem-finalist for its “Posi-Lock” quick connect
system wused in making connecti on between tubing in
aut onotive fuel, cooling or other systens.
(Applicant’s Ex. KK)

What's new at General Pneumatics...

New Optim zer Series Conpressed Air Filters

* * %

Posi - Lock (patent pending) nmethod for easy el enent
installation. (Appellant’s Ex. NN)

Model SJ

Medi um Duty Jackshaft Operator
* * *

Mechani cal Specifications

* * %

Posi - Lock Brake (Sol enoid Brake Not Required)
(Appellant’s Ex. PP).

Dur a Bl ue
Posi - Lock Axl e Nut
* * *

The Dura-Bl ue Posi-Lock axle nut is a two-piece

assembly with the center threaded piece having flats

for a wrench. (Appellant’s Ex. RR)

Performance Race Equi pnent Posi-Locks (Appellant’s

Ex. SS).

Shel by I ndustries Trailer Couplers

Posi - Lock Coupl ers

(Applicant’s Ex. YY and Z2).

Applicant’s evidence of other uses by third parties
in the autonotive parts and machinery industries
i ndi cates that opposer’s mark is hardly a unique termin
these industries. This factor favors applicant’s
argunment that there is no |ikelihood of confusion.

After we consider all the du Pont factors and the

evi dence of the parties, we conclude that there is no

li keli hood of confusion. Li kel i hood of confusion is

16
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deci ded upon the facts of each case. In re Dixie

Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533

(Fed. Cir. 1997); In re Shell Ol Co., 992 F.2d 1204, 26

UsP2d 1687, 1688 (Fed. Cir. 1993). The various factors
may play nore or |ess weighty roles in any particul ar
determ nation of |ikelihood of confusion. Shell G, 992
F.2d at 1206, 26 USPQ2d 1688; du Pont, 476 F.2d at 1361,
177 USPQ at 567.

We consider the facts that the nmarks of the parties
are virtually identical, the goods are sold in the sanme
stores, and opposer has submtted sone evidence of actual
confusion. On the other hand, the goods of the parties
are distinctly different and there is no evidence that
t he purchasers overlap. The evidence of m sdirected
phone calls is undercut by the lack of information
concerning the callers and the fact that there is no
evidence that the calls resulted from confusion between
opposer’s registered mark for gear and bearing pullers
and applicant’s mark as used for electrical connectors.
Qur likelihood of confusion determ nation nust be based
on the goods and services as they are identified in
applicant’s application and in the cited registration,
not on the basis of what the actual goods and services of

the parties mght be. See Canadi an | nperial Bank of

17
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Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d

1813 (Fed. Cir. 1987). CQur determ nation that there is
no |ikelihood of confusion is based on the goods as
identified in the registration (bearing and gear pullers)
and the application (electrical connectors). In
addition, the evidence of third party uses of the term
“Posi - Lock” for goods relating to autonobile parts and
machi nery provi des additional support for our ultimte
determ nation here. Since opposer has failed to neet its
burden of establishing that there is a |ikelihood of
confusi on when the marks of the parties are used on the
identified goods, opposer cannot prevail.

Deci sion: The opposition is disnissed.

18



