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Bef ore Hanak, Wendel and Bottorff, Adm nistrative Trademark
Judges.

Opi ni on by Wendel , Admi nistrative Trademar k Judge:
Larry Harnon Pictures Corporation has filed an

application to register ANOTHER FINE MESS for “T-shirts.”?!

! Serial No. 74/468,324, filed Decenber 10, 1993. The
application was filed as an intent-to-use application and
originally enconpassed goods in O asses 21, 24 and 25. By
amendnment goods in Cass 16 were added. A notice of all owance
i ssued for these goods on Decenber 19, 1995. After severa
extensions of tine, a statenment of use was filed Decenber 3,
1998. The goods at this point were restricted to T-shirts. The
dates of use provided by applicant were at |least as early as
Cctober 1998. The refusal of registration issued after

subm ssion of the statenment of use and the acconpanying

speci nens.
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Regi stration has been finally refused under Sections
1, 2, and 45 on the ground that the proposed mark is
ornanental, as used on the goods, and does not function as
an indicator of the source of the goods.

The refusal has been appeal ed and both applicant and
the Exami ning Attorney have filed briefs. An oral hearing
was not requested.

The speci nens of record show the mark being used on T-

shirts in the foll ow ng manner:

Applicant argues that the ornanentation refusal is
i mproper because “the mark is recogni zed as an indicator of
secondary source or sponsorship for the goods because the
term ‘another fine mess’ is considered the ‘trademark

saying of Aiver Hardy of the com c duo Laurel and Hardy.”
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(Brief p. 3). Applicant is in fact the owner of the right
of publicity associated with Laurel and Hardy and owns
registrations for the mark LAUREL AND HARDY. Appli cant
contends that persons who know the characters of Laurel and
Hardy woul d be the main purchasers of applicant’s T-shirts;
t hat these persons would be well aware of the practice of
t he nerchandi sing use of marks on T-shirts which are
primarily used to identify other goods or services,
especially in the field of entertainnent; that these
persons woul d associ ate applicant’s use of the mark ANOTHER
FINE MESS with the “trademark” phrase of Hardy; and that
because the mark woul d be recogni zed as referring to Laurel
and Hardy, the mark serves a source-identifying function as
wel | as an ornanental function.

Applicant has submtted evidence to support its
contention that an associati on woul d be nade by the
rel evant public of the phrase “another fine ness” with the
Hardy character of the Laurel and Hardy team \Wile a
substantial amount of this material cannot be taken into
consi deration because it is either fromunidentified
sources, such as the newspaper articles in Exhibit A or

fromforeign sources, such as several of the excerpts



Ser No. 74/468, 324

retrieved fromthe Nexis database in Exhibit D ? the
foll owi ng evidence is acceptable for review

Wiile it was, naturally enough, Stan’s idea to nake
the film he was unhappy with the result and renade
it in 1930 as Another Fine Mess. Then it was nade
wi th sound, including what was to becone the nost
quoted fade-out line in novie history fromQlie to
Stan: “Here’s another fine nmess you' ve gotten us
into!”

F. L. Guiles, Stan: The Life of Stan Laurel;

The sketch becanme the foundation for the |ater Laurel
& Hardy short subjects Duck Soup 1927 and Anot her Fine
Mess 1930 — the latter version introducing Alie’s
menor abl e | anent .

W D. Gehring, Laurel & Hardy;

Headl i ne: Anot her fine nmess Saturday

Let’s see. How many people can renenber the |ine
“That’ s another fine nmess you got ne into” fromthe
Stan Laurel and Qiver Hardy novi es?

The Fresno Bee (Septenber 21, 2000);

Headl i ne: Laurel & Hardy followers yuk it up
Unfortunately, Laurel and Hardy, both |ong deceased..
could not be at the event to enjoy the follies. But
had they been, fans bet Hardy woul d have | ooked at

t hem and said “Another fine ness.”

The News Tribune (July 22, 2000);

Headl i ne: Yet Another Fine Mess

Renenber that inevitable scene in Laurel and Hardy
films when Olie would turn to Stan and say: “Well,
here’s another fine ness you' ve gotten ne into!”?
Direct (March 1, 2000);

Then we shake our heads, point fingers at each other

and, like Alie in so many of the Laurel and Hardy
cl assics, say, “Here’s another fine mess you ve gotten
me into.”

Anchorage Daily News (Decenber 2, 1999);

2 The issue being the perception of the mark by the public in the
United States, the relevant material is that which has been in
circulation in the United States.
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The first thing that comes to mnd as | see President
Cinton bunbling into foreign policy is the old Laurel
and Hardy plaint, “Wll, here’ s another fine ness

you' ve gotten us into.”

The G ncinnati Enquirer (April 10, 1999).

Applicant argues that this evidence establishes that
ANOTHER FI NE MESS is the “signature phrase” associated with
Laurel and Hardy and thus serves a source-indicating
function. Applicant further points to the evidence of
record showing that it has licensed the mark to Kenneth
Cole for use in its advertising in the variation “That’s
anot her fine nmess shoe’ ve gotten us into” as a reflection
of the fame of the phrase and of the advertiser’s
confidence that the public would nake the association with
Laurel and Hardy, despite the slight variation.

The Exam ning Attorney maintains that the proposed
mar k, as used on the specinen of record, is part of the
aesthetic ornamentation of the goods. She notes that the
phrase is shown at the top of a picture of Laurel and Hardy
and considers the phrase to function nerely as a caption or
subtitle for the scene portrayed on the T-shirt. As such,
she argues that the wording is sinply “part of the thematic
whol e of the ornanmentation of applicant’s T-shirts and does

not evoke the commercial inpression of a source indicator.”

(Brief p.3). She maintains that in order to show that the
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proposed nark serves as an identifier of a secondary
source, applicant must provide evidence to show that
proposed mark woul d be recogni zed as a mark through its use
wi th other goods or services. But, according to the
Exam ni ng Attorney, applicant has failed to provide any
evi dence that the wordi ng ANOTHER FI NE MESS has been used
Wi th other goods or services such that it would be
perceived as a tradenmark or service mark or as an
identifier of a secondary source. Applicant’s evidence is
said to show at best the use of the phrase in connection
wi th Laurel and Hardy.

The Exam ning Attorney argues that a “signature
phrase”, as ANOTHER FINE MESS is argued to be, is not
necessarily the equivalent of a trademark. In the first
pl ace, she refers to the evidence made of record consisting
of excerpts of stories retrieved fromthe Nexis database
in which the phrase “Another fine nmess” is shown to have
been used in various contexts w thout any reference to
Laurel and Hardy. Second, even if recognized as a
signature phrase of Laurel and Hardy, she insists that this
is not the sane as a trademark which is used to identify
and di stinguish a person’s goods and that while the phrase
has been used as the title of a single film this is

excluded fromthe scope of potentially registrable subject
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matter. Finally, she argues that there is no evidence of
record that purchasers would recogni ze the phrase as a
trademark or that it has been pronoted as a mark. In
addi ti on, she questions whet her purchasers woul d make the
associ ation of the phrase with Laurel and Hardy when used
alone, as it is sought to be registered, and not in
conjunction with the photographs of the duo and/or the mark
LAUREL AND HARDY

It is well settled that matter which serves as part of
the aesthetic ornamentati on of goods, such as T-shirts, may
neverthel ess be registered as a trademark for such goods,
if it also serves a source-indicating function. 1In re Pro-
Line Corp., 28 USPQ2d 1141 (TTAB 1993); In re Dmtri’s
Inc., 9 USPQ2d 1666 (TTAB 1988). Such ornanental matter
may be found to additionally serve a source-indicating
function, and hence to be registrable, if, for exanple, it
nanmes the secondary source of the goods or if, at the tine
of its first use as ornanentation, it was already a
recogni zed trademark of applicant for services or other
goods. In re Astro-Gods Inc., 223 USPQ 621 (TTAB 1984); In
re Paramount Pictures Corp., 213 USPQ 1111 (TTAB 1982) and
Inre Adin Corp., 181 USPQ 182 (TTAB 1973).

As the Board stated in the Ain Corp. case at pages

182- 183:
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It is a matter of conmmon know edge that T-shirts are
“ornamented” with various insignia, including college
i nsignias, or “ornanented” with various sayings such
as “Swal |l ow Your Leader.” In that sense what is sought
to be registered could be construed to be ornanental.
| f such ornanentation is w thout any neani ng ot her
than as nmere ornanentation it is apparent that the
ornanentation could not and woul d not serve as an

i ndicia of source. Thus, to use our own exanpl e,
“Swal | ow Your | eader” probably woul d not be considered
as an indication of source.

The “ornanentation” of a T-shirt can be of a speci al
nature which inherently tells the purchasing public

t he source of the T-shirt, not the source of
manuf act ure but the secondary source. Thus, the nane
“New York University” and an illustration of the Hal
of Fame, albeit it will serve as ornanentation on a T-
shirt will also advise the purchaser that the
university is the secondary source of that shirt. It
is not imaginable that Colunbia University will be the
source of an N.Y.U. T-shirt. Were the shirt is

di stributed by other than the university the
university’s nane on the shirt will indicate the
sponsorshi p or authorization by the university.

In the case before us, the T-shirt is ornanmented with
applicant’s trademarks, and considering the nature of
T-shirts, that particular ornamentation can serve as
an indication of a secondary source of origin. The
matter sought to be registered is an arbitrary synbol
and can and does function as a trademark. As used on
the T-shirts, we conclude that the mark serves as an
identifier of a secondary source and as such is

regi strabl e.

Thus, in the Ain Corp. case, an arbitrary design
whi ch was applied to the face of the T-shirts was found
registrable on the basis that the design had previously
been regi stered as a trademark by the applicant for skis.
It was this association which caused the nmark, as used on
the T-shirts, to function as an identifier of a secondary

source.
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I n Paranmount Pictures Corp., supra, the MORK & M NDY
mark was held registrable for decal comani as, on the basis
primarily of its significance as a indicator of source or
originin the proprietor of the Mork & M ndy tel evision
series, although it was also noted to have al ready been
registered as a trademark for various collateral products.
The Board stated that while the names MORK & M NDY were
certainly part of the ornanentation of the decals, they
al so indicated source in the same manner as the design in
the Ain Corp. case.

In WVatkins den International, Inc, 227 USPQ 727 (TTAB
1985), a flag design was found regi strable for various
clothing itens on the basis that the design conprised the
dom nant portion of the applicant’s prior registered
service mark for organi zing and conducting vehicul ar racing
contests and thus was likely to be perceived not only as an
attractive ornanental design but also as an indication of
origin. Once again the simlarity to the din Corp. case
was noted, in that public association of the design with
the applicant with respect to its auto racing services
woul d cause the design to function as an indicator of
source when used on collateral clothing itens.

By conparison, in In re Astro-Gods Inc., supra, the

desi gnati on ASTRO GODS and desi gn, sought to be registered
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for T-shirts, was found to be nothing nore than part of the
themati ¢ whol e of the ornanmentation of the applicant’s
shirts. The Board pointed out that the designati on was not
a recogni zed mark of applicant at the tine it was first
used ornanentally on T-shirts nor had it since been
pronoted in such a manner to create recognition of it as a
trademark. Al though applicant in sonme instances used a
copyright notice containing applicant’s trade name Astro
Gods on the bottomof the T-shirts, the Board was not
per suaded that purchasers woul d make an associ ati on between
t he designation and applicant’s nane in the copyright
noti ce such that ASTRO GODS woul d be viewed as an
i ndi cation of origin.

Simlarly, inlInre Dmtri’s Inc, supra, the
desi gnati on SUMO was found to be nothing other than part of
the thematic whole of the ornanmentation of the applicant’s
hats and T-shirts. The Board noted that the designation
SUMO was al ways used in connection with stylized
representations of sunb westlers and as such had a highly
suggestive significance in relation to the rest of the
ornanental matter on the goods. The statenents of a
relatively small nunber of custoners with respect to an

association of SUMO with applicant were found insufficient

10



Ser No. 74/468, 324

to conclude that that designation functioned as a trademark
for the goods.

As shown to be true in these prior cases, where an
all eged mark serves as part of the aesthetic ornanentation
of the goods, the size, |ocation, dom nance and
significance of the alleged mark as applied to the goods
are all factors which figure in the determ nation of
whet her this matter al so serves as an indication of source.
See Inre Dimtri’s, supra. Applying these factors to
applicant’s proposed nmark, ANOTHER FINE MESS, and its use
on T-shirts, it would appear at first blush that the phrase
functions sinply as a title or caption for the scene
illustrated on the shirts. As such, the situation would be
no different fromthe latter cases discussed above. The
phrase woul d serve as no nore than part of the thematic
whol e of the ornanentation on the shirt, as argued by the
Exam ni ng Attorney.

W cannot ignore, however, applicant’s contentions
t hat ANOTHER FI NE MESS, as used on these shirts, has a
significance beyond that of nerely captioning the scene
portrayed on the goods. W find the evidence submtted by
applicant sufficient to establish that “another fine ness”
was the signature phrase of the com c duo of Laurel and

Hardy. While the Exami ning Attorney has introduced

11
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evi dence of the use of the phrase by persons w thout making
any reference to Laurel and Hardy, applicant’s evidence is
sufficient to convince us that many persons woul d be so
famliar with the phrase that they woul d be prone to using
it in connection with every day occurrences, w thout giving
credit to the source of the phrase. Moreover, we agree
with applicant that the purchasers of applicant’s T-shirts
woul d be likely to be persons who are famliar with Laurel
and Hardy and that these purchasers would be apt to make
t he associ ati on between the phrase and the Hardy character
of the Laurel and Hardy team

The question which remains is whether the presence of
this signature phrase serves to performthe function of
identifying a secondary source for the goods. It is true
that the phrase does not directly name any secondary source
for the goods. Mbreover, there is no evidence of record
that the phrase already is a recogni zed trademark of
applicant for any services or other goods, as in the Adin
Corp. and Watkins den cases. The designation LAUREL AND
HARDY woul d appear to fall within these categories, but not
ANOTHER FI NE MESS.

We do not believe, however, that the qualifications
for serving as an indicator of a secondary source are so

limted. As we quoted fromthe Ain Corp. case:

12
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The ornanmentation of a T-shirt can be of a speci al
nature which inherently tells the purchasing public

the source of the T-shirt, not the source of

manuf act ure but the secondary source. [Enphasis

added] .

Here we have convincing evidence that the phrase ANOTHER

FI NE MESS points uniquely to the com c duo of Laurel and
Hardy. The rel evant purchasing public would nmake the
associ ati on between the signature phrase and the
performers. Furthernore, this public would certainly be
famliar with the nmerchandi sing practice of using imges or
t he nanes of entertai nment persons or the characters they
portray as the indication of secondary source on coll atera
items such as T-shirts, decals and the like. It was on
this basis that the nanes MORK & M NDY, the characters in a
television series, were found to function as an indicator
of secondary source in the Paranount Pictures case.

Wil e the use of a signature phrase is one step
renmoved fromthe use of character nanes or inages, we do
not think the identification of source is any | ess
positive. The phrase ANOTHER FI NE MESS points
distinctively to the comc team of Laurel and Hardy and
thus inherently tells the public the secondary source of
the T-shirts, just as clearly as woul d the nanmes LAUREL AND

HARDY. See Lone Ranger, Inc. v. Cox, 124 F.2d 650, 52 USPQ

146 (4'™" Cir. 1942)(Distinctive call “H, yo Silver”

13
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associ ated by public with radi o program Lone Ranger).

Mor eover, we find the evidence of record sufficient to
establish that this association of ANOTHER FI NE MESS and
Laurel and Hardy woul d be so strong that persons would
perceive the phrase as an indicator of secondary source of
t he goods, even when used al one, as the phrase is sought to
be registered. ANOTHER FINE MESS functions as a mark for
applicant’s T-shirts, since although it may be part of the
aesthetic ornanentation of the goods, it also serves a
source-indicating function.

I n maki ng our determ nation of the registrability of
this signature phrase, we have been gui ded by the general
principle set forth in Paranount Pictures Corp., supra at
1113, that

whil e not every sign used on a product, or on

its | abel, package, etc., functions as an indication

of source of the product on which it is used — e.g.,

sone are nerely part of the aesthetic ornanmentation —

the broad and liberal interpretation of our lawis
that, where such a sign also serves a source

i ndi cating function, it should be regarded as

acceptabl e subject matter for registration. [Ctations

omtted].

Decision: The refusal to register under Sections 1, 2 and

45 i s reversed.
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