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Qpi nion by Sinmms, Adm nistrative Trademark Judge:

Dal e G Paul son doi ng busi ness as Associ ati on Research
G oup (applicant) has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the marks SHAPERS
and MAI LBOXERS for nmarket research and busi ness consulting

services.! The Examining Attorney has refused registration

! Application Serial Nos. 74/381,796 and 74/381,797, both filed
April 22, 1993, based upon applicant’s bona fide intention to
use the marks in commerce. After notices of allowance were
issued in these two cases, applicant submtted statenents of use
Wit h acconpanyi ng speci mens, asserting use of the marks in
comrerce since Septenber 16, 1991
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in each case under Sections 1, 2, 3 and 45 of the Trademark
Act, 15 USC Sections 1051, 1052, 1053 and 1127, because the
speci nens al l egedly do not show use of the nmarks sought to
be registered as service nmarks to identify applicant’s
services and that, therefore, these asserted marks do not
function as service nmarks. Applicant’s attorney and the
Exam ni ng Attorney have submtted briefs and an oral hearing
was held in connection with both of these appeals. Although
t hese cases have not been fornmally consolidated, they were
heard at the same tine and we shall decide these cases in
one opi ni on.

The manner of applicant’s use of these asserted marks
is shown below (from applicant’s pronotional material s—a

fact sheet and wor kbook):
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ALLEGIANCE”

FOR ASSOCIATIONG

ALLEGLANCE i 2 new markering system speciicaily designed for aspormucns. While
associalions may koow their membess by traditional demographic calcgoried {such as gender, job
tile, age, etc. ], mast would agree thal more i peeded.

AL [FGiANGE uses survey cesearch to divide your membes g rine calegories 50 that each
caregory can e wrgeted efiEctively.

THE NINE ALLEGIANCE CATEGORIES

MAMLBOXERS. only want invelvemert threnteh the mail.
RETEYAMT PARTICIPANTS: amend ¢onventions, semioars if relovant.

» SHAPERS. root active and want to shape masonation policy.

s COSNOSCEMTI: want the assocetan i3 add to theic fond of knowledge.
ALTRUISTICS: share the values of the asscaation.

= STATLS CONSCIOLS the asshemeion impraves their image.

o COMPARISON SHOPPERS: ask if this association measurea up to others.
OOLEBTERS. ask if this association ig seally for them.
NON-FELEYANTS: ask why they are in this assoviarian.

AL EGIANCED TAfGlNG CLDOER

MARKET MG [NPLICATIONS FUF U] MENERRS

leviance L .

The three-digl fagmng code For tach member (s Gguesd by (ooking at how the sembes disinbuces
180 ponna aroni the Ableeiance Carsgones, This question can be pnnied an a membersoip
applicazion, in a survey, U1 4 Magazine, 414 meeting, &to. The order of she careporics gdwavs
remains 1he same as chown belaw. (Mote thac the cames of cach category—Malboxers, Belevant
Panicipant, e12.—are showm in icalics but are noc printed for the member 10 see}

Prnmarily want invobvement with UL] through the mail . [ #-Maitbreyr
Acrend meesings when relevant for netwarking or endirmation. (2-Redevesn Particioanr)

___ Wantto shape UL policy by semving on board or comymottes.  (3.Skapert

Al renewal tune compare ULL 1o other org's or info sourcen, . (4-Caimperison Shapper)
UL] prewides indo not availabie edsewhere or opporurulies 14 publish. (5 oegmoscenrs)
UL] ennances my staius with my poers or within the indusity (-Sraius Cavtselois)
UL] promoces valuss [ share such as bringing together a brad ange of public and

privase snterests and coninouting to igher standards of land vse.  (F-ddiruisnes;
[ sull evaluare (L] infe and am undecided about conunuwing membesship, (§-Teardier]

My staus hes changed and LI is no donger redevant. [0 Miwrd B fewirend)
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Applicant states that he has designed a system under
the registered mark ALLEQ ANCE whi ch identifies nine types
of associ ation nenbers based upon why they join and stay
menbers of associ ations. SHAPERS and MAI LBOXERS are two of
t hese nine types. According to applicant, each nenber of an
association fills out a “tagging” formand, based on his or
her answers, applicant assigns a marketing code to each
menber of the association. The association then enters
these codes into its data base and then the association is
able to “target market” to save noney and to provide nore
personal i zed service to its nenbers.

Applicant’s mark categorizes nenbers
(custoners) of an association for the
pur poses of marketing. This

categori zation is based upon a one-page
formthat each custoner conpletes. On
the form the custoner distributes 100
poi nts anong several itenms. Based upon
their answers, the Applicant assigns a
three-digit code to each custoner and

t he association then enters these codes
into its data base. “Shapers” for
exanpl e do, or want to, actively
partici pate and shape the association's
policy by serving on conmttees, as a

| ocal officer, or on the national Board
of Directors. There are nine categories
of custoners, and the programis
conduct ed under the service mark

“Al | egi ance.”

Applicant’s appeal brief, p. 3. It is applicant’s position
that the names sought to be registered identify, in addition
to the names of categories of persons, services for those

persons. According to applicant, he conducts focus groups
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of SHAPERS, for exanple, and has devel oped marketing
strategies for SHAPERS. Applicant also states that seven of
hi s categories have been registered as “trademarks” using
the identical specinens as those submtted in these
appeal s. 2
On the other hand, the Exam ning Attorney argues:

The survey asks custoners’ nenbers to

di stribute 100 points anong sever al

itens. The applicant tallies the

results of the points and assigns a

primary and secondary “All egi ance”

category to each nenber. The programis

conduct ed under the service mark

“All egiance.” The applicant does not

conduct “market research and busi ness

consul ting” under the names of the

separate categories. These nanes are

merely used to identify the group or

groups to which each individual nenber

i s assigned, based upon their scores.
Final Refusal, p. 1. It is the Exam ning Attorney’s
position that the associations, which are applicant’s
custoners, cone to applicant for assistance in recruiting
new nmenbers and retaining present nmenbers. Through
applicant’s surveys and questionnaires, applicant divides
his custoners’ nenbers into nine categories. The applicant
has gi ven nanes to each of these categories, one of which is

SHAPERS, which identifies those nenbers in an associ ati on

2 The Examining Attorney correctly argues that neither the prior
regi strations nor copies of their files have been made of record
by applicant. The Exam ning Attorney al so argues that each case
must be decided upon its own facts and that the Board is not
bound by prior conclusions of Exam ning Attorneys in other
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who are the nost active in the organization and want to
shape its policies. The Exam ning Attorney argues that the
speci nens of record show that, for exanple, SHAPERS is only
a category or nane of a group of people defined by applicant
under his marketing scheme. Oher nanmes are used to
identify groups of people to which those individual nenbers
are assigned based upon their scores in response to survey
questions.?®

Whet her a termfunctions as a service mark depends on
how it is used and perceived by users and purchasers of
applicant’s services. To determne howit is used and may
be perceived by users and purchasers, we nust |ook to the
speci nens of record. In re Mrtgage Bankers Associ ation of
Anmerica, 226 USPQ 954 (TTAB 1985). O course, it mnust be
kept in mnd that not all words, designs, synbols or slogans
used in the sale or advertising of goods or services
function as tradenmarks or service marks, regardl ess of an
applicant’s intent. In re Mirganroth, 208 USPQ 284 (TTAB
1980) .

Upon careful consideration of the speci mens of record
and the argunents of applicant and the Exam ning Attorney,

we agree with the Exam ning Attorney that the ternms sought

cases. W agree. See In re Pennzoil Products Co., 20 USPQRd
1753, 1758 (TTAB 1991).

® The Examining Attorney also argues that the activity of

cl assifying people does not constitute a separate service but is
merely an ancillary activity of applicant’s |arger business of
mar ket research and busi ness consul ting.
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to be registered do not identify applicant’s market research
and busi ness consulting services, but rather are terns which
applicant has used to identify categories of persons of his
custoners (associations). Wile applicant uses the
superscript TMnext to the terns sought to be registered in
his newsletters and pronotional literature, it is clear that
these terns are being used to identify individuals or groups
of individuals within an association. For exanple, SHAPERS
is identified as “nost active and want to shape associ ation
policy” whereas MAILBOXERS is identified as “only want
i nvol venent through the mail.” In applicant’s pronotional
literature, applicant indicates that wwth information in an
association’s data base, the association is able to target
mar ket to save noney, increase revenues and provide nore
personal i zed service. Associations are urged to:

*Target Shapers to serve on conmttees,

devel op chapters, and recruit new

menbers...

*Send Mai | boxers an annual index of your

magazi ne articles or preview upcom ng

year
In other newsletters, applicant indicates that SHAPERS are
“menbers who are highly active and want to shape
associ ation policy” whereas MAI LBOXERS are “nmenbers who

join the association primarily for the witten material and

seldomattend neetings.” It is clear fromthese references
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and others of record that the ternms sought to be registered
are used to identify a category of association nenbers and
not to identify applicant’s services (identified under the
regi stered service mark ALLEG ANCE). Accordingly, because
applicant, as shown by the specinens, is not using the
terms sought to be registered as a service marks to

identify and distinguish applicant’s services, the refusal

of registration in each case is affirned.

R L. Simms

E. J. Seeherman

G D. Hohein

Adm ni strative Tradenmark
Judges, Trademark Tri al
and Appeal Board



