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Janmes L. Vana of Foley & Lardner for The Marcus
Cor por ati on.

Before Simms, Hohein, Bottorff, Adm nistrative Trademark
Judges:

Opi ni on by Si ms:

Wodfin Suite Hotels, LLC (petitioner) seeks
cancel l ation of Registration No. 1,893,405, issued May 9,
1995, owned by The Marcus Corporation (respondent), a
W sconsin corporation, for the mark shown bel ow for

hotel / notel services.
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8
WOODFIELD
SUITES

After answer, both parties submtted testinony and evi dence
during trial, and briefs have been submtted. No ora
heari ng was request ed.

In its petition, petitioner asserts ownership of the
mar ks WOODFI N (Reg. No. 1,458, 855, issued Septenber 22,
1987, Section 8 accepted, Section 15 acknow edged) and
WOODFI N SUI TES and W design (“SU TES” di scl ai med) (Reg. No.
1,613, 356, issued Septenber 11, 1990, renewed), shown

bel ow, for hotel services:

B

WGDDPIN

S u T E S

Petiti oner asserts use of the trade nane and tradenark
WOODFI N si nce January 3, 1986, and asserts that

respondent’s mark so resenbles petitioner’s previously used
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and registered marks as to be likely to cause confusion, to
cause m stake or to deceive.

In its answer, respondent denied the essentia
al l egations of the petition and asserted the affirmtive
def enses of estoppel and | aches. More particularly,
respondent alleges that petitioner knew of respondent’s use
of its mark since at |east August 31, 1990, and its service
mar kK application since around Decenber 30, 1990; that
petitioner failed to oppose respondent’s application or to
object until petitioner filed this petition in April 1997.
According to respondent, this delay caused respondent undue
prejudi ce and harm which should thereby estop petitioner
fromfiling this cancellation petition.

I n August 1999, the Board deni ed respondent’s notion
for summary judgnment brought on the basis of |aches, noting
that there were genui ne i ssues concerning the facts
surroundi ng respondent’s cl ai mof |aches.

Both parties have taken testinony and subnitted
notices of reliance on discovery responses and ot her
matter.

The Record

According to the testinony of M. Sanuel Hardage,
petitioner’s founder, petitioner opened its first all -

suites hotel under the mark WOODFI N SU TES i n Newar k,
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California, around January 1986.! Another hotel was soon
opened in Sunnyvale, California. Petitioner’s hotels,
which its witness characterizes as a “very snmall chain”
(Hardage dep., 15), now operate in several states, and
cater to business custoners during the week and | eisure
custoners on weekends. Petitioner classifies its hotels as
bel onging to the md- to upscale market. Petitioner’s
advertising and marketi ng expenses for 1997 were around
$400, 000. Petitioner advertises in newspapers, insert ads,
magazi nes and publications which cater to the travel
industry. Petitioner also operates hotels under the mark
CHASE SUI TES BY WOODFI N.

According to the record, in a Business Travel News
survey, petitioner was ranked second behi nd Resi dence I nns
in the all-suite category of hotels.

Petitioner has al so taken the testinony of a nunber of
W tnesses in support of its claimthat there have been
i nstances of actual confusion. For exanple, a friend of
M. Hardage's testified that he saw an article in a Denver
newspaper about the construction of a new hotel by the nane
of “Wbod(sonething).” This witness called M. Hardage and

told himthat he noticed that petitioner herein was

! Discovery responses indicate that Wodfin was the mai den nane
of M. Hardage' s nother
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bui |l ding a new hotel in Denver. However, M. Hardage
inforned the witness that that was one of respondent’s
hot el s.

Anot her witness, M. Janes Hre, testified that he had
tol d anot her individual that petitioner had a property in
Denver, when in fact that was respondent’s property.

Ajit Nana, an officer of another hotel, testified that
he sent a note of congratulations to petitioner on the
opening of a new hotel in Illinois when in fact the hotel
was one of respondent’s. Another witness, M. Joel Gaff,
testified that, while driving a rental car at night near
Chi cago, he thought he saw one of petitioner’s WOODFI N
hotel s al ong the highway. Later, back in California, he
mentioned this fact to M. Hardage at a party but was told
that this property was not one of petitioner’s. It was in
fact one of respondent’s hotels.

Ms. M chell e Meshanko, a sal es manager for petitioner,
testified that she received a phone call froma wonan who
said she had stayed at a WOODFI N hotel in suburban
Cincinnati. Respondent operates a WOODFI ELD SUlI TES hot el
in Cncinnati. However, the caller never nentioned the
name WOODFI ELD and, on cross-exam nation, the w tness
testified that the caller could have been referring to

anot her hotel.
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M. Peter Uell, a front desk clerk, testified that a
guest asked if the WOODFI ELD SUI TES hotel was related to
the WOODFI N hotels. There is other testinobny recounting
simlar instances of alleged confusion.

Respondent took the testinony of its chairman of the
board and chi ef executive officer, M. Sanuel Marcus,
| argely in support of respondent’s claimof |aches. The
record shows that petitioner’s attorney, upon |earning of
respondent’s use of the nanme WOODFI ELD SUI TES, sent
respondent a cease and desist letter in August 1990.
Respondent’ s attorney answered at that tinme that respondent
did not believe the marks were confusingly simlar. Wen
asked why respondent proceeded to develop its brand of
hotels after this correspondence, M. Marcus testified, at
9- 10:

A Well as | -- Qur sense was that the
two marks were very different and that
there really wasn’t any |ikelihood of
confusion, and our |awers confirnmed

t hat concl usion after going through a
trademark search

And as a matter of fact, we are not
aware of any actual confusion despite
nearly four years of the fact that
they’ re being used conpetitively in the
central and southern Chio nmarkets and
al so didn’'t hear from Wodfin again for
over five years until this particular
opposition [sic] was started, in spite

of the fact that we had indicated to
them that we had planned to continue
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using it and didn't believe ourselves
that there was any confusi on.

Wth respect to the issue of respondent’s reliance
upon petitioner’s inaction between the date of publication
of the mark (February 1995) which matured into the
regi strati on now sought to be cancelled and the
commencenent of the instant petition for cancellation
(April 1997), M. Marcus testified, at 5-7:

A During that tinme period we -— we had
evol ved a strategy to devel op 50
Whodfield Suites within the com ng
five-year tine frane and also to start
a franchi sing program

Q So was this a period of aggressive
devel opnent ?

A Yes, that was a very aggressive
devel opnent program we had announced
and planned at that tine, yes.

Q Can you identify the Wodfield
Suites Hotel properties that were
operating, up and open for business as
of February 15, 19957

A | think at that time we had three
that were operating: one in Appleton,

W sconsin; one in M| waukee, W sconsin;
and one in Denver, Colorado. And we
had al ready purchased | and in Madi son,
W sconsin for a Wodfield Suites, but |
don’t think we had started construction
yet at that point.

Q Thank you. What Wodfield Suites
properti es have been added since that
time?
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A Madi son, W sconsin; Chicago,
[I'linois; G ncinnati, Ghio; and San
Ant oni o, Texas.

Q And which of these properties were
acqui red between February 15, 1995 and
April 4, 19977

A | think all except Mdison. W
acquired Cncinnati, Chio in July of
"95, Chicago in July of 96, and then
San Antonio in February of 1997.

Q Thank you. Do you know the cost to
pur chase these properties?

A Sharonville, which is G ncinnati,
was $2.7 mllion. Bannockburn was
Chi cago property, 1,360,000, and San
Antonio, a mllion and a half. The
total was over five and a half mllion.
Stipulated affidavit testinony reveals that, during
the period from March 1995 to March 1997, respondent and
its subsidiaries spent over $% mllion advertising the
WOCDFI ELD SUI TES chain (Klingsporn affidavit). During the
sanme period, respondent and its subsidiaries spent over $9
mllion on such non-advertising operating expenditures as
payroll, repairs, naintenance, utilities, supplies and
adm ni strative costs for the hotel chain.
Concerni ng i nstances of actual confusion, M. Marcus
testified, at 11, that he was not aware of any instances of

actual confusion:

Q Wat do you know about confusion
generally in the hotel industry?
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A Well, obviously there’ s always a
little bit of confusion on the part of
the general public and it’s -— given

t he high volune of transactions, it

j ust happens but not an awful |ot, not

t hat anybody would -- woul d ever be
concerned that there was real
conf usi on. It’s nmore of a confusion in

peopl e’ s m nds oftentines about two
names that, you know, that would say,
well, how did they do that?

Q Sois it sinply a reflection of cal
vol une as opposed to —

A It'’s really a reflection of call
vol unme, sure.

Respondent al so submitted a notice of reliance on
various third-party registrations for hotel services which
contain the conponent “WOOD.” These include such
regi stered marks as THE WOODLANDS, WOODLAWN SUI TES HOTEL
and WOODMARK HOTEL. Internet Wb honme pages al so show t he
exi stence of such other hotels as THE WOODS, WOODCREST
HOTEL and WOODSI DE HOTEL. Oher third-party registrations
made of record by respondent show regi stered marks for
hotel services ending in the suffix “WOOD,” such as
ROSEWOOD, CRESTWOOD SUI TES, FOXWOODS, HOVEWOOD SUI TES and
CREEKWOOD | NN

Argunents of the Parties

Petitioner argues that the marks are sufficiently
simlar in that both begin with the word “WOOD’, the accent

being on that first syllable, and that the second syll able
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of both marks starts with the letter “F’. Also, both marks
have the word “SU TES" under the dom nant part of the
marks. Wth respect to the services, petitioner argues
that the parties are in direct conpetition offering
identical suite-type hotel services which appeal to
busi ness and leisure travelers. Further, petitioner
mai ntains that its mark is distinctive and strong, having
been used since 1986 with expansion of the chain to seven
states. In 1998, petitioner’s advertising and marketing
expenses were around $400,000. Wile petitioner admts,
brief, 8, that eight other hotels besides the parties’
facilities are using the term“WOOD" in their marks
(Wodmark Hotel, The Wodl ands, Wod Crest, Wodcreek, The
Whods, etc.), petitioner argues that these hotels are in
di fferent market areas and appeal to different custoners.
Petitioner also points to the testinony noted above of
seven w tnesses, including two hotel industry
prof essionals, who testified concerning instances of actual
confusion. Petitioner argues that famlies wth budget
constraints, especially with little tinme to decide where to
stay, are likely to be confused as a result of the
simlarities of the respective narks.
Respondent, on the other hand, contends that WOCODFI N

petitioner’s mark, is also a conmon surnane. It is

10
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respondent’s position that the simlarities in the marks
are outwei ghed by their inportant differences in sight,
sound and neaning. Further, respondent argues that the
term“WOOD"” is in common use in the hotel industry and is
i ncluded in nunerous marks for hotels. Thus, the term
“WOOD' per se is weak, according to respondent, and
purchasers will look to other parts of the marks to

di stingui sh them

Respondent al so maintains that there is no support for
petitioner’s argunent that hotel custoners are not
sophi sticated, the cost of a hotel stay being significant.
Wth respect to any alleged strength of petitioner’s marks,
respondent contends that petitioner has not identified its
mar ket share and that there is no direct evidence of
consuner recognition of petitioner’s marks. Further,
petitioner has not identified what portion of its sales and
advertising is directed to the WOODFI N SU TES chai n as
opposed to petitioner’s hotels operating under the nmark
CHASE SUI TES BY WOODFI N.

Respondent mai ntains that, despite over five years of
direct conpetition in an overl apping market (in Chio),
there is no credi ble evidence of actual confusion.
Respondent criticizes petitioner’s evidence on this issue

because petitioner’s wi tnesses were unable for the npst

11
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part to provide nanmes of allegedly confused persons and
could not state that the callers or guests were confused by
the marks of the parties. Respondent argues that there are
a nunber of explanations for the m stakes other than nane
confusion. Also, sone instances of alleged confusion were
merely inquiries of relationship, while other incidents

i nvol ved people who were not potential custoners of hotel
servi ces.

Finally, respondent argues that petitioner
unreasonably delayed in asserting its rights in this
proceedi ng and that respondent has suffered materi al
prejudice as a result of this delay. Respondent points to
the mllions of dollars spent acquiring and advertising new
properties of its hotel chain. Because respondent built up
a val uabl e busi ness since the date of publication of its
mar k, opened new facilities, increased its sal es and
i ncurred substantial advertising expenses, respondent
argues that petitioner’s claimis barred under the doctrine
of laches. This doctrine applies, according to respondent,
because confusion is not inevitable in this case.

Wth respect to this defense, petitioner counters
that, while it put respondent on notice in 1990 with its
cease and desist letter, at that tine the trade areas of

the parties did not overlap. Petitioner argues that

12
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respondent shoul d have known that, once respondent noved
into overl appi ng market areas, which respondent did with
t he opening of the Cincinnati facility in January 1997,
petitioner would again object. 1In any event, inits brief
petitioner explains that, while it |earned, in January
1991, of the filing of the application that matured into
the registration herein sought to be cancelled, in early
1995 when respondent’s mark was published for opposition,
petitioner’s counsel was not reviewing the Oficial Gazette
for conflicting marks. Finally, petitioner argues that the
defense of |aches does not apply in any event because
confusion is inevitable in this case.

Opi ni on

We nmake our determ nation of |ikelihood of confusion
on the basis of those of the du Pont? factors that are
rel evant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used, or are intended to be used. See Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

2Inre E |. du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).

13
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USPQ 24 (CCPA 1976); and In re Azteca Restaurant
Enterprises, Inc., 50 USPQd 1209 (TTAB 1999).

Turning first to the services, the respective hote
services are, for our purposes, legally identical.

Mor eover, the evidence reflects that both parties are
offering suite-type |odging services, sonetinmes even in the
sane state. Furthernore, the classes of purchasers--

busi ness travel ers and | ei sure weekend travel ers--are the
sane. Even so, hotel services are sonmewhat expensive and
are purchased with sone degree of care.

Concerni ng the marks--WODFI N and WOODFI N SUI TES and W
desi gn, on the one hand, and WOODFI ELD SUl TES and tree
design, on the other-—these marks are different in sound
and appearance. Wile both marks begin with the sanme six
letters (“WOODFI..”), the second syllable in each mark is
distinctly different in sound and appearance. Al so, each
mar k conveys the connotation of a different surnanme, and
each has a different design elenment. Also, since generic
and di scl ai med portions of marks are entitled to little
wei ght in the |ikelihood-of-confusion analysis, the
identity of that part of the respective marks (" SU TES")
has little bearing on the question of the simlarity of the
marks. See In re National Data Corp., 753 F.2d 1056, 224

USPQ 749, 751 (Fed. Cir. 1985).

14
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Wil e petitioner argues that its mark is a strong one,
this record does not support this contention. Petitioner’s
own testinony shows that petitioner operates a “very snal
chain,” and, except for the first hotels, petitioner’s
record is not clear on how |l ong the other hotels have been
operating. Also, petitioner has not denonstrated its
relative market position, or otherw se adequately
denonstrated the strength of its mark. And, as respondent
has pointed out, it is not clear if the advertising figures
petitioner has made of record include the Chase Suites by
Wodfin chain as well. The nunber two ranking in a survey
of all-suites hotels, furthernore, does not prove that this
“very small chain” is well-recognized anong the rel evant
public. Moreover, petitioner has admtted the existence of
ot her “WOOD" -prefixed marks for hotel services.
Accordingly, we agree with respondent that, considering
that some degree of care is used in the selection of a
hotel in which to stay, the respective narks are
sufficiently different such that confusion or mstake is
not |ikely.

We have considered the testinmony with respect to
al | eged i nstances of actual confusion. Mst of these
incidents did not involve potential purchasers of the

respective hotel services, or involved nere inquiries of

15
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any relationship or affiliation of the parties. See
Marshall Field & Co. v. Ms. Fields Cookies, 25 USPQd
1321, 1327 (TTAB 1992) and Toys “R’ Us, Inc. v. Lanps R Us,
219 USPQ 340, 346 (TTAB 1983). In any event, considering
the nunber of calls (over 25,000 calls per year, according
to petitioner’s witness Urell) or reservations nmade, the
nunber of alleged instances of actual confusion is
relatively isolated and snall.

Because we find no |ikelihood of confusion,
respondent’s affirmative defense of |aches need not be
consi dered. However, we observe that, even if we had
determ ned that confusion were |ikely, respondent’s
evi dence of substantial investnent and expenditures from
the date of publication of its mark (February 1995) to the
date the instant petition was filed (April 1997) would
appear to namke out a case of unreasonabl e delay and
substantial prejudice to respondent.

Al t hough respondent couches its affirmative defense in
terms of |aches, it appears nore accurate to say that the
defense is really one of acqui escence. Acquiescence
consi sts of the conbination of unreasonable delay on the
part of the plaintiff, who knew about the defendant’s
rights, plus material or substantial harmto the defendant

as a result of expenditure of resources attributable to the

16
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delay of the plaintiff in bringing its claim Laches and
acqui escence have been characterized as separate defenses,
whi ch, as explained by Professor MCarthy, can be

di sti ngui shed as foll ows:

To preserve sone semantic sanity in the
law, it is appropriate to reserve the
word "acqui escence" for use only in

t hose cases where the trademark owner
by affirmati ve word or deed, conveys
its inmplied consent to another. That

is, laches denotes a nerely passive
consent, while acqui escence inplies

active consent. MCarthy on Tradenarks
and Unfair Conpetition, supra at 8§
31.14 [1].

Wiile the nature of the consent may differ with respect to
| aches and acqui escence, a prim facie case of either
defense requires a show ng of unreasonable delay in
asserting one's rights agai nst another and nateri al
prejudice to the latter as a result of the delay. See
Lincoln Logs Ltd. v. Lincoln Pre-Cut Log Hones, Inc., 971
F.2d 732, 23 USPQd 1701, 1703 (Fed. Cir. 1992) and Hitach
Metals International, Ltd. v. Yamakyu Chai n Kabushi Ki

Kai sha, 209 USPQ 1057 (TTAB 1981). 1In an opposition or
cancel | ati on proceedi ng, the determ nation of whether a
period of delay is unreasonable is nmeasured fromthe date
the application for registration is published for

opposition, rather than fromthe date of use of the mark.

17
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Nati onal Cable Tel evision Association, Inc. v. Anmerican

C nema Editors, Inc., 937 F.2d 1572, 19 USPQ2d 1424 ( Fed.
Cir. 1991). It is respondent's burden to show an

unr easonabl e del ay and prejudice fromthat delay since the
date of publication. See Marshall Field & Co. v. Ms.

Fi el ds Cooki es, supra.

During the period of tinme from publication of the mark
until the filing of the petition, respondent’s “aggressive
devel opnent” resulted in entering into contracts to acquire
| and for three new hotels and building four, at a cost of
over $5% mllion. Al so, respondent and its subsidiaries
spent over $%2mllion advertising the WOODFI ELD SU TES
chain during this period and spent over $9 nmillion on
vari ous non-advertising operating expenditures. Suffice it
to say that, had we found |ikelihood of confusion, the
evi dence of record would appear to nake out a case of
acqui escence.

Deci sion: The petition for cancellation is dismssed.
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