THIS DISPOSITION IS NOT _ Mailed:
CITABLE AS PRECEDENT April 4éu2c?1%?
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Video Gam ng Technol ogi es, Inc.

Serial No. 78294596

Mel inda B. Buurma of Howard & Howard Attorneys, P.C for
Vi deo Gam ng Technol ogi es, Inc.

Chri st opher L. Buongi orno, Trademark Exam ning Attorney, Law
O fice 102 (Thomas V. Shaw, Managi ng Attorney).

Bef ore Qui nn, Hohein and Bucher, Adm nistrative Tradenmark
Judges.

Opi nion by Bucher, Adm nistrative Trademark Judge:

Vi deo Gami ng Technol ogi es, Inc. seeks registration on
the Principal Register of the mark LUCKY LEPRECHAUN
(standard character draw ng) for goods identified in the
application, as anended, as foll ows:

conput er software and/or firmvare for
operating ganes of chance on any conputeri zed
pl atform nanely, dedicated gam ng consol es,
vi deo and reel based slot machi nes, and video
lottery term nals; gam ng devices, nanely,
gam ng machi nes, sl ot machi nes, conputerized
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bi ngo machines with or w thout video output”
in International Cass 9.°

This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
register this mark based upon Section 2(d) of the Trademark
Act, 15 U. S.C. § 1052(d). The Trademark Exam ni ng Attorney
has found that applicant’s mark, when used in connection
with the identified goods, so resenbles the mark
LEPRECHAUN’S GOLD (standard character drawi ng) registered for
goods identified as “currency and credit operated sl ot
machi nes and gam ng devi ces, nanely, gam ng machi nes for use
in gam ng establishnents” also in International Cass 9, as
to be likely to cause confusion, to cause m stake or to
decei ve. ?

Appl i cant and the Trademark Exam ning Attorney have
fully briefed the case, but applicant did not request an
oral hearing. W affirmthe refusal to register.

Appl i cant argues that the marks are distinguishable in
sight, sound, neaning and commercial inpression when

considered in their entireties; that the channels of trade

! Application Serial No. 78294596 was filed on Septenber 1,
2003 based upon applicant’s allegation of a bona fide intention
to use the mark in comerce. In an Arendnent to Allege Use filed

on April 25, 2005, applicant clainmed first use of the mark on

t hese goods anywhere and first use in commerce at | east as early
as Sept enber 1999.

2 Reg. No. 2610753 issued to WWS Ganing Inc. on August 20,
2002, based upon allegations of use in comerce since at |east as
early as Cctober 1, 2001.
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are dissimlar; that the consuners are highly sophisticated
purchasers who are not likely to be confused as to the
source of the respective goods marketed under these marks;
and that the marks have coexisted for four years with no

i nstances of actual confusion.

By contrast, the Trademark Exam ning Attorney concl udes
that the two marks create sim|lar commercial inpressions;
that both marks wll be used to identify gam ng machi nes and
sl ot machines; and that applicant and registrant will likely
sell these simlar goods through the sanme trade channels to

t he sane cl asses of purchasers.

Likelihood of confusion

Qur determ nation under Section 2(d) is based upon an
analysis of all of the facts in evidence that are rel evant
to the factors bearing upon the issue of |ikelihood of

confusion. Inre E. |I. du Pont de Nemours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel ationship of the

goods or services. Federated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).
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The marks

Accordingly, we turn first to the du Pont factor
focusing on the simlarity of the marks in their entireties
as to appearance, sound, connotation and comrerci al

i npression. See PalmBay Inports Inc. v. Veuve O icquot

Ponsardi n Mai son Fondee En 1772, 396 F.3d 1369, 73 USPQd

1689, 1692 (Fed. Cir. 2005). Applicant argues that even

t hough the marks both contain the word LEPRECHAUN ( or
LEPRECHAUN S), when conpared in their entireties, these

mar ks are not confusingly simlar.

When viewed in a side-by-side conmparison, registrant’s
mar k contai ns the possessive formof the word “| eprechaun’ s”
whil e applicant’s mark does not, the placenent of the word
LEPRECHAUN[ ' S] is inverted and the respective marks include
di fferent secondary terns.?

However, we agree with the Trademark Exam ni ng Attorney

t hat when considered in their entireties, the respective

3 As the Trademark Examining Attorney correctly points out, a

si de- by-si de conparison is not the proper test to be used in
determ ning the issue of |ikelihood of confusion inasnmuch as it
is not the ordinary way that custoners will be exposed to the
marks. Instead, it is the simlarity of the general conmercial
i mpressi on engendered by the marks that nust determ ne, due to
the fallibility of nmenory and the conconitant |ack of perfect
recall, whether confusion as to source or sponsorship is likely.
Accordingly, at least with respect to ordinary purchasers, they
normal ly retain a general rather than a specific inpression of
marks. See Envirotech Corp. v. Solaron Corp., 211 USPQ 724, 733
(TTAB 1981); Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106,
108 (TTAB 1975); and G andpa Pidgeon’s of M ssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573, 574 (CCPA 1973).

- 4 -
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marks are quite simlar in connotation and commerci al

i npression due to the shared presence of the term
LEPRECHAUN[ ' S]. This term appears, at worst, to be slightly
suggestive when used in connection with gam ng nachi nes.
Wil e the respective marks nust be considered in their
entireties, it is nevertheless proper to recognize that one
feature of a mark may be nore significant in creating a
comercial inpression. Geater weight is given to that

dom nant feature in determ ning whether there is a

I'i kel ihood of confusion. See In re National Data Corp., 753

F.2d 1056, 224 USPQ 749 (Fed. Cr. 1985); and Tektroni X,

Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 ( CCPA

1976). Application of these standards to the instant case
indicates that the substantially identical term
LEPRECHAUN LEPRECHAUN S creates such strong i nagery that the
connot ati ons associated with | eprechauns dom nate both
mar ks.

Even the secondary ternms in these marks fail to
di stinguish the marks as to connotation or commerci al
i npression. The Trademark Exam ning Attorney argues froma
series of third-party registrations that these two secondary
ternms are widely-used terns in nam ng ganes of chance in

applicant’s and registrant’s fields of gam ng:
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Ternms such as “lucky” and “gold” are w dely

used within the gami ng and casino industries

to pronote ganes of chance and are unlikely

to be perceived as additional source

i ndi cators that woul d di stinguish both marks.

Moreover, in the specific context of these conposite

mar ks, the secondary terns actually create sim/lar neani ngs
and comrercial inpressions. |In applicant’s mark, the word
LUCKY calls to mnd the idea that |eprechauns are said to
gi ve humans objects which bring “luck” or good fortune.* W
notice that the trade dress on applicant’s gam ng machi ne

shows the image of a | eprechaun’s head

in the sane frane as an overfl ow ng pot

of gold. Simlarly, while the neaning
and comrercial inpression created by the registered mark is
dom nated by the identical term LEPRECHAUN S, the addition
of the word GOLD calls to mnd the sane idea, nanely, that

| epr echauns have hidden pots of gold. The trailing word
GOLD reinforces the dom nant mythol ogi es surroundi ng

| eprechauns but creates no disparate imgery to inpact the

meani ng or commercial inpression of the registered nmark.

4 We take judicial notice of dictionary entries for the word
“l eprechaun”: “2. a conventionalized literary representation of
this figure as an old man who will reveal the |location of a

hi dden crock of gold to anyone who catches him” THE RANDOV HOUSE
Di CTI ONARY OF THE ENGLI SH LANGUAGE ( Second Edition, Unabridged, 1987),
p. 1102; “a m schievous elf of Irish folklore usu. conceived as a
shoemaker and believed to reveal the hiding place of treasure if
caught.” WEBSTER S THI RD NEW | NTERNATI ONAL D1 CTI ONARY OF THE ENGLI SH
LANGUAGE (Unabri dged 1993), p. 1295.
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The goods

Applicant is right in arguing that the respective goods
are not necessarily related sinply because they coexist in
the sane broad industry. As argued by applicant,
registrant’s involved goods carrying the LEPRECHAUN S GOLD
mark are three-reel “slot machines” — class-3 devices for
Las Vegas-style casinos. W also accept as true applicant’s
representations that its LUCKY LEPRECHAUN machi nes are
cl ass-2 devices. Nonetheless, that is not the end of our
inquiry on the du Pont factor focusing on the relationship
of the goods.

As our primary review ng court has often stated, the
question of likelihood of confusion is determ ned on the
basis of the identification of goods and services set forth
in the application and registration, rather than on the
basi s of what evidence m ght show the actual nature of the

goods and services or purchasers to be. See J&J Snack

Foods Corp. v. MDonald s Corp., 932 F.2d 1460, 1464, 18

USPQ2d 1889 (Fed. Cir. 1991); and Octocom Systens Inc. v.

Houst on Conputers Services Inc., 918 F.2d 937, 942, 16

UsP@d 1783 (Fed. Gr. 1990).
There are no limtations in applicant’s identification
of goods as to classes of machines. |In fact, on its face,

applicant’s identification of goods is broad enough to

-7 -
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i ncl ude both class-2 (electronic bingo) and class-3
(el ectronic slot machine) gam ng devices. Mdreover, it
stands to reason that over the years, technol ogy continues

to blur the distinctions between these cl asses of nmachi nes.

Channels of trade

In its appeal brief, applicant states that the gam ng
industry is highly regulated, and argues that as a result,
the trade channels for these types of nachines are
different. However, neither applicant’s nor registrant’s
identifications of goods are restricted as to trade channel s
or classes of purchasers, so we nust presune that the goods
move through the sane or simlar trade channels to the sane
or simlar classes of purchasers. Additionally, the record
contains no evidence to denonstrate how the operation of
these different classes of regul ated nmachi nes nove to
casi nos, bingo parlors, etc., and exactly what inpact, if
any, that woul d have on the trade channels or classes of

purchasers for the respective goods herein.

Sophisticated purchasers and users

As an additional consideration, applicant contends that
confusion is unlikely because purchasers of gam ng nmachi nes
are know edgeabl e, sophisticated consuners who are famliar

wth the industry, with the different classes of gam ng

- 8-
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devices, and with the manufacturers and vendors of equi pnent
that they are accustoned to dealing with. As noted by
applicant, “[T]he cost of these goods range in the thousands
of dollars and are not the type of goods that would be
purchased casually by ...ordinary consuners.”

Assum ng that at |east sonme purchasers of gam ng
machi nes are highly sophisticated and di scrimnating
consuners, we observe that the fact that consuners may
exercise care or thought in choosing the respective products
“does not necessarily preclude their mstaking one trademark
for another” or that they otherw se are entirely inmune from

confusion as to source or sponsorship. Wncharger Corp. v.

Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA 1962).

See also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988);

and Inre Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB

1983). Here, the overall comrercial inpressions engendered

by applicant’s LUCKY LEPRECHAUN mark and registrant’s

LEPRECHAUN S GOLD mark are so simlar, due to the shared

i mgery derived fromthe term LEPRECHAUN ' S], that the

cont enpor aneous use thereof in conjunction wi th gam ng

machines, is likely to cause confusion, even anong

know edgeabl e and di scrim nating consuners of such goods.
We find, however, that even if the initial purchasers

of applicant’s gam ng devices are professional, careful

-9 -
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purchasers (for exanple, enployees or agents of casinos,

bi ngo parlors and other gam ng establishnents), the cl asses
of consuners for applicant’s and registrant’s gam ng devi ces
al so include the ultimate users of such gam ng devi ces,

i.e., the patrons of the casinos and other gam ng

est abl i shnments who encounter and use applicant’s and

registrant’s gamng devices. See In re Artic Electronics

Co., Ltd. 220 USPQ 836 (TTAB 1983) [al though the initial

purchasers, i.e., owners of arcades, are sophisticated and
careful purchasers of arcade ganes, in determning

I'i kel i hood of confusion, consideration nust also be given to
the ultimate users of the arcade ganes, i.e., the arcade’s
custoners who are the end users of the goods].

Simlarly in this case, in determning |ikelihood of
confusion, the classes of purchasers for applicant’s and for
regi strant’s gam ng devices include not only the
sophi sticated initial purchasers of the gam ng devices
t hensel ves, i.e., casinos and other gam ng establishnents,
but also must include the ultimate users of such gam ng
devices, i.e., ordinary custoners of bingo parlors and
casinos. Gven the fact that slot machines, electronic
bi ngo ganmes and other gam ng devices require a relatively
smal | financial commtnent to begin play, these ultinate

users of gam ng devices nmust be deenmed to be ordinary

- 10 -
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consuners and inpul se purchasers who do not exercise nore
than an ordinary degree of care in deciding to play gam ng
devices in a casino or other gam ng establishnment.
Applicant’s detail ed description of the quirky behavior of
ganblers contained in its briefs does not convince us

ot herwi se. And while we have no evidence as to different
cl asses of custoners, even if we should accept applicant’s
position that it and registrant are marketing different

cl asses of nmachi nes, we nust conclude that casino patrons
pl aying a cl ass-3 gane betting against the house are al so
likely at sonme point to be users of class-2 bingo ganes

pl ayi ng agai nst ot her players.

Contemporaneous use without actual confusion

As to the du Pont factor dealing with the length of
time during and conditions under which there has been
concurrent use w thout evidence of actual confusion,
applicant points to four years of coexistence w thout any
actual confusion. However, we have no evi dence that these
respective marks have ever been used contenporaneously in
t he sanme geographical area. As to whether there has been
sufficient opportunity for confusion to occur, the record
contains no indication of the |evel of sales or advertising

by applicant. The absence of any instances of actual
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confusion is a neaningful factor only where the record
indicates that, for a significant period of time, an
applicant’s sales and advertising activities have been so
appreci able and continuous that, if confusion were likely to
happen, any actual incidents thereof would be expected to
have occurred and woul d have come to the attention of one or
both of these trademark owners. Simlarly, we have no

i nformati on concerning the nature and extent of registrant’s
use, and thus we cannot tell whether there has been
sufficient opportunity for confusion to occur, as we have
not heard fromthe registrant on this point. Al of these
factors materially reduce the probative value of applicant’s
argunent regarding asserted | ack of actual confusion.
Therefore, applicant’s claimthat no instances of actual
confusi on have been brought to applicant’s attention is not

i ndi cative of an absence of a likelihood of confusion. See

Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774

(TTAB 1992). In any event, we are m ndful of the fact that
the test under Section 2(d) of the Act is likelihood of

confusi on, not actual confusion.

Conclusion

After careful consideration of the relevant du Pont

factors, we concur with the Trademark Exam ning Attorney’s
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conclusion that a Iikelihood of confusion exists.
Prospective purchasers and users are |likely to assune,
incorrectly, that applicant’s LUCKY LEPRECHAUN gam ng

machi nes are produced by the sane entity that produces
registrant’s LEPRECHAUN S GOLD gam ng nmachi nes. Even
assum ng that custoners of gam ng nmachi nes renenber the

di fferences in sound and appearance between these respective
marks, it is still the case that the suggestive term
LEPRECHAUN, when conbined with the respective secondary
terns, results in marks that overall are so simlar that,

for exanple, consuners famliar with registrant’s
LEPRECHAUN S GOLD nmark for gam ng machi nes coul d reasonably
assume, upon encountering applicant’s LUCKY LEPRECHAUN mar k
for gam ng machi nes, that applicant’s goods constitute a new
or additional line of gam ng machines fromregistrant.
Confusion as to origin or affiliation is therefore likely to
occur fromthe contenporaneous use of these respective marks
in connection with identical and otherw se closely related

goods.

Deci sion: The refusal under Section 2(d) of the Act is

hereby affirnmed.



