IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

ROYAL G ST-BROCADES N. V., et al.: CIVIL ACTI ON
V.

SI ERRA PRODUCTS LTD., et al. ; NO. 97-1147

MEMORANDUM

WALDMAN, J. August 11, 1999

I. Introduction

Presently before the court is defendants' renewed

motion to dismss pursuant to Fed. R GCv. P. 12(b)(2) for lack

of personal jurisdiction and for forum non conveni ens.

1. Backgr ound

Plaintiffs Royal G st-Brocades N V., G st-Brocades
B.V., G st-Brocades Food Ingredients, Inc. (GBFl) (collectively,
the G st-Brocades plaintiffs) and Lall emand USA, Inc. have
asserted cl ai ns agai nst defendants Sierra Products Ltd. (Sierra),
Ranks Managenent Inc. (Ranks), Gem ni Packaging Ltd. (Gem ni),
Regi nal d Stranks and Breadw nner's Baki ng Goods Ltd.
(Breadwi nner's) for federal trademark infringenent (Counts | and
I1); comon |aw trademark infringement (Count I11); unfair
conpetition under the Lanham Act (Count VI); conmon |aw unfair
conpetition (Count VII); breach of contract (Count |X); and,

breach of fiduciary duty (Count X). Plaintiffs also assert a



separate breach of contract claimagainst defendants Sierra,
Ranks, Gem ni and Stranks (Count VIII).

The G st-Brocades plaintiffs have al so asserted cl ains
against all defendants for dilution in violation of the Lanham
Act, 15 U. S.C. § 1125(c)(Count V), and injury to business
reputation and dilution under Pennsylvania | aw (Count V).

These plaintiffs also assert a claimagainst Sierra and Stranks
for msrepresentation (Count Xl).

Plaintiffs essentially allege that Sierra breached an
exclusive distribution agreenent to market GBFI yeast products in
effect fromJuly 1989 through June 1995; wongfully registered in
Canada and the United States for its own benefit the mark BAKI PAN
and used it in conjunction wwth GBFlI’s trade dress and "fanci ful
chef" mark to market other products; msused plaintiffs' FERM PAN
mark in distributing other products in Canada and the United
States; and, with the connivance of other defendants, effectively
converted the goodw || associated with their FERM PAN and
“fanci ful chef" marks to the BAKI PAN nmark.

Def endants noved to dism ss pursuant to Fed. R Cv. P.

12(b) (2) and for forum non conveniens. The court found that

personal jurisdiction existed as to Sierra and Gem ni but

deferred a forum non conveni ens determ nati on and deni ed the

notion w thout prejudice to renew foll ow ng conpl etion of

jurisdictional discovery requested by plaintiff regarding



def endants Ranks, Stranks and Breadw nner's.! The court did
observe, however, that Pennsylvani a appeared to have "virtually
no interest” in adjudicating plaintiffs' clains as none of the
parties were Pennsylvania citizens and the only plaintiff which
ever was a Pennsylvania citizen was a defunct corporation the
conti nui ng exi stence of which, if any, arose solely by virtue of
Del aware |l aw, and as plaintiffs did not aver that any allegedly
i nfringing product was marketed in Pennsylvania. The court also
noted that plaintiffs were considerably nore likely to obtain
full and effective relief in the British Colunbia courts in which
they had filed parallel clains and that the British Col unbia
courts appeared to be far nore convenient for a majority of the
identified wtnesses.

After several extensions, jurisdictional discovery was

conpl eted and def endants have renewed their notion.

! A court nust first determine that it has personal
jurisdiction before resolving a notion to dismss for forum non
conveniens. See Albion v. YMCA Canp Letts, 171 F.2d 1, 2 (1st
CGr. 1999); Syndicate 420 at Lloyds London v. Early Anmerican |ns.
Co., 796 F.2d 821, 827 n.8 (5th Cr. 1986) (normally "District
Court nust first determne that it possesses both subject matter
and in personamjurisdiction before it resolves a forum non
conveni ens notion"); Powerview Technol ogies Corp. v. Ovid
Technologies, Inc., 993 F. Supp. 1467, 1470 (M D. Fla. 1998);
Pyrenee, Ltd. v. Wwcom Commodities, Ltd., 984 F. Supp. 1148, 1160
n.10 (N.D. IIl. 1997) ("[a] court may not exercise its discretion
to dismss a lawsuit under the doctrine of forum non conveni ens
unl ess it possesses jurisdiction over both the litigation and the
parties").




I1l. Legal Standards

Once a defendant asserts |ack of personal jurisdiction,

the burden is upon the plaintiff to make at |least a prina facie

showi ng with sworn affidavits or other conpetent evidence that

such jurisdiction exists. Tinme Share Vacation Cub v. Atlantic

Resorts, Ltd., 735 F.2d 61, 66-67 n.9 (3d Cr. 1984); Leonard A

Fi neberg, Inc. v. Central Asia Capital Corp., 936 F. Supp. 250,

253-54 (E.D. Pa. 1996); Mydern Mailers, Inc. v. Johnson & Quin,

Inc., 844 F. Supp. 1048, 1051 (E.D. Pa. 1994). To nmake such a
showi ng, a plaintiff nust denonstrate "with reasonabl e
particularity" contacts between the defendant and the forum
sufficient to support an exercise of personal jurisdiction.

Mel | on Bank (East) PSFS Nat’'l Assoc. v. Farino, 960 F.2d 1217 (3d

Cr. 1992). Merely re-stating the allegations in the pleadings
does not enable a plaintiff to withstand a Rule 12(b)(2) notion.

Ti mre Share Vacation Cub, 735 F.2d at 66.

Ceneral personal jurisdiction may be established by
show ng that a defendant conducts a continuous and systematic

part of its business in the forum Fields v. Ranada I nn, 816 F

Supp. 1033, 1036 (E.D. Pa. 1993). Contacts are continuous and

systematic if they are "extensive and pervasive." 1d.
Specific personal jurisdiction may be established by

showi ng that a defendant undertook some action by which it

purposefully availed itself of the privilege of conducting



activities wthin the forum thus invoking the benefits and

protections of the laws of the forum Hanson v. Denckla, 357

U S 235, 253 (1958). To invoke specific jurisdiction, a
plaintiff’s cause of action nust arise fromor relate to the
defendant's forumrel ated activities, such that the defendant
shoul d reasonably anticipate being haled into court in the forum

Hel i copteros Naci onales de Columbia, S.A. v. Hall, 466 U S. 408,

414 n. 8 (1984); Worldw de Vol kswagen Corp. v. Wodson, 444 U.S.

286, 297 (1980); North Penn Gas Co. v. Corning Natural Gas Corp.

897 F.2d 687, 690 (3d Gir.), cert. denied, 498 U S. 847 (1990).

A determ nation of whether sufficient mninmmcontacts exi st
essentially involves an exam nation of the relationship anong the

defendant, the forumand the litigation. Shaffer v. Heitner, 433

U S. 186, 204 (1977).

Once a showi ng of sufficient mninmumcontacts has been
made, a court may find that an exercise of personal jurisdiction
is neverthel ess inconpatible with due process upon the
presentation of conpelling evidence of other factors which would
make an order requiring a defendant to litigate in the chosen
foruminconsistent wwth "fair play and substantial justice." See

Vetrotex Certainteed v. Consolidated Fiber glass, 75 F.3d 147,

150-51 (3d Cir. 1996); D Alneida v. Stork Brabant B.V., 71 F.3d

50, 51 (1st Cr. 1995), cert. denied, 517 U S. 1168 (1996); G and

Entertai nnent Group, Ltd. v. Star Media Sales, Inc., 988 F.2d




476, 481 (3d Gr. 1993). The factors generally considered are
the burden on the defendant to litigate in the forum the
interest of the forumstate in the litigation, the plaintiff's
interest in obtaining neaningful relief, the general interest in
obtai ning efficient resolution of controversies and any nutual
interest of the various states in furthering any rel evant
underlying social policies. 1d. at 483.

Whet her a consideration of these factors is optional or

mandatory is not altogether clear. See Pennzoil Products Co. V.

Colelli & Associates, 149 F.3d 197, 201, 205-06 (3d G r. 1998)

(stating that "a court may inquire" and "has the option of
eval uati ng whet her exercising jurisdiction conports with notions

of ‘fair play and substantial justice but this analysis "need
only be applied at a court’s discretion” while noting "we have

referred to its application as mandatory"). See also Burger King

Corp. v. Rudzewi cz, 471 U. S. 462, 477 (1985) ("courts in

appropriate cases may evaluate" fair play and substantial justice
factors).

That a court has personal jurisdiction over an all eged
conspirator does not confer jurisdiction over an all eged co-
conspirator which does not itself have sufficient m ninmum

contacts with the forum Murray v. National Football League,

1996 W. 36391, *15 (E.D. Pa. June 28, 1996); Hawkins v. Upjohn

Co., 890 F. Supp. 601, 608-09 (E.D. Tex. 1994).



The forum contacts of a corporate defendant may be
attributed to a subsidiary or other related corporation when one

is the alter ego of the other. Brooks v. Bacardi Rum Corp., 943

F. Supp. 559, 562 (E.D. Pa. 1996); Select Creations, Inc. v.

Pal afito Anmerica, Inc., 852 F. Supp. 740, 774 (E.D. Ws. 1994);

Hopper v. Ford Motor Co.., Ltd., 837 F. Supp. 840, 844 (S.D. Tex.

1993) Nat. Precast Crypt v. Dy-Core of Pa., Inc., 785 F. Supp.

1186, 1194-95 (WD. Pa. 1992); U.S. v. Arkwight, Inc., 690 F

Supp. 1133, 1138-39 (D.N.H 1988). That two corporate entities
have a close relationship or coordinate and cooperate with each
ot her, however, does not denonstrate alter ego status. Katz v.

Princess Hotels Intern., Inc., 839 F. Supp. 406, 410-11 (E D. La.

1993); Hopper, 837 F. Supp. at 844. The disregard of corporate
i ndependence or the exercise of pervasive control by one over the
ot her can be sufficient to show alter ego status for the purpose
of inputing forumcontacts. Brooks, 943 F. Supp. at 562-63.

When considering a notion to dismss for forum non

conveniens, there is normally a strong presunption in favor of

the plaintiff’s choice of forum Piper Aircraft Co. v. Reyno,

454 U. S. 235, 255 (1981). That presunption is clearly not
concl usi ve, however, or there would be no requirenent that other
factors al so be consi dered.

Before entertaining a dismssal, the court nust

deternmine if there exists an adequate alternative forumto hear



the case. This requirenent is satisfied "when the defendant is

anmenable to process in the other jurisdiction.” Lacey v. Cessna

Aircraft Co., 932 F.2d 170, 180 (3d Cr. 1991). |If there is an

adequate alternative forumand the case nay be heard there, the
court exam nes and wei ghs several private and public interest

factors. See @ulf Gl Corp. v. Glbert, 330 U S. 501, 508-09

(1947). See also Piper Aircraft, 454 U S. at 241 & n.6; Lacey,

932 F.2d at 180.

The pertinent private interest factors include relative
ease of access to sources of proof; availability of conpul sory
process for attendance of unwilling w tnesses; the cost of
obt ai ning attendance of wlling wi tnesses; and, all practical
problens that make a trial of a case easier, nore expeditious and
| ess expensive. The pertinent public interest factors include
the admnistrative difficulties flowng fromcourt congestion;
the "local interest in having localized controversies deci ded at
honme"; the interest in having the trial in a forumthat is at
home with the law that nust govern the action; the avoi dance of
unnecessary problens in conflict of laws or in application of
foreign | aws; and, the unfairness of burdening citizens in an
unrelated forumwth jury duty. The novant nust show that these

factors, when bal anced, decidedly lean in favor of trying the

action in an alternative forum | d.



V. Facts

Most of the pertinent facts are undi sputed, although
the parties obviously draw different conclusions fromthem
Where the versions of the parties differ, the court assunes to be
true plaintiffs' assertions for purposes of the instant notion.

The four corporate defendants are incorporated under
the aws of British Colunbia of which M. Stranks is also a
citizen. M. Stranks is president of all four corporate
defendants. Gemni is wholly owned by Ranks. Ranks, with the
exception of one common stock share held by Sierra, is wholly
owned by a nunbered conpany, the shares of which are owned in
equal proportions by M. Stranks and famly nenbers Tim Stranks,
Robert Stranks, David Stranks and Lydia Stranks. Ranks fornerly
owned a partial interest in Sierra. Sierra is now wholly owned
by Stranks Managenent, which is not a party to this case.
Presently, Gemni "primarily" manufactures and sells soap.
Breadw nner's packages and sells yeast. Sierra buys cling wap
and sells it to a single purchaser whose identity is not readily
apparent fromthe record.

Royal G st-Brocades N. V. and G st-Brocades B.V. are
Dutch corporations with rights to the FERM PAN and fanci ful chef
mar ks. GBFI was incorporated in Delaware as a subsidiary of
Royal G st-Brocades and had its principal place of business in

King of Prussia, Pennsylvania until its dissolution on Decenber



27, 1995. Lallemand USA is a Del aware corporation with its
princi pal place of business in New Hanpshire. It is a subsidiary
of a Canadi an corporation. In February 1995, Lallemand purchased
the G st-Brocades plaintiffs' North American baking ingredients
busi ness and acquired a license for the use of their marks.

Lal  emand owns a license to use the FERM PAN mark to sell baker's
yeast .

From 1984 through 1995, Sierra was the G st-Brocades
plaintiffs' exclusive Canadian retail distributor of FERM PAN
yeast in small sachets. Until 1989, the G st-Brocades plaintiffs
packaged their yeast in small sachets of their own design. This
i ncluded the "fanciful chef" design for which the G st-Brocades
plaintiffs held a Bel gi unf Net herl ands/ Luxenbourg trademark since
1984 as part of what they describe as an adaptation of
plaintiffs' existing trade dress. Beginning in 1989, Sierra was
responsi bl e for packaging the G st-Brocades plaintiffs' yeast.

Wt hout plaintiffs' know edge or perm ssion, Sierra
began selling oat bran and ot her baki ng products in Canada and
the United States in 1987 using a copy of the G st-Brocades
plaintiffs' trade dress, under the brand nane BAKI PAN for which
Si erra had obtai ned Canadi an and then United States trademark
registrations. The G st-Brocades plaintiffs agreed that from
1989 onward, Sierra could distribute their yeast using the nane

BAKI PAN. They did not know that Sierra had al ready obtai ned

10



regi strations for the BAKI PAN mar k.

M. Stranks suggested that Sierra's use of the BAKI PAN
mark in selling the G st-Brocades plaintiffs' yeast woul d benefit
t hem because BAKI PAN was sufficiently simlar for custoners to
associate it wwth FERIM PAN but sufficiently different that
detail ed agreenents regarding Sierra' s use of the FERM PAN mar k
woul d not be required. M. Stranks told the G st-Brocades
plaintiffs that "[w] e have searched both Canadian and U. S. A
trademarks and find that the nane 'Baki pan' is available,"”
without informng themthat Sierra had already registered the
BAKI PAN mark and was distributing baking products under that
nane.

Prior to the sale to Lallemand, Sierra increased its
purchases of yeast fromthe G st-Brocades plaintiffs because of a
desire not to do business with Lallemand after its purchase of
the G st-Brocades plaintiffs' North American yeast business. At
least in part to avoid its obligations to plaintiffs, Sierra then
sold its yeast inventory to Breadw nner's which was organi zed for
t he purpose of buying Sierra’s yeast and continuing its yeast
busi ness.

Two days before the distributorship termnated, Sierra
sold its rights to the BAKIPAN mark and Sierra's version of the
fanci ful chef mark to Ranks in exchange for C$10. M. Stranks

signed the transfer agreenent on behalf of Sierra and Ranks. On

11



t he sane day, Ranks licensed back to Sierra use of the marks for
C$10. M. Stranks al so signed this agreenent on behalf of Sierra
and Ranks.

Ranks al so |icensed use of the BAKIPAN mark to
Breadw nner's which was then a nunbered conpany. A public
rel ease on Sierra |letterhead was thereafter distributed
announci ng the sale of Sierra' s yeast business to Breadw nner's.
The release listed Fred Mel enchuk as the contact person at
Breadw nner's. He was al so vice president of sales and marketing
for Sierra. M. Mlenchuk | ater becane a director of
Br eadwi nner's.

During the first year of its existence, M. Stranks was
not a director, officer or enployee of Breadwi nner’s. The sole
owner was Jerry Davis, a friend of M. Stranks. After the first
year, Stranks Managenent, a hol ding conpany not a party to this
action, purchased all of M. Davis's interest in Breadw nner's
for C$5,000. M. Stranks became the president, secretary and
sole director of Breadw nner's.

Ranks, Breadw nner's and Sierra shared enpl oyees and
war ehouse and packaging facilities, although the yeast was
apparently noved to a different part of the warehouse after
Sierra sold it to Breadwi nner's. Hourly enpl oyees often woul d
not know for which enployer they had performed work on a given

day. Their tine would |ater be allocated by the controller for

12



the three conpanies and billed to the conpany for which they were
deened to have worked. Salaried enployees would neet with the
conpani es' controller at the end of each nonth and estinmate how
many hours they had spent working for each corporation.

V. Di scussi on

A.  Personal jurisdiction
1. M ni mum Cont act s?

Br eadwi nner's

A successor corporation nmay be subject to personal
jurisdiction where the predecessor corporation was subject to
such jurisdiction and when the successor was organi zed in | arge
part to avoid the predecessor's obligations and liabilities. See

Bowers v. NETI Technologies, Inc., 690 F. Supp. 349, 361 (E.D.

Pa. 1988). The court in Bowers reasoned that a successor
corporation fornmed in large part so that a predecessor
corporation could avoid obligations and |iabilities reasonably
shoul d expect to be haled into court in a forumin which the
predecessor woul d have been subject to personal jurisdictionin a
lawsuit involving those obligations and liabilities. |d. See

also Duris v. Erato Shipping, Inc., 684 F. Supp. 352, 356 (6th

Cr. 1982) (corporations should not be allowed "to i nmmuni ze

2 Plaintiffs do not suggest that Ranks, Stranks or
Breadwi nner's are subject to this court's general personal
jurisdiction. They contend only that each defendant is subject
to specific personal jurisdiction.

13



t hensel ves by formalistically changing their titles"); CGoffe v.
Bl ake, 605 F. Supp. 1151, 1155-56 (D. Del. 1985).

Plaintiffs have presented evidence that Breadw nner's
was i ncorporated essentially for the purpose of continuing
Sierra's yeast business while avoiding its obligations and
potential liability to Lallemand as successor to GBFI. See Dep.
of R Stranks at 86-90, 190-94 & 210. Breadwinner's is
effectively the successor to Sierra's yeast business and in the
ci rcunst ances presented has sufficient mninmumcontacts with the
forumto support an exercise of personal jurisdiction.

Def endants argue that under Pennsyl vani a choi ce-of -l aw
rul es, Canadi an | aw shoul d govern whether Sierra and Gemni's
contacts with Pennsylvania can be attributed to Breadw nner's,
Ranks or M. Stranks. Plaintiffs and defendants have both
produced affidavits from Canadi an counsel summarizing their view
of when conpanies are properly considered alter egos and when a
corporate veil may be "lifted" under Canadian |aw. Predictably,
their views differ. Defendants assert that British Col unbi a
courts will "pierce the corporate veil" only "where there is a
show ng that the purpose of the corporation was 'fraud or

i nproper conduct.'" Plaintiffs assert that Canadi an | aw
regarding alter ego and successor liability is "no stricter than,
and in fact is substantially simlar to, United States | aw. "

The parties' discussion in this regard is in any event

essentially irrelevant to the question of personal jurisdiction.

The parties' discussion of the propriety of "piercing" or

14



"l'ifting" the corporate veil relates to issues of liability and
not personal jurisdiction. Wile "the |law of the state of
i ncorporation normally determnes issues relating to the internal

affairs of a corporation,” First Nat'l Gty Bank v. Banco Para el

Conerci o Naci onal de Cuba, 462 U. S. 611, 621 (1983), "[d]ifferent

conflicts principles apply . . . where the rights of third
parties external to the corporation are at issue.” |d. See also
Rest at enment (Second) of Conflict of Laws § 301.

The court can exercise personal jurisdiction over an
alien defendant if doing so would be consistent wwth Fed. R Cv.
P. 4 and due process under the United States Constitution. See

Fed. R Cv. P. 4(k); Sculptchair Inc. v. Century Arts, Ltd., 94

F.3d 623, 630-31 (11th Cr. 1996) (personal jurisdiction over
Canadi an defendants in trademark infringenent and unfair
conpetition action determ ned by sufficiency of defendants'
contacts with forumstate of Florida and requirenents of due

process under United States Constitution); Mrage Hotel -Casino v.

Caram 762 F. Supp. 286, 287 (D. Nev. 1991).3

3 As a practical matter, of course, any exercise of
personal jurisdiction over defendants would have to conmport with
notions of due process under Canadian |aw as plaintiffs concede
t hat a Canadi an court would have to enforce any judgnent agai nst
defendants. A foreign judgnent may be collaterally attacked in
the United States when the foreign court |acked personal
jurisdiction. See Ma v. Continental Bank, N. A, 905 F.2d 1073,
1075 (7th Cr.), cert. denied, 498 U S. 967 (1990). Simlarly,
t he exercise of personal jurisdiction over defendants in this
court could be subject to collateral attack in Canada. See Re
Redlich and Redlich, 47 D.L.R 4th 567, 571 (Sask. Q B. 1988).

15



Ranks

As noted, a parent's pervasive control over the
subsidiary can be sufficient to show alter ego status for the
pur pose of inputing forumcontacts. The parent's degree of

control, however, "nust be greater than normally associated wth

common ownership and directorship.” Arch v. Anerican Tobacco

Co., Inc., 984 F. Supp. 830, 837 (E.D. Pa. 1997). O herw se,

parent conpani es would invariably be subject to personal
jurisdiction based on their subsidiaries' forumcontacts.
Plaintiffs have produced evi dence, however, that Ranks did not
nmerely own the subsidiaries which plaintiffs allege acted
tortiously but also directly participated in the allegedly
tortious activities.

Ranks purchased Sierra's interests in the BAKI PAN nmark
and Sierra's version of the "fanciful chef" mark for a nom nal
sum and sinultaneously sold to Sierra for the sane nom nal suma
license permtting it to use the trademarks it had owned before
it sold themto Ranks. 1In essence, Sierra traded to Ranks a
per manent ownership interest in apparently valuable property in
exchange for perm ssion to use the sane property. It is
difficult to discern any valid business reason for two
i ndependent entities to engage in such a transaction and

def endant s have not suggested any.

16



The court concludes that there are sufficient mninum
contacts to exercise jurisdiction over Ranks.

Reqgi nal d Stranks

That M. Stranks nmay have recogni zed he literally could
becone involved in litigation by or against Sierra in this forum
does not constitute consent to be sued as an individual and
subject to a personal judgnent here. A defendant may be subj ect
to personal jurisdiction for acts done in his corporate capacity
if his role in the corporate structure was najor, his contacts
with the forumwere significant and his participation in the

al l eged tortious conduct was extensive. See TJS Brokerage & Co.

Inc. v. Mahoney, 940 F. Supp. 784, 789 (E.D. Pa. 1996); Beistle

Co. v. Party USA, Inc., 914 F. Supp. 92, 95-97 (E.D. Pa. 1996):

Mal eski by Taylor v. DP Realty Trust, 653 A 2d 54, 63 (Pa. Conmw.

1994). A court considers "the extent and nature of a corporate
officer's personal participation in the tortious conduct; the
nature and quality of the officer's forumcontacts; and the

officer's role in the corporate structure." R ttenhouse & Lee v.

Dollars & Sense, 1987 W. 9665, at *6 n.6 (E.D. Pa. April 15,

1987) .

There is evidence that M. Stranks participated in nuch
of the allegedly tortious activity which forns the basis of this
lawsuit. Plaintiffs characterize M. Stranks as the "nasterm nd"

behi nd each entity and his role in the structure of each

17



cor porat e defendant has been mmjor, except for Breadw nner's
during its first year of existence. Plaintiffs, however
identify no nmeani ngful contacts by M. Stranks with Pennsyl vani a
even in his corporate capacity and have not shown that he caused
any allegedly infringing product to be marketed i n Pennsyl vani a.
That M. Stranks as an officer of Sierra signed a distribution
agreenent in 1989 between Sierra and GBFI, then a Pennsyl vani a
corporation, does not confer personal jurisdiction over M.
Stranks individually in Pennsyl vani a.

Plaintiffs argue that specific personal jurisdiction
exists "not only when the cause of action arises from conduct
that occurs in Pennsylvania" but also when a defendant "caus[es]
harmor tortious injury in Pennsylvania by an act or om ssion
outside the state.” To sustain personal jurisdiction under the
"tort out-harmin" theory or the "effects test,” a plaintiff nust
show that the defendant "expressly ained his tortious conduct at
the forunt such that the forumwas "the focal point" of that

conduct . | MD I ndustries, Inc. v. Kierkert AG 155 F. 3d 254, 265-

66 (3d Cir. 1998). "There is an inportant distinction between
intentional activity which foreseeably causes injury in the forum
and intentional acts specifically targeted at the forum" Narco

Avionics, Inc. v. Sportsman's Market, Inc., 792 F. Supp. 398, 408

(E.D. Pa. 1992).

The court | acks personal jurisdiction over M. Stranks.

18



2. Fair Play and Substantial Justice

There woul d be a consi derabl e burden on all of these
foreign defendants to litigate in this forum Pennsyl vani a has
virtually no interest in this litigation. Plaintiffs acknow edge
that they can obtain essentially the sane relief in their pending
Canadi an action as in the instant case and i ndeed that they would
ultimately have to resort to the British Colunbia courts to
enforce any judgnent or order of this court. The nost efficient
and conprehensive resolution of the parties’ dispute could be
achieved in British Colunbia. British Colunbia has a far greater
interest in policing the conduct of its citizens than does
Pennsyl vani a whi ch al so has no neani ngful connection to the
parties or the conduct underlying the litigation. Defendants’
argunent that the court should in any event decline to exercise
jurisdiction upon consideration of the "fair play and substanti al
justice" factors thus has considerable force.

Presumabl y, however, to defeat personal jurisdiction
these factors would have to be even nore conpelling than
necessary to warrant dism ssal under the overlapping forum non

conveni ens factors. O herwi se, as courts will not reach the

i ssue of forum non conveni ens before determ ning that an exercise

of personal jurisdiction is appropriate, few forum non conveni ens

notions woul d ever be granted. A case would sinply be di sm ssed

for reasons of "fair play and substantial justice.”
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The court concludes that in this case it would be nore
appropriate to el aborate upon and definitively eval uate these

considerations in the context of forum non conveni ens.

B. Forum Non Conveni ens

Adequate Alternative Forum

For purposes of a forum non conveni ens anal ysis, a

foreign forumis ordinarily considered "adequate" if "the
defendant[s are] 'anenable to process' in the other
jurisdiction,” unless "the renmedy provided by the alternative
forumis so clearly inadequate or unsatisfactory, that it is no
remedy at all." Piper, 454 U S at 254 & n.22. The inability to
assert a particular statutory claimor the prospect of a |esser
recovery does not render an alternative foruminadequate for

pur poses of a forum non conveniens dism ssal. See Lockman

Foundation v. Evangelical Alliance Mssion, 930 F.2d 764, 768-69

(9th Gr. 1991) ("presence of a Lanham Act cl ai m does not

precl ude forum non conveni ens dism ssal" even if "clains were

unavailable in [alternative forum"); Lana International Ltd. v.

Boeing Co., 1995 W. 144152, *2 (S.D.N.Y. Mar. 30, 1995) (granting

forum non conveni ens dism ssal "even though plaintiffs may not be

able to assert clainms under the Lanham Act or its direct
equi val ent in a Canadi an foruni).
Al of the defendants are clearly anenable to process

in British Colunmbia. Plaintiffs acknowl edge that parallel clains
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are pending in the British Colunbia courts which can afford them
"essentially the sane relief they have sought in this action.”
Plaintiffs do not dispute that a Canadi an court can effectively
enj oi n Canadi an defendants from marketing infringing, dilutive or
unfairly conpetitive goods anywhere, including in the United
States. British Colunbia clearly is an adequate forum

Wiile a plaintiff's choice of forumordinarily is
entitled to substantial weight, plaintiffs' choice in the instant
case is entitled to less weight. O the two plaintiffs which are
citizens of the United States, one is a wholly owned subsidiary
of a Canadi an corporation and the other is a defunct Del aware
corporation which has not done busi ness since 1995.

Access to sources of proof

Plaintiff GBFI has docunentary evidence located in a
war ehouse i n Pennsyl vania which woul d have to be transported to
British Colunbia. Because of the parallel Canadian action, it
woul d appear that plaintiffs would have to transport that
evidence to British Colunbia in any event. Defendants'
docunentary evidence is located in British Colunbia. This factor
appears neither to favor nor disfavor dismssal.

Avail ability of process for and cost of obtaining
W t nesses

Plaintiffs identify six non-party w tnesses, all forner
GBFlI enpl oyees, who reside in the United States. Three live in

t he Phil adel phia area and woul d appear to be subject to this
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court's conpul sory process. See Fed. R CGv. P. 45(b)(2). One
resides in Charlotte, North Carolina. Plaintiffs are uncertain
where the other two identified witnesses reside, but note that in
1995 they resided in Los Angel es and Chi cago respectively.
Defendants identify five non-party w tnesses who reside
in British Colunbia, one who resides in Al berta, one who resides
i n Saskat chewan, one who resides in Manitoba and two who reside
in Ontario. Defendants have not provi ded addresses for Messrs.
Wwng or Klotz.
It thus appears that it would be nore conveni ent and
efficient for one of plaintiffs' w tnesses and ei ght of
def endants' w tnesses to go to Vancouver, and for five of
plaintiffs' witnesses and two of defendants' w tnesses to cone to
Phi | adel phia. Neither party has suggested that any of these
W t nesses may refuse to appear unless conpelled. The cost of
obt ai ni ng and the conveni ence to prospective W tnesses
essentially favors neither forum

Practical considerations

Plaintiffs concede that financial considerations are
not a "substantial factor in this case.”" Plaintiffs' wtnesses
woul d have to travel to Vancouver in any event to litigate the
parallel action they initiated in the British Colunbia courts.

Plaintiffs note that one defendant, Ranks, w Il be

i nvolved in proceedings in the United States because of a request
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by one of the plaintiffs before the USPTO to cancel the Sierra
version of the fanciful chef mark. There has been no show ng
that such adm nistrative proceedings will be nearly as extensive
or consunptive as litigation of all of the various clains by al
parties in Vancouver or Philadel phia. Al so, plaintiffs fail to
note in this regard the pendency of a petition of the G st-
Brocade plaintiffs to "expunge" the challenged Sierra marks in
the Federal Court of Canada at Vancouver. 1In any event, that one
def endant nmay be required to expend sone effort and expense in
adm nistrative proceedings in the United States does not render
nore or | ess easy, expeditious or inexpensive the litigation of
other clains which will necessarily ensue in another forum

Def endants have no appreciable assets in the United
States and plaintiffs acknow edge that any judgnment in this
action would be efficacious only if enforced by the courts in
Canada. Such proceedi ngs, should plaintiffs prevail, would
necessarily involve additional effort and expense. As
plaintiffs’ objective is to obtain actual relief and not nerely a
judgnent, it is not unreasonable to consider the potential tine,
effort and expense of securing relief in assessing the ease and
efficiency with which the litigation could be concluded. Wen
this is considered, the factor of practicality weighs in favor of

l[itigating in Vancouver.
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Court congestion

There has been no showi ng that the courts of either
forumare significantly nore or | ess congested than the other.
This factor is neutral.

Local i nterest

Plaintiffs primarily seek damages for, and injunctive
relief to prevent recurrences of, allegedly tortious activity
commtted by Canadi an defendants in Canada.

Rel yi ng on Lehman v. Hunphrey Cayman, Ltd., 713 F. 2d

339, 344 (8th Gir. 1983), cert. denied, 464 U S. 1042 (1984),

plaintiffs argue that although none of the existing parties has a
presence in Pennsylvania, "the pertinent question" should be
"whether Plaintiffs are citizens of the United States."
Plaintiffs' reliance is m splaced. Lehman involved an | owa
plaintiff who had instituted in lowa a wongful death action
relating to an | owa decedent against a Cayman |slands citizen
arising at least in part fromwarranties made by the defendant to
the decedent in lowa. Lehman does not sustain plaintiffs'

contention that for forum non conveni ens purposes, the forum

whose "l ocal interests" should be considered is the United States
as a whol e.

The Lanham Act does not permit the exercise of personal
jurisdiction based on a defendant's contacts with the United

States as a whole. Max Daetwler Corp. v. R Myer, 762 F.2d
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290, 297 (3d Gr.) (personal jurisdiction based on "national
contacts" not permtted absent governing statute authorizing

nati onwi de or worl dw de service of process), cert. denied, 474

U S 980 (1985); Wells Fargo & Co. v. Wells Fargo Express Co.,

556 F.2d 406, 418 (9th Cr. 1977) (Lanham Act does not permt
exerci se of personal jurisdiction based on "national contacts");

Seltzer Sister Bottling Co., Inc. v. Source Perrier, S. A, 1991

W 279273, *5 n.7 (ND. Cal. May 1, 1991). |If a defendant nay
not be forced to defend agai nst Lanham Act clainms in a forum
state in which personal jurisdictionis lacking, it would fairly
appear that the pertinent forumfor purposes of forum non

conveniens is the state of filing and not effectively any court

inthe United States. Under plaintiffs' theory, it would be

virtually inpossible to obtain a forum non conveni ens di sm ssal

no matter how i nconvenient litigation in the forumstate nmay be
or no matter how attenuated the forumstate's connection is with
the parties and the conduct conpl ai ned of.

Pennsyl vania has virtually no interest in adjudicating
these clains. British Colunbia has a far greater interest in
adjudicating clains that British Colunbia residents are
wrongful Iy conducting business fromBritish Colunbia in
derogation of Canadi an, as well as Anerican, |law. "Hone" for
this controversy is clearly British Col unbi a.

This factor strongly favors litigating in Vancouver.
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Forumfamliarity with applicable | aw

Def endants maintain that "[b]ecause of the strong
connection this suit has to Canada, it is likely that many of
plaintiffs' clains will be decided under Canadian |aw' w th which
this court is admttedly unfamliar.

Plaintiffs contend that at |least their clains for
breach of contract and breach of restrictive covenant will be
governed by Pennsylvania | aw pursuant to a choi ce-of -1 aw
provision in the distribution agreenment. The only parties to
t hat agreenent, however, were GBFlI and Sierra. Plaintiffs
apparently assune that the other plaintiffs would be able to
enforce the provision as third-party beneficiaries or as rel ated
conpani es who intended to be bound by its provisions.

Plaintiffs also contend that the clainms asserting violations of
United States federal or Pennsylvania statutes would be governed
by federal or Pennsylvania | aw.

The Lanham Act does not reach nuch of the conduct of
which plaintiffs conplain -- sales of infringing, dilutive or
unfairly conpetitive nmerchandise in Canada. It is also not at
all clear that Pennsylvania | aw woul d govern plaintiffs' other
statutory or common-law clains not within the scope of the
choi ce-of -1 aw cl ause.

A federal court applies the choice of law rules of the

state in which it sits. See LeJeune v. Bliss-Salem Inc., 85
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F.3d 1069, 1071 (3d G r. 1996). Pennsylvania enploys a flexible
conflicts nethodol ogy which conbines the traditional significant
relationshi ps analysis with a qualitative assessnent of the

interests and policies of the respective jurisdictions regarding

the particular controversy. See Carrick v. Zurich-Anerican Ins.

G oup, 14 F.3d 907, 909 (3d Cr. 1994); Smth v. Walter C._Best,

Inc., 756 F. Supp. 878, 880-89 (WD. Pa. 1990); Breskman v. BCB

Inc., 708 F. Supp. 655, 656 (E.D. Pa. 1988); Giffith v. United

Air Lines, Inc., 203 A 2d 796, 805 (Pa. 1964); Laconis v.

Burlington County Bridge Comin., 583 A 2d 1218, 1222-23 (Pa.

Super. 1990), appeal denied, 600 A 2d 532 (Pa. 1991), cert.

di sm ssed, 503 U.S. 901 (1992).

Pennsyl vani a has no neani ngful connection to the
parties or their dispute and virtually no interest in
adj udicating these clains. As noted, British Colunbia has a far
greater interest in adjudicating clains that British Col unbi a
residents are wongfully conducting business fromBritish
Col unbi a in derogation of Canadian |law which plaintiffs
acknow edge provides adequate relief than does Pennsyl vani a,
predi cated on the execution of a contract with a defunct Del aware
corporation which has not conducted business in Pennsylvania
since 1995.

It appears likely that some resort to Pennsylvania | aw

will be required to resolve all aspects of the parties’ dispute,
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but that nost of the clains wll require application of Canadi an
law. This factor weighs slightly in favor of litigating in
Vancouver.

Avoi dance of unnecessary problens in conflict of | aws
or application of foreign | aws

Plaintiffs acknow edge that any judgnment in this action
woul d be neani ngl ess w thout enforcenment by a Canadi an court.
They sinply argue that "Canadian courts, like United States

courts, apply the doctrines of comty and res judicata to foreign

j udgnment s” and thus "a judgnent by this Court may readily be
enforced by the defendants in Canada." For this proposition

plaintiffs rely on United States of Anerica v. lvey [Ont. O

App. 1996] 139 D.L.R 4th 570, 573, appeal denied, [Can. 1997]

2 SCR ---, 1997 Can. S.C R LEXIS 2057.

The Court in lvey dismssed an appeal froma | ower
court order enforcing a judgnment of a United States district
court in a CERCLA action brought by the United States governnent
agai nst Canadi an defendants. Significantly, however, the Court
expressly noted that "[t]he United States did not seek to enforce
any |l aws agai nst extraterritorial conduct [but] sinply sought
financial conpensation for actual costs incurred in the United
States in renedying environnental danmage inflicted in the United
States on property in the United States.™

The need to enforce a judgnent entered by a court in

anot her country necessarily introduces an el enent of difficulty
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normal ly not present. Courts in the United States will not give
effect to a foreign court judgnent obtained in violation of

Ameri can concepts of due process. See, e.g., Ma v. Continental

Bank, N. A, 905 F.2d 1073, 1075 (7th Gr.) (foreign judgnent may

be collaterally attacked when foreign court |acks jurisdiction),

cert. denied, 498 U S. 967 (1990); Rem ngton Rand Corporation-

Del aware v. Business Systens, Inc., 830 F.2d 1256, 1266 (3d Gr.

1987). Simlarly, Canadian courts may decline to enforce a
foreign judgnent obtained in a manner inconsistent w th Canadi an
concepts of due process -- generally characterized as "natural

justice." See Daley v. Wallace [B.C. 1998] 46 C.L.R B.R 2d 137,

---, 1998 CLRBR LEXI'S 353, *15 (Taylor, J.) (Canadian courts nay
refuse to recogni ze and enforce foreign judgnents "where there
were procedural deficiencies in the foreign court anobunting to a

breach of natural justice"); Re Redlich and Redlich, 47 D.L.R

4th 567, 571 (Sask. Q B. 1988) ("every foreign judgnent may be

i npeached on the ground that the proceedi ngs were contrary to
natural justice" or "that the court had no jurisdiction over the
person of the defendant").

Even if ultimately unsuccessful, a collateral attack by
defendants on a United States judgnent would be all but
inevitable and likely itself to involve considerabl e additional
effort and expense. A British Colunbia court, on the other hand,

clearly could exercise personal jurisdiction over and readily
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enforce any judgnent agai nst defendants who are all British
Col unbia citizens.

The three relevant factors in determ ning whet her
extraterritorial application of the Lanham Act is perm ssible are
whet her the defendant is a United States citizen, whether there
is a conflict between the defendant's rights under foreign
trademark law and plaintiff's trademark rights under United
States | aw and whether the defendant's activities have had a

substantial effect on United States commerce. See Atlantic

Richfield Co. v. ARCO d obus Intern. Co., 150 F.3d 189, 192 (2d

Cr. 1998); Vanity Fair MIls, Inc. v. T. Eaton Co., 234 F.2d

633, 642 (2d Cr.) (use by Canadian retailer of trademark to sel

products in Canada beyond scope of Lanham Act), cert. denied, 352

U S 871 (1956); Anerican White Cross Labs., Inc. v. HM Cote,

Inc., 556 F. Supp. 753, 755, 760 (S.D.N. Y. 1983) (court I acks

subject-matter jurisdiction over Lanham Act claiminsofar as it
seeks to reach or restrain Canadi an defendants' acts in Canada
pursuant to Canadi an trademark, cautioning that under principle

of forum non conveni ens court would not consi der defendants' acts

in Canada even if it had jurisdiction over clains of trademark
infringenment and unfair conpetition in the United States and
strongly suggesting that plaintiff consider "pursuit of broader

remedies in the courts of Canada").
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In the instant case, no defendant is a United States
citizen and the BAKIPAN and Sierra fanciful chef marks were
applied for and issued in Canada before the United States. It
t hus appears that plaintiffs' clains raise a real possibility of
a conflict between defendants' rights under Canadi an tradenmark
law and plaintiffs' rights under Anerican trademark | aw.
Plaintiffs conplain primarily about defendants' conduct in Canada
and the effect of their behavior in Canadian markets. Plaintiffs
do not aver that defendants' conduct had a substantial effect on
United States commrerce.

In any event, even assum ng that defendants' conduct
had the requisite effect on United States comerce, granting the
relief plaintiffs requested would require the court to enjoin
Canadi an citizens from marketing goods in Canada in a manner
whi ch may viol ate Canadi an trademark or other pertinent |aw, and
to order the transfer of rights pursuant to presunptively valid
Canadi an trademarks. Moreover, if plaintiffs were to prevail,
the court would have to nonitor and supervi se defendants'
conpliance in British Colunbia with an injunction which could
wel | necessitate ongoi ng enforcenent of further orders of this
court by a foreign tribunal

This factor weighs strongly in favor of litigating in

Vancouver.
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Unf ai rness of burdening citizens in an unrelated forum

with jury duty

Pennsyl vania has virtually no interest in adjudicating
plaintiffs' clains. Plaintiffs have not alleged that any
all egedly infringing goods were marketed in Pennsylvania. The
rights of no presently existing Pennsylvania citizen are at
stake. It makes little sense to inpose upon a Pennsylvania jury
t he burden of resolving this dispute.

This factor weighs significantly in favor of trial in
Vancouver .

VI . Concl usi on

This case primarily concerns allegedly tortious
activity by Canadi an defendants in Canada. There is no
meani ngf ul connection between this forumand the parties or their
dispute. Plaintiffs have asserted parallel clains in British
Col unbi a which they acknow edge can afford them essentially al
of the relief they seek in this action.

The court cannot provide a renedy for defendants'
all eged violations of Canadian |aw in Canada. The court may well
| ack the power to provide a renedy for defendants' alleged
viol ations of Anerican law, at |least with respect to goods
mar ket ed i n Canada.

The court | acks personal jurisdiction over one of the
def endants. The showi ng to support personal jurisdiction over

ot her defendants is just adequate and fairly debat abl e.
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Plaintiffs would have to resort to the British Colunbia courts in
any event to enforce any judgnment or injunction against any
def endant .

The court has rarely granted a notion to dismss for

f orum non conveni ens, but the case for dismssal of this action

is unusually strong. Even assumi ng the court had personal
jurisdiction over all defendants and giving significant weight to
plaintiffs' choice of forum the balance of relevant factors
woul d wei gh decidedly in favor of dism ssal

Accordi ngly, defendants’ notion will be granted. An

appropriate order will be entered.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

ROYAL G ST-BROCADES N. V., et al.: ClVIL ACTION
V.
S| ERRA PRODUCTS LTD., et al. ; NO. 97-1147
ORDER
AND NOW this day of August, 1999, upon

consi deration of defendants’ Mtion to D smss for Lack of
Personal Jurisdiction and Forum Non Conveni ens (Doc. #37) and
plaintiffs’ response thereto, consistent with the acconpanying
menorandum | T IS HEREBY ORDERED t hat said Mdition is GRANTED in
that the clains agai nst defendant Reginald Stranks are di sm ssed
for lack of personal jurisdiction and, pursuant to the doctrine

of forum non conveni ens, the above action is D SM SSED, all

wi thout prejudice to plaintiffs to pursue their pending clainms in

the British Colunbia courts.

BY THE COURT:

JAY C. VWALDMAN, J.



