UNI TED STATES PATENT AND TRADEMARK OFFI CE

BOARD OF PATENT APPEALS AND | NTERFERENCES
| NTERFERENCE DI VI SI ON
Trial Section

20 Sept enber 2000
Before: STONER, Chief Administrative Patent Judge, and

McKELVEY, Senior Adm nistrative Patent Judge, and SCHAFER, LEE
TORCZON, GARDNER- LANE and MEDLEY, Adninistrative Patent Judges.

STANDI NG CRDER

8 1. Judge designated to handl e the interference
The adm ni strative patent judge designated to handl e the

interference is identified in Part B of the NOTI CE DECLARI NG
| NTERFERENCE. 37 CFR § 1.610(a).

8§ 2. Tel ephone calls to the board

Tel ephone calls to the board regarding an interference shal
be placed to 703-308-9797.

Tel ephone calls with an adm nistrative patent judge rel ating
to an interference shall be inter partes in which at |east one

counsel for each party shall participate.

Any attenpt to initiate an ex parte tel ephone call, e-nui
or other formof communication to an adm nistrative patent judge
in connection with an interference may result in sanctions
(37 CFR 8 1.616; 35 U.S.C. 8§ 32; 37 CFR 8§ 10.23(b)(5); 37 CFR
§ 10.93). See also (1) Interference 104, AAA (Bd. Pat. App. &
Int. Dec. 2, 1998) (Paper 10) and (2) Interferences 104, BBB and
104, CCC (Bd. Pat. App. & Int. Dec. 23, 1998) (Paper 4), al
of which are on the web page of the United States Patent and

Trademark O fice (USPTO) at:

http://ww. uspt o. gov/ web/ of fi ces/ dcom bpai/its. htm



Tel ephone calls requesting a conference call shall be placed
to personnel of the support staff assigned to the Trial Section
of the Interference Division of the board at 703-308-9797.

A party seeking a conference call with an adm nistrative
pat ent judge should be prepared to advise the support staff
personnel why a conference call is needed.

8§ 3. Filing papers with the board

Certificates of service

Proof of service must acconpany all papers filed in an
interference. 37 CFR § 1.646(e).

Each paper filed in an interference shall have a separate
certificate of service, which shall be the | ast page of the
paper. The purpose for this requirenment is to make it easier for
the board to verify that each paper in an interference has been
served.

The certificate of service serves as notice to an opponent
that the paper has been filed with the board.

Transnmittal sheets

The filing of a transmttal sheet |isting docunents being
filed unduly conplicates entry of papers into files and docketing
of papers in the Ofice of the Clerk. The filing of papers in
the nature of a transmttal sheet is not authorized.



Delivery of papers to the board

Papers may be delivered to the board as foll ows:

(a)
Hand-delivery to the Ofice of the Oerk between the hours
of 8:30 a.m and 5:00 p.m at:

Board of Patent Appeals and Interferences
Crystal Gateway 2
10t h Fl oor
1225 Jef ferson-Davi s H ghway
Arlington, VA 22202

Any paper hand-delivered to the Ofice of the
Aerk before 10:00 a.m is deened to have been filed
t he previ ous busi ness day provi ded the paper was

properly served the previous business day . The ability

to file a paper in the Ofice of the Cerk by 10:00 a.m is
designed to elimnate any need to hand-deliver papers to the
USPTO Mai| Room after business hours.

(b)
Comrerci al overni ght delivery service, addressed as foll ows:

Board of Patent Appeals and Interferences
Crystal Gateway 2
10t h Fl oor
1225 Jef ferson-Davi s H ghway
Arlington, VA 22202

Properly addressed papers filed by a conmercial overnight
delivery service are deened filed on the date they are delivered
to the commercial overnight delivery service.



(c)
Delivery to the USPTO Mail Roomor by U S. Postal Service,
i ncl udi ng Express Mil, addressed as foll ows:

BOX | NTERFERENCE
United States Patent and Tradenark O fice
Washi ngton, D.C. 20231

(d)
By facsinile to 703-305-0942.

Papers exceeding five (5) pages in | ength cannot
be filed by facsimle wi thout prior permssion of

Trial Section support staff personnel

Unl ess expressly ordered by an adm ni strative patent judge,
a subsequent confirmation copy is not needed when filing a paper
by facsimle.

) i)

Hand-delivery to the Ofice of the Cerk of the Board
Will mnimze the tinme it takes to (1) process the paper and
(2) decide any request made in the paper.

8 4. C(Cover sheet to be used in filing papers

The first page of all papers filed in an interference shal
be pink simlar to the pink first sheet acconpanying the NOTI CE
DECLARI NG | NTERFERENCE



8 5. Requirenent for filing two copies of each

paper
Unl ess otherw se ordered, a party is required to submt
(1) an original and (2) one copy of each paper filed in an
interference. The copy shall be marked at the top:
" COPY FOR JUDGE"

8 6. Notice under 35 U S.C. 8§ 135(c)

Notice is hereby given of the requirenent of 35 U.S. C
8 135(c) for filing in the USPTO a copy of any agreenent "in
connection with or in contenplation of the term nation of the
interference." See Unisys Corp. v. Conm ssioner of Patents and
Tradenmar ks, 39 USPQ@d 1842 (D.D.C. 1993).

The date an interference termnates is set out in 37 CFR
§ 1.661.

8 7. Lead and backup counsel

Wthin fourteen (14) days of the date of the NOTICE

DECLARI NG | NTERFERENCE, each party is required to identify in a
separ at e paper

(a) a lead counsel (37 CFR § 1.613(a));

(b) a backup |ead counsel

(c) a mailing address;

(d) in the event the mailing address is a Post Ofice
Box, an additional address where overni ght
packages may be delivered (a commercial courier
wll not deliver to a U S. Postal Service box);

(e) tel ephone nunber;
(f) facsimle nunber and
(g) internet e-mail address, if avail able.



| f | ead counsel and/or backup counsel are not counsel of
record (37 CFR 8 1.34(b)) in the application or patent involved

inthe interference, then within fourteen (14) days of the

date of the NOTI CE DECLARI NG | NTERFERENCE, a power of attorney
shal | be fil ed.

§ 8. Real party in interest
Wthin fourteen (14) days of the date of the NOTICE

DECLARI NG | NTERFERENCE, each party shall notify the board in a
separate paper of any and all right, title, and interest in any
application or patent involved in the interference (37 CFR
§ 1.602(h)).

Al parties are continually obligated to pronptly update
changes of the real party in interest.

8 9. Request for file copies

The parties to the interference have access to the patent
and application files involved in the interference, as well as
any benefit files identified in the NOTI CE DECLARI NG
| NTERFERENCE. 37 CFR § 1.612(a).

The parties are advised that the interference file does not
i ncl ude any invol ved application or patent or any benefit files,
all of which are maintained separate fromthe interference file.

If a party wishes to order copies of involved
application or patent files or any benefit files nmentioned in the
NOTI CE DECLARI NG | NTERFERENCE, then within fourteen (14) days
of the date of the NOTI CE DECLARI NG | NTERFERENCE, the party shal
file wwth the board (not another office in the USPTO a

separate paper styled [Nane of party] REQUEST FOR FILE COPIES to



which is attached a conpl eted FI LE COPY REQUEST, a copy of which
acconpani es the NOTI CE DECLARI NG | NTERFERENCE

The parties are encouraged to file requests for copies by
facsimle at 703-305-0942.

Wthin twenty-one (21) days of the date of the NOTICE

DECLARI NG | NTERFERENCE, the board will forward all requests
timely received and all necessary files to the Ofice of Public
Records (OPR).
An order will be entered by the Trial Section notifying the
parties that their respective orders have been forwarded to OPR
OPR wi Il make the copies, which will be shipped via

overni ght commercial courier within fourteen (14) days of

recei pt of the request and fil es.

The parties are advised that during the pendency of the
interference, files may be inspected only at the board and
generally are unavail able while copies are being nade at OPR

The parties are further advised that failure to tinely
request copies of files as set out herein generally will not
constitute a basis for granting an extension of tinme (37 CFR
§ 1.645(a)). Thus, an extension of time should not be expected
based on non-recei pt of requested files where a party did not
timely place an order for copies in the manner set out above.

8 10. Size of paper

Wth the exception of original exhibits of a different size,
all papers (e.g., identification of |ead counsel, identification
of real party in interest, Rule 635 m scell aneous notions, Rule



634 notions to correct inventorship, Rule 633 prelimnary
notions, prelimnary statenments, copies of deposition
transcripts, briefs, etc.) filed in an interference shall be
(a) 8% x 11 inch paper or
(b) A4,

The board prefers use of 8% x 11 inch paper.

The purpose of this requirenent is to facilitate storage of
papers, files and evidence at the board and pl acing of papers in
file wappers.

8 11. Holes at the top of papers

Al'l papers filed in an interference shall have two hol es
punched at the top spaced at 2-3/4 inches apart (each hole spaced
equidistant froman imaginary center line running fromthe top to
t he bottom of the paper).

The purpose of this requirenent is to facilitate pl acing
papers in files and to avoid the need to unstapl e papers, thereby
m nim zing the chance that a page of a particular paper will be
i nadvertently separated or m spl aced.

8 12. Prohibition against presenting duplicate
paper s

Wen presenting a paper in an interference, a party shal
not submt wth the paper (as an appendi x, exhibit, or otherw se)
a copy of a paper previously filed in the interference (37 CFR
8§ 1.618(h)).

The purpose of this requirenent is to (1) mnimze the size
of files and (2) facilitate storage of material in the limted
storage space available to the board.



8 13. Prohibition against incorporation by

ref erence

Argunents presented in one paper shall not be incorporated
by reference to another paper.

The purpose of this requirement is to mnimze the chance
that an argunent will be overl ooked and to naxim ze the
efficiency of the decision-making process. |In this respect, the
Trial Section adopts as its policy the follow ng rational e of
DeSilva v. DilLeonardi, 181 F.3d 865, 866-67 (7th Gr 1999):
"[a]doption by reference anounts to a self-help increase in the

length of the *** brief. *** [l]ncorporation by reference is a
poi ntl ess inposition on the court's tine. A brief nust make al
argunents accessible to the judges, rather than ask themto play
archaeol ogist with the record.”

8§ 14. (dtation of precedent and other authority

When citing a decision of a court which is published in the
West Reporter System and the USPQ counsel shoul d provide
parallel citations, e.g., Aelony v. Arni, 547 F.2d 566, 192 USPQ
486 (CCPA 1977); In re Deckler, 977 F.2d 1449, 24 USPQR2d 1448
(Fed. Cir. 1992).

Bi ndi ng precedent is the follow ng:

(a) Decisions of the U S. Suprene Court.

(b) Decisions of the Court of Appeals for the Federal
Circuit, the former CCPA and the former Court of
Clains. See South Corp. v. United States, 690
F.2d 1368, 1370-71, 215 USPQ 657, 657-58 (Fed.
Cir. 1982) (en banc), and In re Gosteli, 872 F.2d
1008, 1011, 10 USPQ2d 1614, 1616-17 (Fed. G
1989) (where there is a conflict between two or
nmore deci sions of the fornmer CCPA, the |ater CCPA
deci sion controls).




(c) Decisions of the Director of the USPTO (formerly
t he Conmm ssioner of Patents and Trademarks).

(d) Decisions of the Board of Patent Appeals and
I nterferences which have been determ ned to be
bi ndi ng precedent in accordance with board
St andard Operating Procedure 2. See, e.q.,
Reitz v. Inoue, 39 USPQ2d 1838 (Bd. Pat. App. &
Int. 1995).

Deci sions of the regional courts of appeals and the district
courts may be cited, but are not binding precedent.

Non- precedenti al deci sions of federal courts shall not be
cited.

Non- precedenti al deci sions of the board may be cited, but
are not bi ndi ng.

The Manual of Patent Exam ning Procedure (MPEP) is a guide

for patent exam ners which is prepared by the O fice of the

Comm ssioner for Patents (fornerly Assistant Conmm ssioner for
Patents). MPEP Chapter 2300 relates to interferences. Citation
to Chapter 2300 of the MPEP is discouraged because it is not

al ways up to date. Instead, counsel should cite only primary
authority: (1) the United States Code (U.S.C.), (2) the Code of
Federal Regul ations (CFR), (3) notices published in the Federal
Regi ster (Fed. Reg.) and/or Oficial Gazette and (4) binding
precedent .

8 15. Copies of precedent relied upon

The parties are required to submt with the docunent in
which a court opinion is cited a copy of any opinion which is not
reported in (1) West Publishing Conpany's Suprene Court Reporter,
(2) the F.2d or the F.3d or (3) the USPQ or USPQ2d. The reason
for this requirenment is that other court reporters are not
avai | abl e at the board.



The parties are requested to submit with papers copies of
court opinions and statutes for the conveni ence of board
personnel --the copies of court opinions and statutes will not
beconme part of the record. The reason for this request is that
adm ni strative patent judges often work on cases at |ocations
where court reporters are not available. |If a particular opinion
or statute is crucial to an issue raised by a party, it often
hel ps expedite resolution of the issue if a copy of the opinion
or statute is provided.

8 16. Service of papers by hand or Express Mil

Al'l papers served on opposing counsel in an interference
shal |l be served by

(a) Express Mail (an overnight delivery service of the
U S. Postal Service) (37 CFR 8§ 1.646(d))
or

(b) any other nmeans which acconplishes a sanme-day or
overni ght delivery of the paper, e.g., by hand,
facsimle, or a commercial overnight delivery
servi ce.

The purpose of this requirement is to place all parties on a
| evel playing field by avoiding different delivery tinmes which
i nherently occur through the use of the U S. Postal Service.

Unl ess agreed to by the parties, e-mail is not deened to be
servi ce.

The day a facsimle is transmtted, an overni ght package is
delivered to a courier or a paper is served by hand does not
count in the calculating of the tine for filing a response.



8 17. Conference calls to set dates

Dates for action in an interference are generally, but not
al ways, set after conference call.

In the case of dates for taking action during the
prelimnary notion and priority testinony phase of the
interference, the call generally will be initiated by the board.

A date and time for a conference call to discuss dates for
taking action during the prelimnary notion phase of the
interference has been set in Part D of the NOTI CE DECLARI NG
| NTERFERENCE

No later than two busi ness days prior to the conference

call to set dates for taking action during the prelimnary notion
phase, each party shall file and serve by facsimle a list of the
Rul e 633 prelimnary notions the party intends to file.

The requirenent for a list of Rule 633 prelimnary notions
attenpts to inprove the adm nistration of justice, including
reduci ng costs, by (1) helping the Trial Section and counsel
arrive at an appropriate schedule for taking action during the
prelimnary notion phase of the interference, (2) permtting the
Trial Section to determine that certain Rule 633 prelimnary
notions may be unnecessary and that other Rule 633 prelimnary
notions may be necessary and (3) revealing the possibility that
there may be a dispositive Rule 633 prelimnary notion.

Submi ssion of a |ist does not preclude the filing of additional
Rul e 633 prelimnary notions not contained in the list. However,
subsequent determ nation of a need to file an additional Rule 633
prelimnary notion wll not constitute a basis for enlarging the
time for taking action in the prelimnary notion phase.

A copy of a "sanple" order setting tinmes for taking action
during the prelimnary notion phase of the interference
acconpani es the NOTI CE DECLARI NG | NTERFERENCE. Counsel are

- 12 -



encouraged to discuss the order prior to the conference call and
to conme to sonme nmutual agreenent as to dates for taking action

§ 18. Headings on papers

In papers filed in an interference, the heading shown in
Part G of the NOTI CE DECLARI NG | NTERFERENCE shal |l be used. The
purpose of this requirenent is to (1) standardi ze headi ngs,
(2) be able to inmmedi ately recogni ze which party is filing the
paper and (3) facilitate calls by the staff of the board in the
event mnor correction is needed.

8§ 19. Copies of patents and literature nentioned
in
each specification (and translations, if
avai | abl e)

Wthin twenty-one (21) days of a request by an

opponent, a party:

(a) shall serve a legible copy of every requested
patent, literature reference and test standard
(e.g., an ASTMtest), and in the case of patents,
literature or test standards in a foreign
| anguage, a translation, if available, nentioned
in the specification of the party's invol ved
pat ent and/or application upon which the party
will rely for benefit, and

(b) shall file with the board a notice (w thout copies
of the patents or literature) that it has served
the patents and literature.

Upon a request by the board, the parties should be prepared
to pronptly file copies of the patent, literature references
and/ or test standards.

The purpose of the additional discovery authorized by this
section is to (1) place the parties on a level playing field and

- 138 -



(2) mnimzing any proof difficulty authenticating docunents when
a party would like to rely on a docunent cited in an opponent's
specification. A party should have access to docunents cited in
its opponent's specification and it may be difficult for an
opponent to |ocate those docunents. 37 CFR § 1.687(c).

8§ 20. dean copy of clains

Wthin fourteen (14) days of the date of the NOTICE

DECLARI NG | NTERFERENCE, each party shall file a copy of a clean
set of all clainms (as they exist as of the date of the NOTI CE
DECLARI NG | NTERFERENCE)

(a) pending in the party's involved application or

(b) <contained in the party's involved patent
(1 ncludi ng any changes whi ch took place by way
of a certificate of correction after granting
of the patent and before the NOTI CE DECLARI NG
| NTERFERENCE)

In a biotechnol ogy case, if the clains refer to a sequence,
then a copy of the sequence shall be included along with the
cl ean copy of the clains.

The purpose of this requirenment is to have readily avail able
a clean copy of the clains of the parties. |In applications,
clainms are often spread throughout the application file. 1In
patents, there are often certificates of correction.



8 21.
cl ai ns

speci fi ed

Application or patent wth a drawi ng and/ or
containing nmeans or step for performng a

function limtations

| f any involved patent or application contains:

(1)
(2)

a drawi ng and/ or

a claimdesignated as corresponding to a count
reciting a nmeans or step for performng a
specified function (35 U S.C. 8§ 112, sixth

par agr aph),

then within twenty-eight (28) days of the date of the NOTICE

DECLARI NG | NTERFERENCE, the party is required to file (in
addition to the paper required by 8 20 of this STANDI NG ORDER) a
separate paper containing a copy of the clains in which:

(a)

(b)

foll ow ng each elenent recited in each claim the
drawi ng nunbers corresponding to that elenment are
inserted in bold in braces, e.g., { } and

foll owi ng each nmeans or step for performng a
specified function are inserted in bold in braces
{ }, all structure, material or acts described in
the specification corresponding to that neans or
step (by citation to the page(s) and line(s) of
the specification and/or figure and item nunber of
t he draw ngs).

An exanpl e fol |l ows:



An apparatus conpri sing
apunp { Fig. 1, item18 },
a body nember { Fig. 1, item19 },
afirst valve { Fig. 2, item25 },

means for calculating a nunerical value for an

exponent { page 2, lines 8-10; page 4, lines
21-25; Fig. 2, item34 1},
means for printing { page 5, line 8 through

page 6, line 1; Fig. 3, itens 45 and 46 1}, and

a second valve { Fig. 3, item98 } ***

The purpose of this requirenment is to allow all parties and
the board to understand the precise scope of the clains which
correspond to the count. Since a count may itself refer to a
party's clai mwhich contains a neans or step for performng a
specified function, the requirenent will also nake it easier to
understand the scope of a count.

| f during an interference, a party presents (1) a new claim
in an application which contains a drawing and/or (2) a new claim
which recites a nmeans or step for performng a specified
function, the party shall file a separate paper containing a copy
of the new or anmended claimconplying with the requirenents set
out above.

If during an interference, a party files a Rule 633
prelimnary notion seeking the benefit of an earlier application
(1) containing a drawing or (2) with respect to a claimin an
i nvol ved patent or application which recites a neans or step for
performng a specified function, the party shall file an appendi x
to the Rule 633 prelimnary notion containing a copy of the
clains conplying with the requirenents set out above.

- 16 -



If during an interference, a party intends to argue that a
structure, material or act is an equivalent (wthin the neaning
of 35 U.S.C. 8 112, sixth paragraph) of a structure, material or
act described in the specification, then the party shall:

(a) pronptly file a notice with the board of its
intention to argue the equival ency;

(b) clearly set out the precise nature of the
structure, material or act which is deened to be
equi valent to the structure, material or act
described in the specification and

(c) bear the burden of proof of establishing the
equi val ency al | eged.

In the case of a Rule 633 prelimnary notion, notice is
deened to be pronptly given if it is given in the Rule 633
prelimnary notion or, if raised by an opponent, in an opposition
to a Rule 633 prelimnary notion.

In the case of priority, notice is deened to be pronptly
given if a separate paper is filed with the board at the sane
time a party serves its case-in-chief. See 8§ C, 1Y 2 and 5 of
the ORDER SETTING TIMES (Tinmes for taking action--priority
testi nony phase).

§ 22. Copy of papers in electronic and/or CD ROM

form

At an appropriate tine in the interference, and in addition
to a paper copy, a party is authorized to file either or both of
(1) a 100nb ZIP® disk for a ZIP® di sk drive and/or (2) a CD ROM
(for use in an I BM conpati bl e conputer) containing any or all of
the foll om ng docunents:

(a) the specification,
(b) the clains,



(c) any notion, opposition or reply,

(d) affidavit testinony,

(e) exhibits,

(f) transcripts of cross-exam nation depositions,

(g) principal, opposition and reply briefs at final
heari ng and

(h) other material, such as statutes, rules and court
and adm nistrative precedent relied upon in Rule
633 prelimnary notions, principal briefs,
oppositions and/or replies.

The purpose of this section is to put the parties on notice
that they are authorized to file docunents in electronic or
CD-ROM form Oten docunments in electronic or CD-ROM form
(1) are nore easily searched and (2) can mnimze the chance that
an argunent or evidence will be overl ooked by an admi nistrative
patent judge or other board personnel.

Filing a CD-ROM woul d be subject to the follow ng
condi ti ons:

(1) The CD-ROM nust be capabl e of operating on a
conmput er runni ng W ndows NT.

(2) The board has nonitor capability of 256 colors and
an 800 x 600 screen setting.

(3) The CD-ROM woul d have to be equi pped with software
that can be | oaded onto the USPTO conputer and
nmust be acconpani ed by instructions for its use.

(4) Any party wwshing to file the brief on CD ROM nust
provi de four (4) copies of the CO-ROMto the
boar d.

(5) One copy of the CD-ROM nmust be served on al
opponents.

(6) In addition, the required nunber of paper copies
nmust also be filed in the USPTO and served on al
opponents.



8 23. Tinme to respond to m scel | aneous noti ons
(37 CFR § 1.635)

There are three kinds of notions which can be filed in an
i nterference:
(a) A Rule 633 prelimnary notion (37 CFR § 1.633).
(b) A notion to correct inventorship (37 CFR §8 1.634).
(c) A Rule 635 m scellaneous notion (37 CFR 8§ 1.635).

Any notion may be dism ssed or denied prior to receipt of an
opposition. Any notion may be granted after an opposition is
filed and prior to receipt of a reply.

The tinme for filing an opposition to a Rule 635

m scel | aneous notion is five (5) working days after service
of the notion. 37 CFR § 1.638(a).

The tinme for filing a reply to an opposition to a Rule 635
m scel | aneous notion is three (3) working days after service
of the opposition. 37 CFR 8§ 1.638(b).

8 24. Suggestion under 37 CFR § 1.642 to add
an application or patent

The procedure applicable to Rule 635 m scel |l aneous notions
shal |l apply to suggestions to add an application or patent to an
interference (37 CFR 8§ 1.642). Any suggestion shall:

(a) identify the additional application or patent
proposed to be added;

(b) certify that a conplete copy of the file w apper
of application or patent has been served on al
opponent s;



(c) indicate which clains of the patent or application
shoul d be designated as corresponding to the count
by explaining why there is an interference-in-fact
between the clains of the patent or application
sought to be added and the clains of the
opponent's application or patent already invol ved
in the interference; and

(d) explain whether there are alternative renedies
and, if so, why alternative renedi es are not
adequate, what attenpts, if any, have been nmade to
have the exam ner recomend decl aration of another
interference involving the application or patent
sought to be added to the interference.

8§ 25. Manner of styling papers

The style of all papers shall appear on a single line and
shall not use the words "et al"

The purpose of this requirenment is to sinplify docketing at
t he board.

Al'l notions, including Rule 633 prelimnary notions, of a
party shall be consecutively nunbered starting with nunber 1.

Any opposition to a notion, including a Rule 633 prelimnary
nmotion, shall bear the sane nunber as the notion it opposes.

Any reply to an opposition shall bear the sane nunber as the
opposition to which it replies.

In connection with a notion or prelimnary notion, and in a
second line, a party may specify the nature of the notion or
prelimnary notion. Exanples of how papers, notions, prelimnary
noti ons, opposition and replies should be styled foll ows.

(a) JONES DESI GNATI ON OF LEAD ATTORNEY
(b) SM TH DESI GNATI ON OF REAL PARTY I N | NTEREST
(c) JONES REQUEST FOR FI LE COPI ES

(d) SM TH PRELI M NARY STATEMENT

- 20 -



(e) JONES SERVI CE OF REFERENCES
(f) SMTH CLEAN COPY OF CLAI M5

(g) SMTH CLEAN COPY OF CLAI M5
(with drawi ng nuneral s)

(h) SM TH CLEAN COPY OF CLAI M5
(means plus function)

(i) JONES M SCELLANEQUS MOTI ON 1
(for additional discovery)

(j) JONES PRELI M NARY MOTI ON 2
(for judgnent based on prior art)

(k) JONES PRELI M NARY MOTI ON 3
(for judgnent based on | ack of enabl enent)

(1) JONES MOTI ON TO CORRECT | NVENTORSHI P 4
(M SM TH OPPCSI TI ON 2
(n) SM TH OPPCSI TI ON 4

(0) JONES REPLY 2

8§ 26. Mbdtions, oppositions and replies

The purposes of the follow ng requirenents are to
(1) sinplify consideration of notions, (2) mnimze the chance
that an argunent will be overl ooked and (3) make it easier to
determ ne whether a reply raises new i ssues.



(a) Mtions

A party filing a notion has the burden of proof. 37 CFR
§ 1.637(a). In addition to conplying with any procedural
requi renments of the rules and this STANDI NG ORDER, when a
substantive issue is raised by a notion, a party bears a burden
to establish its right to any substantive relief requested in the
notion. See Hillman v. Shyamal a, 55 USPQd 1220, 1221-22 (Bd.
Pat. App. & Int. 2000). A notion which fails to conply with
appl i cabl e procedural requirenments may be dism ssed without

reaching the nmerits, in which case the issue sought to be raised
by the notion is deened not to have been properly presented for
deci sion by the board. A notion which, while conplying with
appl i cabl e procedural requirenments, nevertheless fails to nake
out a substantive case may be denied on the nerits.

A party presenting a mscellaneous notion shall explain why
the notion is tinmely.

In presenting a notion, a party shall set out in the
foll ow ng order:

(1) The precise relief requested. Two exanples are:

(a) Jones noves to be accorded the benefit of the
filing date of application 07/999,999, filed
January 22, 1993.

(b) Jones noves for judgnent against Smth on the
ground that Smth's clains 1, 2 and 5
corresponding to the count are unpatentabl e under
35 U.S.C. §8 103 over the conbined disclosures of
U S. Patent No. 4,444,444 (Johnson) and French
Patent 1,111,111 (Bol eau).

(2) The evidence (i.e., a list in nunerical order of al
exhi bits) upon which the noving party relies in support
of the notion.



(3) The facts in separately nunbered paragraphs with a
citation to the evidence.

(4) An argunent setting out the reasons why relief should
be grant ed.

Facts shoul d be set out as short, nunbered declaratory
sentences which are capable of being admtted or deni ed.
A notion may be denied if the facts alleged are insufficient

to state a claimfor which relief may be granted. Facts set
out in an argunment portion of a notion nmay be

over|l ooked and may result in a notion being deni ed.

Citation to the evidence nust be specific, i.e., (1) by
colum and line of a patent, (2) page, colum and paragraph of a
journal article and (3) page and line of a cross-exam nation
deposition transcript. Citations to an entire docunment or
numer ous pages of a cross-exam nation deposition transcript do
not conply with the requirenent for a citation to the record.

In this respect, the Trial Section adopts as its policy the
rationale of dintec Nutrition Co. v. Baxa Corp., 44 USPQRd 1719,
1723 n.16 (N.D. IIl. 1997), which notes that where a party points
the court to nmulti-page exhibits without citing a specific

portion or page, the court will not pour over the docunents to

extract the relevant information, citing United States v. Dunkel,
927 F.2d 955, 956 (7th Cir. 1991). Nor will the board take on
the role of an advocate for one of the parties. Conpare Ernst
Haas Studio, Inc. v. PalmPress, Inc., 164 F.3d 110, 111-12,

49 USPQd 1377, 1378-79 (2d Cir. 1999).




(b) Qppositions

In presenting an opposition, a party shall set out in the

foll ow ng order:

(1)

(2)

(3)

(4)

The evidence (i.e., alist in nunerical order of all
exhi bits by nunber) upon which the opposing party
relies in support of the opposition.

Whet her each fact alleged by the noving party is
adm tted, denied or that the opposing party is unable
to admt or deny the fact all eged.

Any additional facts upon which the opposing party
intends to rely with a citation to the evidence.

An argunent stating the reason why relief is opposed
shall be made in the followi ng manner: "On page X,
lines y-z of the notion, it is argued (or stated

factual ly) that The response is

(c) Replies

In presenting a reply, a party shall set out in the

foll ow ng order:

(1)

(2)

(3)

The evidence (i.e., a list in nunerical order of all
exhi bits by nunber) upon which the party relies for the
first tinme in support of the reply.

Whet her each additional fact alleged by the opposing
party is admtted, denied or that the noving party is
unable to admt or deny the fact all eged.

Any additional facts upon which the noving party
intends to rely to rebut additional facts alleged by

t he opposing party with a citation to the evidence and
an explanation as to why each additional fact was not
set out in the notion.



(4) The argument responsive to statements in the opposition
shall be made in the follow ng manner: "On page X,
lines y-z of the opposition, it is argued (or stated

factual ly) that The response is

(d) Prelimnary notion--anticipation
When anticipation (35 U S.C. 8 102) is the basis for a
Rul e 633(a) prelimnary notion for judgnent, each claimalleged

to be anticipated shall be reproduced as an appendix to the Rule
633(a) prelimnary notion.

Fol | owi ng each el enent or step recited in the claim and
within braces { }, there shall be inserted in bold a specific
citation to the colum and line and/or drawi ng figure and nuneral
and/or other material where a prior art reference describes each
el ement or step recited in the claim Braces { } are required
i nstead of brackets [ ] because brackets are used in clains in
rei ssue applications.

A simlar procedure shall be used for each claimof an
opponent which a party maintains is anticipated.

(e) Prelimnary notion--obviousness

When obvi ousness (i.e., 35 U.S.C. 8 103) over the prior art
is the basis for a Rule 633(a) prelimnary notion for judgnent, a
simlar procedure shall be used, except that at |east one el enent
or step recited in the claimw |l not be described in each prior
art reference.

Any difference shall be explicitly identified.

An expl anation shall be nade in the body of the prelimnary
notion (not an appendi x) as to why the subject matter of the
claim as a whole, would have been obvious to a person having
ordinary skill in the art notw thstandi ng any difference. A



simlar procedure shall be used for each claimof an opponent
which a party maintains is unpatentabl e based on obvi ousness.

(f) Prelimnary notion--request for testinony

If a request is to be made for |eave to take testinony
(37 CFR 8 1.639) to support a Rule 633 prelimnary notion,
opposition or reply, the request shall be nmade by a Rule 635
m scel | aneous notion filed sufficiently before the Rule 633
prelimnary notion, opposition or reply is due so the testinony
(i.e., affidavit or transcript of any deposition) can be served
with the Rule 633 prelimnary notion, opposition or reply.

If a party knows that testinony will be needed to support a
Rul e 633 prelimnary notion at the tine of the conference call to
set times for taking action during the prelimnary notion phase,
the adm nistrative patent judge should be advised at that tine.

If the notion is granted, testinony may be (1) ex parte,
subj ect to subsequent cross-exam nation, or (2) inter partes.
Conpare Therriault v. Garbe, 53 USP@@d 1179 (Bd. Pat. App. & Int.
1999).

(g) Prelimnary Mtion--inequitable conduct or fraud
The requirenents of 8 32 of this STANDI NG ORDER are
applicable to any Rule 633(a) prelimnary notion for judgnent

based on all eged i nequitable conduct and/or fraud.
A party nmust be in a position to nake out a prima facie case

of inequitable conduct or fraud at the tine the Rule 633(a)

prelimnary notion is filed. Additional discovery (37 CFR
8 1.687(c)) or a request to take testinmony (37 CFR 8 1.639(c)) of
an opponent, asserted to be necessary to make out a prinma facie

case, generally will not be authorized. Filing of a Rule 633(a)
prelimnary notion based on alleged inequitable conduct or fraud
which fails to nake out a prinma facie case may result in
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sanctions and/or a referral to the Ofice of Enroll nent and
Di sci pline.

(h) Mition to correct inventorship
Subject to the requirenents of 37 CFR 8 1. 636(c)
[ Rul e 636(c)], a Rule 634 notion to correct inventorship

may be filed at any tinme, provided that prior to filing the
notion a conference call is placed by the noving party to the
adm ni strative patent judge.

Times for filing the notion, opposition and reply will be
set by the admnistrative patent judge.

Appropriate action will be taken to mnimze prejudice to a
non-novi ng party in those cases where the notion is filed after
the tinme for filing Rule 633 prelimnary notions.

(1) Prelimnary notion--adding reissue application

A party filing a Rule 633(h) prelimnary notion to add a
rei ssue application to an interference nmust agree that all clains
in the reissue application, not contained in the original patent,
correspond to a count in the interference. See Wnter v. Fujita,
53 USP@d 1234 (Bd. Pat. App. & Int. 1999), reh'g denied, 53
UsP2d 1478 (Bd. Pat. App. & Int. 1999). A reissue application
will not be added to an interference if a non-original claimis

not to be designated as corresponding to a count.

(j) Prelimnary notion--designating clainms

A party's Rule 633(c) prelimnary notion seeking to have
it's claimdesignated as corresponding to a count shall establish
that the claimcovers the sane patentable invention as an
opponent's clai mwhich the party agrees corresponds to the count.

A party's Rule 633(c) prelimnary notion seeking to have
it's claimdesignated as not corresponding to a count shal
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establish that the claimcovers an invention which is not the
sanme patentable invention as any of the opponent’'s claim
desi gnated as corresponding to a count.

(k) Prelimnary notion--interference in fact

A party alleging that there is an interference-in-fact
between its claimand a claimof an opponent nust establi sh,
(1) assuming the party's clains are prior art to an opponent's
clains, that the subject matter of the party's clainms would
anticipate (35 U S.C. 8 102) or render obvious (35 U S.C. § 103)
an opponent's claimand, (2) assum ng the opponent's clains are
prior art to the party, that the subject matter of the opponent's
clainms woul d anticipate or render obvious the party's claim

8§ 27. [Reserved]

8 28. Page nunber Iimtation on notions,
oppositions and replies

Anotionis limted to twenty-five (25) pages, not including
any certificate of service.

An opposition to a notionis limted to twenty-five (25)
pages, not including any certificate of service.

A reply to an opposition is limted to ten (10) pages, not
including any certificate of service.

8§ 29. UWse of doubl e spacing

Al'l typing in papers (including quotes and footnotes, but
excl udi ng headi ngs, signature bl ocks and certificates of service)

shal | be doubl e spaced.
The use of footnotes is discouraged.



8 30. "Conbi ned" oppositions and replies not to
be filed

An opposition shall respond to only a single notion;
"conbi ned" oppositions responding to nore than one notion shal
not be fil ed.

A reply shall respond to only a single opposition;

"conbi ned" replies to nore than one opposition shall not be
filed.

One purpose of this requirenent is to mnimze the
possibility that an argument will be overl ooked.

8 31. Newissues in replies

It is the experience of the board that replies too often
rai se new i ssues and rely on evidence whi ch coul d have been
relied upon at the tinme the notion was fil ed.

No new i ssues shall be raised in replies.

A new i ssue may be deened to have been raised in a reply if
the reply refers to new evidence which is necessary to make out a

prinma facie case for the relief requested in, and/or which could
have been included with, the notion.

A reply which is longer than a notion or an opposition
probably raises new issues.

If a reply raises any new i ssue or belatedly relies upon

evi dence whi ch shoul d have been earlier presented, the entire
reply and belatedly relied upon evidence wll not be

considered and nay be returned . The board will not attenpt

to sort out legitimate reply frominproper reply. The reason for
this practice is to make the adm nistration of justice in
interferences nore efficient by avoiding a need to sort out
proper reply argunment from i nproper reply argunent.
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An i nproper rely nmay be returned.

8§ 32. Conference call prior to filing contested
Rul e 635 m scel | aneous noti on

Prior to filing a Rule 635 m scel |l aneous notion, a party
shal | :

(a) confer with all opponents (37 CFR 8§ 1.637(b)) and,
i f agreenent cannot be reached,

(b) place a conference call to the admnistrative
patent judge designated to handl e the
i nterference.

A notion for a clarification of procedure to be used in an
interference shall not be filed until a conference call has been
pl aced to the adm nistrative patent judge designated to handl e an
i nterference.

The parties, at their expense, may retain the services of a
court reporter to record any conference call. A court reporter
is often desirable inasmuch as an oral decision may be nmade with
respect to issues raised during the conference call.

§ 33. Tine for objection to admssibility of

evi dence

Any objection to the adm ssibility of evidence, including
evidence filed with any Rule 633 prelimnary notion, opposition
or reply, shall be served (but not need not be filed) within
five (5) business days of service of the evidence to which

t he objection is nmade.



8 34. Tinme for serving suppl enmental evi dence

Any suppl enmental evidence responding to any objection to the
adm ssibility of evidence shall be served (but not filed) within

two (2) weeks of the date an objection was served.

§ 35. Tinme for cross-examnation
Unl ess ot herwi se agreed, cross-exam nation of any affiant
may begin no earlier than twenty-one (21) days after service

of an affidavit.

A notice requesting cross-exam nation shall be served (but
need not be filed).

Unl ess ot herw se agreed, cross-exam nation of an affiant
relied upon in a Rule 633 prelimnary notion shall take place at
least ten (10) days before an opposition to the Rule 633

prelimnary notion is due.

Unl ess ot herw se agreed, cross-exam nation of an affiant
relied upon in an opposition to a Rule 633 prelimnary notion
shal | take place at least ten (10) days before a reply is due.

A party relying on an affiant is obligated to have the
affiant avail able for cross-exam nation during the tinme required
by this STANDI NG OCRDER. The party is also responsible for
securing the services of a court reporter and providing a copy of
any transcript to its opponent.

8§ 36. Oder and place of cross-exam nation

The party requesting for cross-exam nation, upon reasonabl e
notice, may select the order in which cross-exam nation occurs
when nore than one witness is to be cross-exam ned.

Cross-exam nation shall take place at a reasonable | ocation
within the United States. Upon failure of the parties to agree
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to a place, date and/or tinme, a conference call shall be placed
to the admnistrative patent judge.

Cross-exanm nation nmay be ordered to take place in the
presence of the adm nistrative patent judge. |In the past, cross-
exam nation has taken place before an adm nistrative patent judge
in case where inventorship, derivation or inequitable conduct has
been an issue and where testinony is given through an
interpreter.

8 37. Reliance on portion of a patent or

application file

If a notion relies on any part of a file of an involved or
benefit patent and/or application (including a specification
and/ or drawi ngs), a copy of the paper shall be nade an exhibit in
the interference.

§ 38. Affidavits in file wappers not evidence

Affidavits, such as Rule 131 and Rule 132 affidavits,
presented during ex parte prosecution of an involved or benefit
application or patent are not evidence in an interference.

If a party seeks to have such an affidavit considered, the
party nmust place the affidavit in evidence.

Any opponent will have an opportunity to object to the
adm ssibility of the evidence and may cross-exam ne.

A party submtting the evidence will have an opportunity to
suppl enment the evidence followng a tinmely objection by an
opponent .

§ 39. Exhibits

Al'l evidence (including affidavits, transcripts of
depositions, docunments and things) shall be presented as an exhibit.
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Nunbering of exhibits

Exhi bits used by a party in an interference shall be
assi gned consecutive nunbers throughout the course of the
i nterference.

Exhi bits should be identified by an exhibit nunber (not
letters) on a |abel placed in the |ower right-hand corner of the
first page of the exhibit. Conpare 37 CFR § 1.653(i).

If inportant material is covered by an exhibit |abel on the
first page of the exhibit, a copy of the first page of the
exhi bit shall be reproduced and presented as page 1-a of the
exhibit.

Exhi bits should be | abeled, e.g., as follows:

@ones EXH BI T 2001
@ones v. Snmith
Interference @08, 111

@mth EXH BIT 1001
@ones v. Snmith
Interference @08, 111

All exhibits shall be assigned an exhi bit nunber.

@he party initially designated as senior party shal
consecutively nunber exhibits beginning with Exhibit 1001.

@he party initially designated as junior party shal
consecutively nunber exhibits beginning with Exhibit 2001.

Exhibits in a series above 2000 (i.e., 3000, 4000, etc.) are
reserved for those interferences where there is nore than one

junior party.

Filing of exhibits

At an appropriate tine during the prelimnary notion phase
and the priority testinony phase of an interference, the parties
shall file a set of all original exhibits.
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A set of original exhibits shall be submtted in an
accordion folder, box or other folder containing all exhibits in
numeri cal order, separated by a divider which conspicuously
identifies each exhibit by nunber.

| f oral argument is requested by either party, three
additional sets of exhibits shall be filed.

| f oral argument is not requested by any party, one
additional set of exhibits shall be filed.

Record
Certified copies of depositions need not be filed unless
requi red by the board.
The filing of exhibits as indicated in this section shall be
deened to constitute conpliance with 37 CFR § 1.653.

Prohibition against multiple copies of sane exhibit

The filing of multiple copies of the sane exhibit with
di fferent exhibit nunmbers is not authorized.

§ 40. Exhibit Iist

Each party shall maintain an exhibit |ist.

The exhibit list shall contain the exhibit nunber and a
brief description of the exhibit.

The exhibit list shall be filed with the exhibits.

8§ 41. Specification as evidence

A specification of an application or patent involved in the
interference is adm ssible as evidence only to prove what the
specification or patent describes.

If there is data in the specification upon which a party
intends to rely to prove the truth of the data, an affidavit by
an i ndividual having first-hand know edge of how t he data was
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generated (i.e., the individual who performed an experi nment
reported as an exanple in the specification) nust be filed.
The individual may be cross-exam ned.

8§ 42. Affidavits of expert w tnesses

Affidavits expressing an opinion of an expert nust disclose
the underlying facts or data upon which the opinion is based.
See Fed. R Evid. 705 and 37 CFR 88 1.639(b) and 1.671(b).

Opi ni ons expressed w thout disclosing the underlying facts
or data may be given little, or no, weight. See Rohm and Haas
Co. v. Brotech Corp., 127 F.3d 1089, 1092, 44 USPQ2d 1459, 1462
(Fed. GCir. 1997) (nothing in the Federal Rules of Evidence or
Federal Circuit jurisprudence requires the fact finder to credit

t he unsupported assertions of an expert w tness).
Affidavits of patent |aw experts on issues of |aw generally
will not be admitted in evidence.

8 43. Reliance on scientific tests and data

Parties often rely on scientific tests and data, both in the
prelimnary notion phase and during the priority testinony phase.
Exanpl es include IR (infra-red spectroscopy) and graphs
generated therefrom HPLC (high performance liquid
chromat ography) and data generated therefrom etc.

In the event a party relies on a scientific test or data
generated froma scientific test, the party relying on the test
or data shall explain:

(a) the reason why the test is being used and why the
data is being relied upon;

(b) how the test is perforned;

(c) howthe data is generated using the test;

(d) howthe data is used to determ ne a val ue;
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(e) the acknow edged accuracy of the test; and

(f) any other information which would aid the board
i n understandi ng the significance of the test or
dat a.

Any expl anation should take place through affidavit
testinmony of a witness, preferably acconpanied by citation to
rel evant pages of standard texts (which should be exhibits in the

i nterference).

8 44. Letters between counsel not to be filed

Unless a letter between counsel is made an exhibit to a
nmotion, opposition, reply, affidavit or during cross-exam nation,
no letters between counsel are to be filed with the board.

8§ 45. Requirenent for settlenment negotiations

The parties are encouraged to attenpt to settle
i nterferences.

The purpose of this sectionis to facilitate settl enment
di scussi ons.

To elimnate any possibility that initiation of settlenment
di scussions m ght be construed as a weakness on the part of the
party initiating settlenent discussions, the senior party shal
be responsible for (1) initiating any settlenent discussions,
(2) initially drafting any docunent and (3) initiating any
conference call required by this section.

The parties may agree to permit a junior party to undertake
the obligation placed upon the senior party by this section.

Wthin three (3) nonths of the date of the NOTICE

DECLARI NG | NTERFERENCE, the parties are required to conduct a
settl ement conference and discuss settlenment possibilities. The
adm ni strative patent judge designated to handle an interference
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may be contacted via conference call to render any appropriate
assi stance which m ght be needed to acconplish settlenent.

Wthin three (3) nonths of the date of the NOTICE

DECLARI NG | NTERFERENCE, the parties are required to initiate a
conference call with the adm nistrative patent judge designated
to handle an interference and should be prepared to di scuss at

that tinme:

(a) report on the outcone of the settlenent
conf erence;

(b) whether the parties are actively engaged in
settlenment negotiations and, if so, what steps
have al ready been taken toward settl enent;

(c) whether any settlenent negotiations are directed
toward resolving prior inventorship and obviating
the need for filing Rule 633 prelimnary notions;

(d) identify any issues which are not subject to
settl enment negotiations; and

(e) the status of any settlenent negotiations,
i ncl udi ng how nmuch tinme m ght be needed to
concl ude those negoti ations.

Unless a different tinme is set in an order establishing a
testimony period, within two (2) nonths after a decision on

Rul e 633 prelimnary notions, the parties are further required to
conduct a settlenment conference and discuss settl enent
possibilities. Wthin the sane tine period, the parties are al so
required to initiate another conference call with the
adm ni strative patent judge designated to handle an interference
and shoul d be prepared to discuss at that tinme the itens set out
i n subsections (a) through (e), supra.

Unless a different tinme is set in an order establishing a

testinony period, within one (1) nonth after service of the
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priority record, the parties are still further required to
conduct a settlenment conference and discuss settl enent
possibilities. Wthin the sane tinme period, the parties also are
required to initiate another conference call with the

adm ni strative patent judge designated to handle an interference
and shoul d be prepared to discuss at that tinme the itens set out
in subsections (a) through (e), supra.

Prior to initiating any conference call required by this
section, the parties are required to file (preferably by
facsimle) a joint statenment indicating that a good faith effort
has been nade to settle the interference.

8 46. Q@idelines for cross-exam nation

Cross-exam nation is a useful tool for determning the facts
in a case.

In interference cases, testinony is initially presented by
affidavit. 37 CFR 8§ 1.639(b); 37 CFR 8§ 1.672(b) and (c).

Cross-exani nation occurs by oral deposition. 37 CFR
§ 1.672(d).

Wth respect to the cross-exam nati on depositions, the
gui delines of Hon. Robert S. Gawthrop, 1I1l, US. D strict Judge,
essentially as set out in his opinion for the court in Hall v.
Cifton Precision, a division of Litton Systens, Inc., 150 F.R D
525 (E.D. Pa. 1993), shall apply as hereinafter discussed. There

is only one basic exception and that exception is due to USPTO

rules. Certain objections nust be noted on the record.
See 37 CFR § 1.675(c).

As Judge Gawt hrop notes, a deposition is neant to be a
guesti on- and- answer conversation between the deposing | awer and
the witness. There is no proper need for the witness's own
| awer to act as an internediary, interpreting questions,

- 38 -



deci di ng whi ch questions the witness should answer, and hel pi ng
the witness to fornmul ate answers. The witness cones to the
deposition to be questioned on cross-exanm nation. It is the

W tness, and not the |awer, who is the w tness.

In view of the above, and pursuant to 37 CFR 8§ 1.610(e), the
foll ow ng guidelines shall apply.

Qui deline [1]

At the beginning of the deposition, deposing counsel taking
cross-exam nation shall instruct the witness on the record to ask
deposi ng counsel, rather than the witness's own counsel, for
clarifications, definitions or explanations of any words,
gquestions or docunents presented during the course of the
deposition. The witness shall abide by the instructions.

Qui deline [2]

Counsel shall not direct or request that a w tness not

answer a question, unless:
(1) counsel has objected to the question on the ground
t hat the answer woul d:
(a) reveal privileged material or
(b) violate a limtation inposed by an
adm ni strative patent judge or a panel of the
board and
(2) counsel imediately places a conference call to
the adm nistrative patent judge designated to
handl e an interference asking orally for a ruling
on the objection.

Under these circunstances, (i) the deposition shall be suspended,
(ii) the conference call imediately shall be placed to the

adm ni strative patent judge designated to handle an interference
and (iii) all counsel must be prepared to address orally their
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respective positions. The court reporter in attendance at the

deposition shall be available to record any tel ephone di scussion

and to read back questions to which an objection has been nade.
If an adm nistrative patent judge cannot be reached, then

the party directing a witness not to answer shall, within two

(2) working days, hand deliver to the board (Crystal Gateway

2, 10th Floor, 1225 Jefferson Davis Hi ghway, Arlington,
Virginia), and not to the USPTO Mail Room or any ot her USPTO
office, a Rule 635 m scel |l aneous notion seeking relief. Any

opposition nmust be hand delivered to the Board within two (2)

wor ki ng days. Wiile a reply can be filed, counsel should

assune that the notion is under advisenent and can be deci ded at
any time upon (a) receipt of an opposition, or (b) failing tinmely
hand delivery of an opposition, then imedi ately.
Qui del i ne [ 3]
Counsel shall not nmake objections or statenments which even
renmotely suggest an answer to a witness. Any objection to
evi dence during a deposition shall be stated concisely and in a
non- argunent ati ve and non-suggestive manner. Qpposi ng counsel
shoul d not address the correctness of an objection. Rather,
opposi ng counsel should continue with questions to the w tness,
t he obj ection having been noted on the record as required by
37 CFR 8§ 1.675(c).
Wth respect to this guideline, the foll ow ng observation by
Judge Gawt hrop is highly rel evant:
| also note that a favorite objection or
interjection of lawers is, "I don't understand the
question; therefore the wtness doesn't understand the
guestion.™ This is not a proper objection. |If the
W tness needs clarification, the witness may ask the
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deposing | awer for clarification. A lawer's
purported | ack of understanding is not a proper reason
to interrupt a deposition. In addition, counsel are
not permtted to state on the record their
interpretations of questions, since those
interpretations are irrelevant and often suggestive of
a particularly desired answer.
By way of exanple, the followi ng cooments by counsel not
conducti ng cross-exam nation generally are viewed as suggesting
an answer to a w tness:

1. bj ection, vague.
2. bj ection, to the formof the question.
3. Take your tinme in answering the question.
4. Look at the docunent before you answer.
5. Counsel, do you want to show hi nf her the
docunent ?
Qui del i ne [4]

Counsel and their witness-clients shall not engage in
private, off-the-record conferences during depositions or during
breaks or recesses, except for the purpose of deciding whether to
assert a privilege. The term"witness-clients" in the context of
this guideline and patent interference practice includes al
W t nesses who are enpl oyed by, or otherw se under the control of,
the real party in interest in the interference, including
retai ned expert witnesses, as well as the individual or
i ndi vidual s naned in the caption of the interference.

Wth respect to this guideline, the foll ow ng observation by
Judge Gawt hrop is highly rel evant:

The fact that there is no [adm nistrative patent] judge
in the roomto prevent private conferences does not nean

t hat such conferences should or may occur. The underlying
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reason for preventing private conferences is still present:

they tend, at the very |least, to give the appearance of

obstructing the truth.
Qui del i ne [ 5]

Any conferences which occur pursuant to, or in violation of,
guideline [4] are a proper subject for inquiry by deposing
counsel to ascertain whether there has been any w tness-coachi ng
and, if so, the nature of that coachi ng.

Qui del i ne [ 6]

Any conferences which occur pursuant to, or in violation of,
guideline [4] shall be noted on the record by the counsel who
participated in the conference. The purpose and outconme of the
conference shall also be noted on the record.

Quideline [7]

Deposi ng counsel taking cross-exam nation shall provide to
the witness's counsel a copy of all docunments shown to the
wi tness during the deposition. The copies shall be provided
ei ther before the deposition begins or contenporaneously with the
showi ng of each document to the witness. The witness and the
Wi tness's counsel do not have a right to di scuss docunents
privately before the w tness answers questions about the
docunents.

Sancti on

Failure to adhere strictly to these guidelines may be a
basis for a sanction under 37 CFR 8 1.616, which could include a
requi renent that the witness, on very short notice (i.e., the
next day including, if appropriate, a non-work day) may be
directed to appear before an adm nistrative patent judge in
Arlington, Virginia or el sewhere as nmay be appropriate, coupled
w th any appropriate award of conpensatory damages under Rul e
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616. |In addition, cross-exam nation undertaken contrary to these
guidelines may result in exclusion of an affidavit from evi dence

or little, if any weight, being given to the direct testinony of

a W tness who was cross-exam ned.

8 47. Comments on requests for extensions of timne

The parties are advised that tinmes are set with the view
to rendering pronpt and tinely decisions. Thus, in setting
times in an interference, also taken into account are tinmes set
in other interference and decisions which need to be rendered in
the interference, as well as other interferences.

A request for an extension of time is authorized by 37 CFR
8 1.645. But, Rule 645 requires a show ng of "good cause."

What ever counsel's experience may be in other USPTO matters,
prior interferences or courts generally, the standard of what
constitutes "good cause” within the neaning of Rule 645

is considerably high

There are few, if any, circunstances where "good cause" can
be based on the press of other business arising after a tine is
set by an order entered in an interference, particularly where a
time period is set after conference with counsel. Thus, a matter
in another case (i.e., argunent or a trial) or an event (i.e., a
deposition, client neeting in the U S. or abroad, a vacation,
etc.) schedul ed or ordered after a conference call setting tines
in an interference, generally will not constitute grounds for an
extension of tine.

Cenerally, an attenpt to settle is not "good cause.” Wile
settlenment is encouraged, and the adm nistrative patent judge
designated to handle an interference is available to assist in
settlement efforts where appropriate, the parties shoul d expect



to either settle interference or, in the absence of settl enent,
to meet the next pending deadline.

8 48. Paper served which need not be filed

The foll ow ng papers, which nust be served on an opponent,
need not be filed with the board at the tinme of service, but may
need to be filed at a future date if a dispute arises with
respect to the paper served:

(a) An objection to the adm ssibility of evidence
after service of evidence (the objection should
be filed only as an attachnment to a notion to
suppress (37 CFR 8 1.656(h)).

(b) A notice requesting cross-exam nation.

(c) Discovery pursuant to 8 19(a) of this STANDI NG
ORDER.

8 49. Published precedent of the Trial Section

Opinions entered by the Trial Section and other information
whi ch may be useful relating to interferences are avail able on
t he USPTO Wb Page at:

http://ww. uspto. gov/web/ of fi ces/ dcom bpai /i ndex. ht ml
The web page is updated fromtine to tine.
Opi nions may al so be published in the USPQd.

8§ 50. Testinony through an interpreter

A conference call shall be placed to the admnistrative
patent judge designated to handle the interference at | east
five (5) business days before testinony is to take place

when the witness will give direct or cross-exam nation testinony
through an interpreter. The conference call shall be initiated
by the party who called the w tness.



§ 51. Motion for ruling on the admssibility of

evi dence

At any appropriate time, a party may file a Rule 635
m scel | aneous notion (in limne) for a ruling on the
adm ssibility of evidence.

§ 52. Mbdtion for additional discovery

At any appropriate time, a party may file a Rule 635
m scel | aneous notion for additional discovery (37 CFR
§ 1.687(c)).

8§ 53. Three-judge decisions govern further

proceedi ngs

An interlocutory order (37 CFR 8 1.601(q)) entered by a
panel consisting of three or nore adm nistrative patent judges
general ly governs further proceedings in an interference.

A party may request reconsideration of any interlocutory
order (37 CFR § 1.640(c)).

A party may request review at final hearing of any
interlocutory order (37 CFR 8 1.655(a)), but the panel which wll
conduct the review generally will be the sane panel which entered
the interlocutory order even if other issues at final hearing are
determ ned by a separate panel. Accordingly, the nost efficient
way to seek review of an interlocutory order entered by a panel
is through a request for reconsideration.

8 54. Mbdtion to suppress evidence

A notion to suppress evidence during the prelimnary notion
phase or priority phase (e.g., 37 CFR 8 1.656(h)) of an
interference shall address objections to opponent's exhibit (or
part thereof) in nunerical order.
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The purpose of this section is to facilitate consideration
of objections to suppress evidence.

| f an objection could have been nmade before the filing of
suppl enent al evi dence and an obj ection was not made, the
obj ection is waived.

8 55. Msual aids at oral argunent
Vi sual aids to be used at oral argunent nust be served no
less than three (3) business days before oral argunent

Four copies (one for the record and one for each judge) nust
be presented at oral argunent.

Any speci al equi pnrent needed for oral argunent is the
responsibility of the party needing the equi prent.

8 56. Transcript of oral argunent

A party, at its expense, may retain the services of a court
reporter to transcri be oral argunent.

When an argunent is to be transcribed, the party should
notify Trial Section support staff personnel prior to oral
argunment so that arrangenents may be made in the hearing room for
the reporter.

The court reporter shall use a steno machine and may al so
use a tape recording device as a backup. M crophones at
i ndi vidual s' | ocations are not authori zed.



8 57. Modification of STAND NG CRDER

When appropriate, the terns of this STAND NG ORDER may be

nodi fied by an admi nistrative patent judge.

BRUCE H. STONER, Jr,
Adm ni strati ve Patent

Chi ef

Judge

FRED E. McKELVEY, Seni or

Adm ni strati ve Patent

Judge

Rl CHARD E. SCHAFER
Adm ni strati ve Patent

Judge

JAVMESON LEE
Adm ni strati ve Patent

Judge

Rl CHARD TORCZON
Adm ni strati ve Patent

Judge

SALLY GARDNER- LANE
Adm ni strati ve Patent

Judge

SALLY C. NMEDLEY
Adm ni strati ve Patent

Judge
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