THIS DISPOSITION

IS NOT CITABLE AS PRECEDENT
OETHFTTAR

Hear i ng: Paper No. 124
March 23, 2000 Bottorff
9/ 25/ 00

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Manki nd Research Foundation, Inc., David Dobbie and
Essi ac Products, Inc.
V.
Essi ac Products Services, |Inc.

Cancel l ation No. 22,218

Allen M Lenchek for Petitioner Manki nd Research
Foundati on, I nc.

Donal d L. Denni son of Dennison, Meserole, Scheiner &
Schultz for Petitioners David Dobbie and Essi ac Products,
I nc.

Essi ac Products Services, Inc., pro se.

Bef ore Hohein, Hairston and Bottorff, Adm nistrative
Trademar k Judges.

Opi nion by Bottorff, Adm nistrative Trademark Judge:

On March 9, 1990, respondent Essiac Products
Services, Inc., a Florida corporation, filed an
application to register the mark ESSIAC, in typed form

for “food supplements.” The application eventually
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matured into Registration No. 1,625,600, issued to
respondent on December 4, 1990.°

On Septenber 29, 1993, petitioners Mankind Research
Foundation, Inc. (“Mankind” or “MRF"), a Maryl and
corporation, and David Dobbie (“Dobbie”), an individual
Canadian citizen, filed a petition for cancell ation of
Regi stration No. 1,625,600.%2 In their petition for

cancel l ation, petitioners allege as follows:

1. Petitioners, and their predecessors in
i nterest Resperin Corporation, a Canadi an conpany,
and Rene M Caisse, a Canadian citizen, now
deceased, are recognized in the marketplace as
di stributors of a food supplenent both in Canada and
the United States bearing the mark ESSI AC. David
Dobbie is the exclusive |licensee, manufacturer and
di stri butor of goods bearing the mark ESSIAC in the
U.S. and el sewhere for Mankind Research Foundati on.
Long prior to registrant’s use of the mark ESSI AC,
Petitioners through their predecessors adopted and

continuously used and is [sic] still using the mark
ESSI AC for food supplenents in the United States and
Canada.

2. Petitioners obtained exclusive rights to
make and sell ESSI AC food suppl enment from Resperin,
a conpany that was selling that product in Canada

! Respondent filed a conmbined affidavit under Trademark Act
Sections 8 and 15 on May 2, 1996. The O fice accepted that
affidavit on March 3, 1997. The propriety of the Section 15
affidavit is discussed infra.

2 buring the course of the proceeding, David Dobbie noved to
substitute Essiac Products, Inc., a Canadi an corporation, as
petitioner in his place. However, in its order dated January
30, 1998, the Board joined, rather than substituted, Essiac
Products, Inc. as a party plaintiff. In this opinion, the Board
shall refer to both Dobbie and Essiac Products, Inc. as

“ Dobbi e.”
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and the United States. Resperin, in turn, obtained
its rights to make and sell food supplement under
the ESSI AC trademark from Rene M Cai sse, the
product originator and distributor. On information
and belief, Caisse adopted the name ESSI AC (her nane
spel | ed backwards) begi nning in about 1934 in
connection with her herbal food suppl ement which was
sold in Canada and the U S. as a food suppl ement
with potential anticancer properties.

3. On information and belief, from about 1934
unti|l about 1977 Cai sse mmintained the exact
formul ati on of her ESSI AC food suppl ement as a trade
secret at which tinme she conveyed the trademark
ESSI AC and its formulation to Resperin who |ater
conveyed trademark rights to MRF. Dobbie is the
manuf acturi ng and marketi ng agent for MRF.

4. From at | east about 1934 to date, the nark
has been used continuously, and consumers in the
United States and Canada have cone to associate the
mar k ESSI AC with a food supplenment froma single
source, i.e., from Caisse and thereafter her
successors in interest.

5. On information and belief, Respondent’s ‘600
registration was obtained fraudulently in that at
the time the application papers were filed it was
falsely stated under oath that the mark was first
used by Respondent in interstate comerce “on or
before 1922.” Respondent’s use of the subject mark,
i f any, occurred nuch later than 1922.

6. Respondent’s ‘600 registration is void ab
initio because, at the tinme of filing the
application resulting in the ‘600 registration, the
oath did not comply with 15 U. S. C. 81051(a)(1)(A),
inthat it omtted the statenent that “no other
person, firm corporation or association has the
right to use the mark in commerce.” Thus, the oath
is fatally defective.?

3 On Decenber 30, 1994, petitioners noved for summary judgnent
in their favor on the claimasserted in Paragraph 6 of the
petition to cancel. On March 26, 1996, the Board issued an
order denying petitioners’ motion for sunmary judgnent and
instead granting sumary judgnment to respondent on this claim
Par agraph 6 was ordered stricken.
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7. On information and belief Respondent has
violated 15 U. S. C. 881052(a) and 1064(3) by
m srepresenting the source of the goods and/or
fal sely associating its food suppl enent sold under
the ESSIAC | abel with Rene Caisse and by falsely
suggesting to the public that its product is nmade
pursuant to formul ati on obtained from Cai sse.

8. Respondent’s ESSIAC mark for its food
suppl ement is confusingly and deceptively simlar to
Petitioner’s ESSIAC mark and, as the goods are
closely related, is likely to create confusion,
m st ake and deception of purchasers into believing
t hat Respondent’s goods originate with or are in
sone way sponsored, |icensed or authorized by or
ot herwi se associated with Petitioner, resulting in
| oss of Petitioner’s sales and goodw | |.

9. |If Respondent is pernmtted to retain the
registration sought to be cancelled, a cloud will be
placed in MRF' s title in and to its ESSIAC trademark
and on Petitioners’ right to enjoy the free and
excl usive use thereof in connection with its [sic]
goods, all to the great injury of Petitioners and
all inconsistent with the prior and established
rights of Petitioners in the mark ESSIAC. 1In fact,
such injury to MRF has already been denonstrated by
the fact that the Patent and Trademark Office, in an
O fice Action dated April 14, 1993, has refused
registration of MRF' s ESSI AC trademark application
on the Principal Register (filed on January 14,

1993; ser. No. 74/348,347) based on the existence of
the 600 registration in connection with Cl ass 5.

10. The concurrent use and registration of
ESSI AC by Respondent and Petitioners is likely to
cause confusion, m stake and deception of custoners
as to the source, sponsorship, or origin of the
respective marks in derogation of the rights of
Petitioners.

11. By reason of all of the foregoing,
Petitioners have been and will continue to be
gravely damaged by the conti nued existence of
Regi stration No. 1,625, 600.
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Respondent filed an answer denying the allegations
of the petition to cancel which are essential to
petitioners’ clains and asserting various affirmative

def enses.

Petitioners and respondent presented testinony in
support of their respective positions.* Petitioner
Dobbi e’ s objections to certain of respondent’s testinony
depositions are discussed, infra. Petitioners filed two
main briefs, one brief fromeach petitioner. Respondent
li kewise filed two briefs, i.e., one brief in opposition
to each of petitioners’ two briefs. Petitioners filed

two reply briefs, one fromeach petitioner.® An oral

41t appears fromthe record that petitioners and respondent
each enjoyed two full testinony periods in this case, the first
in 1996 and the second in 1997-98. A single rebuttal testinony
period was held in 1999.

® Co-petitioner Dobbie objected, inits reply brief, to
respondent’s filing of two separate briefs. He argues, inter
alia, that respondent is only entitled to file one brief. W
find the objection to be not well-taken. The co-petitioners

t hensel ves filed two separate main briefs and two separate reply
briefs, and we see no harmor prejudice arising from
respondent’s filing of two separate briefs. W |ikew se decline
to sustain petitioners’ other objections to the form and

subst ance of respondent’s briefs.
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heari ng was requested and hel d, but Dobbie was the only
party represented at the hearing.®

Petitioners’ evidence of record in this case
consists of: the August 8, 1996 testinony deposition of
Pat Safriet; the August 8, 1996 testinony deposition of
Harol d Col lins; the August 23, 1996 testinony deposition
on witten questions of David Dobbie; the October 17,
1997 testinony deposition of David Dobbie; the May 29,
1998 testinony deposition of Carl Schleicher; the Apri
8, 1999 rebuttal testinony deposition of Carl Schleicher;
and the April 12, 1999 rebuttal testinony deposition of
Davi d Dobbie.’

Respondent’ s evidence of record consists of: the
Decenber 16, 1996 testinony deposition of G| bert

Bl ondi n; the Decenber 17, 1996 testinony deposition of

® W are not persuaded by respondent’s argunents in support of
its request for reconsideration of the Board s order denying
respondent’s request for a rescheduling of the oral hearing, and
accordi ngly deny that request for reconsideration.

" Pursuant to the Board’'s order dated March 10, 1999,
petitioners’ rebuttal testinony period was set to close on Apri
10, 1999. Because that date fell on a Saturday, M. Dobbie’s
deposition on April 12, 1999, the next business day, was tinely.
See Trademark Rule 1.7, 37 CF.R 81.7. To the extent that
respondent, in its brief, has objected to the deposition on the
ground of untineliness, that objection is overrul ed.
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Robert Strang; and the Decenmber 17, 1996 testinony
deposition of Pierre Gaulin.?®

We sustain petitioner Dobbie’ s objection to the
adm ssibility of the July 24, 1998 testinony deposition,
conducted by respondent, of co-petitioner MRF s principal
Carl Schl ei cher as an adverse witness. The deposition
transcri pt was never signed by the witness, as required
by Trademark Rule 2.123(e)(5). Because that requirenment
was not wai ved on the record by agreenent of all the
parties, and because petitioner Dobbie properly and
timely objected on that ground to the adm ssibility of
t he deposition, we have not considered the deposition as
formng part of the record.

We |ikew se sustain petitioner Dobbie’ s objection
to the adm ssibility of the July 31, 1998 testi nony
deposition of Pierre Gaulin. The deposition transcript
is unsigned by the witness and, that requirenent not

havi ng been wai ved and the objection having been properly

8 Respondent al so has subnmitted a Court Reporter’'s “Certificate
of Non- Appear ance,” purporting to set forth the non-appearance
of a non-party, Kevin Ml oney, for a testinony deposition
noticed for Decenber 9, 1997. The w tness apparently was served
with a subpoena fromthe United States District Court for the
Southern District of Florida, but failed to appear pursuant
thereto. However, respondent apparently took no action to
conmpel the attendance of the witness. The Trademark Rul es do
not provide for the filing of a “Certificate of Non-Appearance”
inlieu of a testinony deposition transcript, and we have given
this filing no further consideration.
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and tinely asserted, the deposition cannot be consi dered.
See Trademark Rule 2.123 (e)(5). Additionally, we
sustain petitioner Dobbie’ s objection to the deposition
based on Federal Rule of Evidence 612. It appears that
M. Gaulin, the witness, was inproperly reading his pre-
prepared answers into the record for nmuch if not all of
t he deposition. See Fed. R Evid. 612; Hall v. Anerican
Bakeries Co., 873 F.2d 1133 (8" Cir. 1989).

We al so sustain petitioner Dobbie’ s objection to the
July 31, 1998 deposition based on Dobbie’ s | ack of
opportunity for full cross-exam nation of the w tness.
We find that this |lack of opportunity resulted from
respondent’s delay in scheduling the deposition until the
very last day of its testinony period, and not from
Dobbi e’ s counsel’s reasonable term nation of the
deposition at six o' clock p.m on a Friday evening, after
a full day of M. Gaulin's pro se direct exam nation of
hi msel f. Further, having read the deposition transcript,
we concur wi th Dobbie’s contention that M. Gaulin's
direct exam nation of hinself was rife with irrel evant,
hearsay, and otherw se objectionable matter. Dobbie’'s
counsel’s raising of objections to such matter was both
proper and necessary, and we accordingly reject

respondent’s contention that Dobbie’s counsel, by raising
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such objections, was responsible in any way for the undue
prol ongation of the deposition. For all of the reasons
di scussed above, we sustain Dobbie' s objection to the
July 31, 1998 deposition, and have given it no further
consi deration.?®

We turn now to a consideration of the grounds for
cancel lation involved in this case. As noted above, the
grounds for cancellation pleaded in the petition to
cancel (and not previously stricken by the Board) are:
that in the application which led to the registration
i nvol ved herein, respondent fraudulently alleged first
use of the mark on or before 1922; that respondent has
viol ated Trademark Act Sections 2(a) and 14(3) by
m srepresenting the source of the goods and/or falsely
associating its food suppl enent sold under the ESSIAC
| abel with Rene Caisse and by falsely suggesting to the
public that its product is nmade pursuant to fornulation
obtained from Cai sse; and that the registration should be
cancel l ed under Trademark Act Section 2(d) in view of

petitioners’ asserted priority and the existence of a

°® W note that the Decenber 17, 1996 testinony deposition of M.
Gaulin suffered from many of the same deficiencies, and that
petitioner Dobbie s former counsel had tinmely and properly

rai sed objections at the deposition. However, those objections
were not preserved in petitioners’ briefs, and petitioners have
treated the deposition as being properly of record. W shall do
i kew se.
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I'i kel i hood of confusion. At the oral hearing held in
this matter, petitioner Dobbie’s counsel also noved,
pursuant to Fed. R Civ. P. 15(b), to anend the petition
to cancel to include a claimthat respondent submtted to
the Ofice a false and fraudul ent affidavit under
Trademark Act Section 15.1'°

Taking the last issue first, we deny Dobbie’ s Rule
15(b) notion for |eave to anend the petition to cancel.
We cannot conclude on this record that the issue of
respondent’s filing of a Section 15 affidavit was fully
litigated by the express or inplied consent of the
parties, as required by Rule 15(b). Respondent filed the
Section 15 affidavit on May 2, 1996, and it was accepted
by the Ofice on March 3, 1997, prior to petitioners’
second main testinony period. However, petitioners did
not raise the issue at trial until M. Dobbie’s rebuttal
testi nony deposition on April 12, 1999, during
petitioners’ rebuttal testinmony period. Petitioners
never filed a notion to anend the pleadi ngs under Fed. R

Civ. P. 15(a), and have provided no explanation for such

10 At the oral hearing, Dobbie's counsel also argued, apparently
in the alternative to petitioners’ pleaded clains, that ESSIAC
is a generic or nerely descriptive termas applied to
respondent’s goods. Because the issues of genericness and nere
descriptiveness were neither pleaded nor tried, we have not
consi dered counsel ' s argunent.

10
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failure. In these circunstances, we cannot concl ude that
petitioners should be allowed to anend their pleading to
assert this new ground for cancellation.

As for petitioners’ pleaded claimthat respondent
commtted fraud when, in its application, it alleged
first use of the mark on or before 1922, we have
carefully reviewed the evidence of record and concl ude
that petitioners have failed to prove this ground for
cancellation. In the first place, the ground, as pleaded
by petitioners, is legally insufficient. An applicant's
m sstatenent in the application of the dates of first use
of its mark is not material to the Ofice's decision to
grant a registration and does not constitute fraud, so
|l ong as valid use of the mark was made prior to the

application filing date. See Western Wrl dw de
Enterprises Goup Inc. v. Q ngdao Brewery, 17 USPQd
1137, 1141 (TTAB 1990); Colt Industries Operating Corp.
v. Oivetti Controllo Numerico S.p.A. , 221 USPQ 73, 76

(TTAB 1983); J. Thomas McCarthy, MCarthy on Trademarks

and Unfair Conpetition 831:74 (4th Ed. 6/99).

Petitioners, in their petition to cancel, did not allege
t hat respondent had not made valid trademark use prior to
the March 9, 1990 filing date of its application. Absent

such an all egation, which nmust be nmade with

11
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particularity, see Fed. R Civ. P. 9(b), the petition to
cancel fails to state a claimfor fraud.

Thi s pleading issue aside, we also find that
petitioners have failed to present evidence sufficient to
support their pleaded fraud claim Even assum ng,
arguendo, that respondent’s allegation in the application
of use of the mark since 1922 was false, there is no
evidence in the record establishing that respondent made
the m sstatement with fraudulent intent. That is, there
is no basis in the record for finding that respondent,
when it made its allegation of use of the mark on or
before 1922, made that allegation with know edge of its
falsity and with the intention of deceiving the Trademark
O fice. Absent such proof, petitioners’ fraud clai m nust
fail. See Smith International, Inc. v. Oin Corporation
209 USPQ 1033, 1043-44 (TTAB 1981). Petitioners’ fraud
claimis dism ssed.

We turn next to petitioners’ pleaded ground for
cancel |l ati on under Trademark Act Sections 2(a) and 14(3),
by which petitioners claimthat respondent is
“m srepresenting the source of the goods and/or falsely
associating its food suppl enment sold under the ESSIAC
| abel with Rene Caisse and by falsely suggesting to the

public that its product is made pursuant to formul ation

12



Cancel | ati on No. 22,218

obtained from Caisse.” (Petition to cancel, paragraph
7.) After careful review of the record, we conclude that
petitioners have failed to prove this ground for
cancel | ati on.
Petitioners have not proven their claim under

Trademark Act Section 14(3), that respondent is
m srepresenting the source of its goods. That statutory
ground for cancellation requires a petitioner to plead
and prove that registrant deliberately sought to pass off
its goods as those of petitioner. Use, even wllful use,
of a confusingly simlar mark is not sufficient. See
McDonnel | Dougl as Corporation v. National Data
Cor poration, 228 USPQ 45 (TTAB 1985); MCarthy, supra, at
820: 60. No such pleading or proof exists in this case.

We construe petitioners’ alternative allegations
that respondent is “falsely associating its food
suppl ement sol d under the ESSI AC | abel with Rene Caisse
and ...fal sely suggesting to the public that its product
is made pursuant to fornul ation obtained from Caisse” to
be clains, respectively, under the “fal se suggestion of a
connection” and the “deceptiveness” prongs of Trademark
Act Section 2(a). Both clainms nust fail.

The “fal se suggestion of a connection” ground set

forth in Trademark Act Section 2(a) is essentially a

13
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statutory inplementation of the rights of privacy and
publicity. See University of Notre Dame Du Lac v. J.C
Gournmet Food Inports Co., 703 F.2d 1372, 217 USPQ 505
(Fed. Cir. 1983). As such, the ground is personal to the
person or institution named in the mark, and nmay only be
asserted by that person or institution. See Internet,
Inc. v. Corporation for National Research Initiatives, 38
USPQ2d 1435 (TTAB 1996); Heroes, Inc. v. Booner Esiason
Hero’ s Foundation, Inc., 43 USPQ2d 1193 (D.D.C. 1997);
McCart hy, supra, at §20:20.

In this case, there is no evidence that respondent’s
mar k ESSI AC (“ Cai sse” spelled backwards) points uniquely
to the persona or identity of Rene Caisse, as opposed to,
for exanple, her herbal formulation. For that reason
al one, petitioners’ “fal se suggestion of a connection
claint fails. See University of Notre Dane, supra.
However, even assunm ng arguendo that ESSI AC points
uni quely to the persona or identity of Rene Caisse, only
Rene Cai sse or her estate would have standing to assert
the Section 2(a) “fal se suggestion of a connection”
ground for cancellation. See Internet, Inc., supra, and
Heroes, Inc., supra. Nothing in the record establishes

that petitioners are entitled to assert this statutory

14
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ground for cancellation on behalf of Rene Caisse or her
estate. Certainly, the 1977 agreenent between Cai sse and
Resperin Corporation, fromwhich petitioners’ pleaded
rights in the mark are derived, makes no such provision
Accordingly, we find that petitioners are not entitled to
prevail on their claimthat respondent has viol ated
Trademark Act Section 2(a)’s “fal se suggestion of a
connection” provision by “falsely associating its food
suppl enent sold under the ESSIAC | abel with Rene Caisse.”
Li kewi se, we find that respondent’s clai munder the
“deceptiveness” prong of Section 2(a), i.e., that
respondent is “falsely suggesting to the public that its
product is made pursuant to formul ation obtained from
Cai sse,” has not been proven. The Board cannot determ ne
on this record which, if any, of the parties exclusively
possesses the “true,” “authentic,” or “original”
formul ati on obtained from Rene Cai sse, nor can we
conclude that any such formul ation actually remains
extant, if it ever existed at all. Both parties claimto
be in possession of the original docunentation
purportedly obtained from Rene Cai sse, but those clains
are based solely on the wholly self-serving and
uncorroborated testinony of the parties’ respective

principals and on the clearly inadm ssible hearsay

15
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statenments of various other persons. Despite the

exi stence of a stipulated protective agreenent in this
case, neither party has nmade its purported docunentation
(and aut henticating evidence) of record, not even for the
Board’ s in canmera inspection.

We cannot conclude on this record that respondent’s
product is not, in fact, manufactured pursuant to
Cai sse’s original formulation. That is not to say that
we are persuaded that respondent’s product is, in fact,
manuf act ured according to Caisse’s original formrulation.
We sinmply have no evidentiary basis for making that
determ nation one way or the other. In view thereof, and
because the burden of proof on this pleaded claimrests
on petitioners, we find that petitioners’ Section 2(a)
“deceptiveness” claim like its Section 2(a) “false
suggestion of a connection” and its Section 14(3)

“m srepresenting the source of the goods” clains, nust
fail.

Thus, the only remaining pl eaded ground for
cancellation is petitioners’ Section 2(d) claim of
priority and |ikelihood of confusion. Respondent has not
di sputed that confusion is likely to result fromthe
parties’ use of the identical mark, ESSIAC, on identical

goods, and we find that a |ikelihood of confusion clearly

16
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exists in this case. Thus, the only issue to be decided
is which party has priority under Section 2(d).

Two prelimnary coments are in order. First, the
i ssue of which of the parties, if any, possesses or is
usi ng Rene Caisse’s alleged “true” or “original” herbal
food supplement formula is irrelevant to our priority
analysis. The issue is priority of use of the trademark
in commerce, not the alleged authenticity or
i naut henticity of the product on which each party is
using the trademark or the validity or invalidity of each
party’s claimto be the rightful heir of Rene Caisse’s
| egacy. Second, we note that the co-petitioners appear
to have had a falling out during the course of this
proceedi ng, and that each is claimng rights in the mark
whi ch are adverse to the other’s rights. However, our
task in this case is not to determ ne the co-petitioners’
respective rights in the mark, inter se. Rather, the
only issue presented is whether continued registration of

respondent’s mark is barred under Section 2(d).*

11 Based on the pleadings and the evidence of record, we find
that each co-petitioner has established its standing to petition
to cancel respondent’s mark. The apparent adversity of the co-
petitioners’ interests does not negate either co-petitioner’s
standi ng. Moreover, respondent’s contentions regarding the

al | eged i nauthenticity of co-petitioner’s product are irrel evant
to the issue of standing.

17
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We begin our priority analysis by noting that
respondent filed the application which matured into
Regi stration No. 1,625,600, the registration involved in
this proceeding, on March 9, 1990. Respondent
accordingly is is entitled to rely, for priority
pur poses, on the statutory presunption of constructive
use of its mark as of that filing date. See Trademark
Act Section 7(c), 15 U . S.C. 81057(c); J. C. Hall Conpany
v. Hall mark Cards, |ncorporated, 144 USPQ 435 ( CCPA

1965) . Thus, our initial inquiry is whether either of

12 Respondent is entitled to rely on the statutory presunption

of constructive use as of its application filing date because

t he i ssue of whether respondent had used the mark prior to the
application filing date was neither pleaded by petitioners nor
tried by the express or inplied consent of the parties. See
Levi Strauss & Co. v. R Josephs Sportswear Inc., 28 USPQR2d 1464
at n.4 (TTAB 1993). As discussed above in connection with
petitioners’ fraud claim petitioners did not plead, as a
separate ground for cancellation, that respondent had not used
its mark in conmerce prior to the application filing date.

Li kewi se, we cannot conclude on this record that the nonuse
issue was tried by the express or inplied consent of the parties
as an additional ground for cancellation. Respondent’s evidence
of its use of the mark was presented for the purpose of
defeating petitioner’s pleaded Section 2(d) priority claim not
for the purpose of establishing its use of the mark prior to the
application filing date in order to defeat an unpl eaded nonuse
claim As discussed infra, petitioners’ evidence in support of
its priority claimcenters on the alleged activities of Resperin
Corporation and of Mankind Research Foundati on comrencing in the
late 1970's. Not suprisingly, respondent’s evidentiary efforts
to defeat petitioners’ priority claimlikew se focus on the

al l eged activities of respondent or its predecessors during and
prior to the late 1970's. In the absence of any pleadi ng of
nonuse as a separate ground for cancellation, respondent had no
burden of specifically proving use of its mark prior to the 1990
application filing date, and it is entitled to rely on that
filing date as its date of constructive first use, for purposes

18
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the petitioners have proven that the ESSI AC mark or trade
name was “previously used [i.e., prior to March 9, 1990]
in the United States ...and not abandoned” by the
petitioner(s) or their predecessors-in-interest. |If not,
t hey cannot prevail on their Section 2(d) claim

In the petition to cancel, petitioners base their
priority claimon the all eged previous use of the ESSIAC
mark in the United States by their predecessors-in-
interest, i.e., Rene Caisse since 1934 and the Canadi an
conpany Resperin Corporation since 1977. Petitioner
Dobbie, in his brief, continues to rely on this alleged
previ ous use of the mark by Cai sse and Resperin.
However, petitioner Manki nd Research Foundation, in its
brief, does not cite to or rely on any evidence of this
pl eaded previous use by Cai sse and Resperin, but rather
relies on its evidence of its own (unpl eaded) use of the
mark in the United States since October 1978.

We address first Dobbie s reliance on the alleged

previ ous use of ESSIAC in the United States by Rene

of Section 2(d) priority. See Levi Strauss & Co., supra, and
Levi Strauss & Co. v. R Josephs Sportswear Inc., 36 USP@d 1328
(TTAB 1994). (Simlarly, petitioners’ argunents in their briefs
that respondent has failed to prove that it has nade any use at
all of its mark are unavailing, even if we assune, arguendo,

that they are correct. Abandonnent, |ike nonuse, is not a

pl eaded ground for cancellation in this case, nor was it tried
by the express or inplied consent of the parties.)

19
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Cai sse and Resperin Corporation. Petitioners presented
no evidence to support a finding that Rene Caisse, prior
to her death in 1978, ever used the mark ESSIAC in the
United States. In fact, it was respondent, not
petitioners, who attenpted to prove and rely upon such
use by Caisse, and petitioners objected (properly, in our
view) on hearsay and other grounds to any and all such
attenmpts by respondent.

Petitioner Dobbie also contends, however, that the
Canadi an conpany Resperin Corporation, petitioners’
i mredi ate predecessor-in-interest, used the mark in the
United States beginning in 1977 and continuously until
1991, when it entered into a “representati on agreenent”
with petitioner Mankind Research Foundation. In support
of this contention, Dobbie relies on the “Statutory
Decl aration” of Resperin’s former director and president

Dr. Matthew Dynond, and on his own trial testimony.®

13 Al though they are not cited to or relied upon in Dobbie's
brief, the August 8, 1996 testinony depositions of petitioners’
wi t nesses Harold Collins and Pat Safriet should be noted, if
only to point out that neither witness’ testinony is probative
or corroborative evidence of use of the ESSIAC mark in the
United States by Resperin Corporation. Pat Safriet, a resident
of Tennessee, testified that she obtained a single shipnment of
ESSI AC for personal use in |ate 1989. She ordered it by placing
a phone call from Tennessee to Canada, and the product was

shi pped from Canada to her in Tennessee. However, she could not
identify fromwhom she bought the product, and she did not
testify that the product cane from Resperin Corporation or any
of its principals. Harold Collins, a resident of M chigan,
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We turn first to Dr. Dynond’s “Statutory

Decl aration” (Dobbie Exhibit P-11).% Petitioner Dobbie

testified that in Fall 1988 he placed a tel ephone call (from

M chigan) to Dr. Dynond, a principal of Resperin Corporation who
was | ocated in Canada, and ordered ESSI AC for his personal use.
Dr. Dynond shipped the product fromhis location in Canada to

W ndsor, Ontario, Canada, and M. Collins drove from M chigan to
W ndsor, picked up the product, and brought it back to M chigan.
This incident did not constitute use of the ESSI AC mark by
Resperin Corporation “in the United States,” and is de m ni nus
in any event.

4 This two-page docunent is entitled “STATUTORY DECLARATI ON’

and begins: “I, Dr. Matthew Dynond, MD.C M, F.CF.P., LL.D.,
of Port Perry, Ontario, Canada do solemmly and sincerely declare
as follows:”. The docunent then sets forth Dr. Dynond’ s

curriculumvitae for the years 1935-1982, after which is set
forth the foll ow ng:

In summary | was actively involved in nedica
practice at both practical and admi nistrative |levels
from1942. Two Universities, the University of
Western Ontario, London, Ontario and Queens

Uni versity, Kingston, Ontario, both granted nme an
LL. D

During my termas Mnister of Health | becane
interested in Resperin Corporation and in the product
Essiac through the then President, the | ate David
Fingard. Following ny resignation fromthe Mnistry
of Health | became nore active in the conpany. | was
a menber of the Board of Directors of Resperin
Corporation and al so held the position of President
of Resperin Corporation. The exclusive rights to
Essi ac were signed over to Resperin Corporation by
Rene Caisse in 1977.

From 1979 until 1987 | devoted sone tine to the
pronotion, selling, taking orders for and shi pping

t he product Essiac in Canada and to Greece, U K.,
U.S. A and other places. Essiac was sold into the

U S A at least as early as 1986 and i nto Engl and
[and] Greece at |least as early as 1987. It was sent
in the formof units of two bottles in a purpose nmade
cardboard container, which in turn was packed in

pol ystyrene chips in an outer box. | resigned from
all activity with Resperin Corporation in 1993.
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relies, in particular, on Dr. Dynond’'s assertion, in the
decl aration, that “[f]rom 1979 until 1987 | devoted sone
time to the pronotion, selling, taking orders for and
shi ppi ng the product Essiac in Canada and to G eece,
UK, US A and other places. Essiac was sold into the
U S A at least as early as 1986 ...~
The decl arati on appears to have been signed by Dr.
Dynmond and notarized on August 25, 1994, after the
commencenent of this proceeding. Petitioner Dobbie
testified as follows regarding how this document canme to
be prepared:
In 1994 | had been involved in Essiac for three
years and we were trying to establish the
provenance of Essiac and this was just one nethod
of doing it or one link in the chain of doing it.
Dr. Dynmond was not in very good health, and he
proposed that he make a declaration outlining his
know edge of Essiac and his — his business with
it. And this was the — this was the result.
(Dobbi e October 17, 1997 deposition, at 31.) It appears
fromthe record that Dr. Dynond subsequently died over a
year later, in late 1995 or early 1996.

Trademark Rule 2.123(b) allows for the testinmony of

a witness to be submtted in affidavit (or declaration)

AND | MAKE this solem declaration conscientiously
believing the sane to be true and knowing that it is
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formonly “by witten agreenent of the parties.” No such
written agreenent covering the Dynond declaration is of
record.® Trademark Rule 2.123(1) provides that
“[e]vidence not obtained and filed in conpliance with
t hese sections [including Trademark Rule 2.123(b)] w |
not be considered.” Dr. Dynmond s declaration was not
obtained and filed in conpliance with Trademark Rul e
2.123(b), and it accordingly will not be considered.
Mor eover, the declaration clearly is hearsay to the
extent that petitioner relies on it for the truth of the
matters asserted therein.'®

Petitioner Dobbie also cites to and relies on his
own testinony as evidence that Resperin Corporation used

the Essiac mark in the United States beginning in 1977.

of the sane force and effect as if nmade under oath

and by virtue of the Canadi an Evi dence Act.
1% Nor can we deem respondent to have waived the “witten
agreenent” requirenent of Trademark Rule 2.123(b). Although
respondent did not object, during Dobbie s deposition, to
introduction of the declaration as an exhibit to Dobbie’'s
testinony, neither did respondent, in its brief on the case,
treat the declaration or the assertions nmade therein as being
properly of record. Distinguish, e.g., Hlson Research Inc. v.
Soci ety for Human Resource Managenent, 27 USPQRd 1423 (TTAB
1993). In these circunstances, we see no basis for disregarding
the clear and express requirenment for a witten agreenent set
out in Trademark Rule 2.123(Db).

16 Respondent al so attenpted to introduce into evidence the
affidavits of several persons. W have not considered those
affidavits for the sane reasons we have not considered Dr.
Dynond' s declaration, i.e., because they are not offered in
conpliance with Trademark Rule 2.123(b) and because they
constitute hearsay.
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By his own adm ssion, however, M. Dobbie has no personal
know edge of Resperin’s activities prior to 1991, and
bases his testinony wholly on what he was told by the
principals of Resperin Corporation and on the above-
referenced declaration of Dr. Dynond. See, e.g., Dobbie
August 23, 1996 testinony deposition on witten questions
at pp. 15-17; Dobbie COctober 17, 1997 testinony
deposition at pp. 42-43, 153, 157-58, and 176; and Dobbie
April 12, 1999 rebuttal testinony deposition at pp. 25-
26. His testinmony on this issue is inadm ssible hearsay,
and is not probative evidence that Resperin Corporation
had ever used the ESSIAC mark in the United States prior
to its February 18, 1991 agreenent with Mankind Research
Foundation or, nmore inportantly for our purposes, prior
to the March 9, 1990 filing date of respondent’s
appl i cati on.

There is no other evidence in the record to
corroborate the hearsay statenents of Resperin’'s
principals regarding Resperin Corporation’s use of the
mark in the United States. Moreover, we note that the
February 18, 1991 agreenent between Respirin and Mankind
Research Foundation, which was drafted and executed prior

to the commencenent of this proceeding, in fact appears
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to bely any asserted previous use of the mark in the
United States by Resperin. The agreenment’s recitals
state only that Resperin “has a proprietary interest in a
formul ated product known as ‘Essiac’ and has for sone
time prior to the date hereof nmarketed the said product

t hrough various nedical practitioners in Canada as a

treatnment for cancer..” (Enphasis added.) Pursuant to
Par agraph 7 of the agreenent, Mankind Research Foundati on
agreed “to assunme all obligations of RCL [Resperin] to
patients in Canada presently being treated with Essiac."
(Enphasi s added.) Inasnuch as Manki nd Research
Foundation is located in the United States, it is
reasonabl e to assune that the agreenent would have
obl i gated Manki nd to assune Resperin’s obligations to
Resperin’s patients or custoners in the United States, if
any, as well as Resperin’s obligations to its Canadi an
patients. The agreenent nmakes no nention of any such
United States patients or custonmers, nor does it recite
any previous marketing of Essiac in the United States by
Resperi n.

Petitioner Dobbie, by his own adm ssion, first
| earned of Essiac in April 1991 and did not begin his own

use of the ESSIAC mark in the United States until

Septenber 1991, a date subsequent to respondent’s March
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9, 1990 application filing date. (Dobbie Depo. on
Witten Questions, at 15.) As discussed above, the
evi dence of record, when taken as a whole, fails to
establish that either of Dobbie s pleaded predecessors-
in-interest, Rene Caisse and Resperin Corporation, had
used ESSIAC as a mark or a trade name in the United
States prior to respondent’s March 9, 1990 application
filing date. In view thereof, we conclude that
petitioner Dobbie has failed to establish his priority,
vis-a-vis respondent, and that his Section 2(d) ground
for cancellation accordingly nust fail. Likewise, to the
extent that petitioner Manki nd Research Foundation relies
upon the pleaded but unproven previous use of the ESSIAC
mark in the United States by Rene Caisse and Resperin
Corporation, its Section 2(d) claimnust fail.

As noted above, however, Mankind and Dobbie had a
falling out during the course of this proceeding.
Manki nd appears in its briefs to have abandoned the
theory of priority that it, along with Dobbie, pleaded in
the petition to cancel. Rather than relying on any
al l eged use of the ESSIAC mark in the United States by
Rene Cai sse or by Resperin Corporation, Mankind now
clainms priority based on its own alleged use of the mark

in the United States since October 1978.
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I n support of this new priority claim Mankind
relies on the May 29, 1998 testinony deposition of its
principal, Dr. Carl Schleicher. He testified that
Manki nd began using the mark in the United States on
Oct ober 31, 1978, and has continued to use the mark
wi t hout interruption since then. He introduced as
exhibits to his testinony four invoices from October and
November 1978, and testified that they docunment actual
sal es and/ or shipnments of goods marked ESSIAC from
Mankind’ s offices in Maryland to purchasers in New York,
Pennsyl vani a and Washi ngton, D.C., as well as a shi pnent
to the National Cancer Institute in Maryland for
eval uation and testing purposes.?®’

This evidence is sufficient to prove Mankind s use

of the mark in 1978. However, upon careful review of the
entire record, the Board finds that Mankind s clai m of
conti nuous use of the mark after 1978 is problematic.
Al t hough Dr. Schleicher testified that Mankind has used
the mark conti nuously since 1978, his testinony is quite
vague on the details and is not corroborated by any
docunment ary evidence dated after 1978.

For exanple, it is unclear fromDr. Schleicher’s

testi nony where Manki nd obtai ned the ESSI AC products it

7 W reject as unproven and unfounded respondent’s contention
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is asserted to have sold or shipped after 1980. He
testified that he received sanples of the product, “not
very many” bottles, from Resperin during 1978-1980, but
does not identify Mankind s source for the product, if
any, after 1980. He testified that he received the
formula for the product from Resperin along with
instructions on how to prepare the product, but he cannot
recall, even generally, when that m ght have occurred.
It is reasonable to assunme, however, that Mankind did not
receive Resperin’s fornmula for the Essiac product until
the parties entered into their 1991 agreenent. That
agreenent specifically provides that the fornmula for the
product is “attached hereto in a seal ed envel ope.” No
such attachment presumably woul d have been necessary if
Manki nd had al ready received the fornula from Resperin
prior to 1991. Indeed, it is not clear why Mankind woul d
have entered into the agreenent at all, and obligated
itself to pay royalties to Resperin, if it already
possessed the fornula.

When he was asked why Mankind did not file a U S.
trademark application for registration of the ESSI AC mark
until 1993, if it had been using the mark since 1978, Dr.

Schl ei cher testified: “Well, we weren’t sure if we were

that these invoices are false or fraudul ent documents.
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going to proceed with this at all. It took us a while to
sort out Essiac and see if it would be in our interest to
make an agreenent, which we eventually did. And we nmade
a filing on the trademark.” (Schleicher depo., at 117.)
This testinony wei ghs against a finding that Manki nd was
maki ng conti nuous commercial use of the mark prior to its
1991 agreenent with Resperin Corporation. Additionally,
the 1991 agreenent itself, at Paragraph 8, deals wth
setting the royalty ampunts to be paid by Mankind to
Resperin. It speaks only prospectively of Mankind' s
producti on of the Essiac product: “Upon the said product
bei ng produced and marketed by MRF [ Mankind], a selling
price shall be determned ..~

Section 2(d) requires that a plaintiff’s confusingly
simlar mark be shown to have been “previously used in
the United States ...and not abandoned.” Mankind has
presented evidence sufficient to establish its use of the
mark in the United States in 1978, and thus has proven
that its mark was “previously used.” However, the issue
of whet her Mankind s use of the mark was “not abandoned”
is much less clear. [Its claimof continuous use of the
mar k between 1978 and its 1991 agreenment with Resperin
Corporation rests solely on the vague and uncorroborated

testimony of Dr. Schl eicher.
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In a Section 2(d) case, it is not the plaintiff’s
burden to prove that its previously used mark is “not
abandoned.” Rather, it is the defendant’s burden to
pl ead and prove such abandonnment. See West Florida
Seaf ood v. Jet Restaurants, 31 F.3d 1122, 31 USPQ2d 1660
(Fed. Cir. 1994). 1In this case, respondent specifically
pl eaded abandonnment as an affirmative defense.

Respondent al so introduced evi dence whi ch, when conbi ned
with the inconclusiveness of Dr. Schleicher’s testinony,

| eads us to conclude that a preponderance of the evidence
supports a finding that Mankind abandoned its use of the
mark prior to respondent’s March 9, 1990 application
filing date.

Specifically, respondent has made of record certain
correspondence between Mankind and respondent, an
exchange of cease and desist letters between the parties
whi ch occurred in 1991. 1In response to a cease and
desist letter fromrespondent, Dr. Schleicher wote a
letter to respondent dated October 16, 1991 in which he
stated, “We plan to distribute this [the Essiac product]
in the U S. comencing in about 30 days but we are
already distributing this nowin Canada.” (Gaulin
12/ 17/ 96 depo., Exh. F.) Respondent, in its Novenber 20,

1991 letter in response to Mankind's October 16, 1991
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letter, rejected Mankind' s cease and desi st request,
stating “we have been in production since 1978 and you
are the new kid on the block.” (Gaulin 12/17/96 depo.,
Exh. K.) In response to that |letter, Mankind sent
another |etter dated Novenmber 26, 1991, which stated,
inter alia, “This letter is to put you and your conpany
under advi senent that our organization has been granted
excl usive world-wide rights to ESSIAC by the Resperin
Corporation.” In response to respondent’s claim in its
Novenmber 20, 1991 letter, that it had been distributing
Essiac since 1978, Mankind asserted in its Novenmber 26,
1991 letter: “We are not ‘the new kid on the block,’ as
you falsely and derogatorily assuned. W have foll owed
ESSI AC since 1977, and have been in contact with the
Resperin Corporation since 1980.” (Gaulin 12/17/96
depo., Exh. AL.)

Manki nd’ s Cctober 16, 1991 and Novenber 26, 1991
letters to respondent, which obviously were witten and
mai |l ed prior to the commencenent of this proceeding,
contain adm ssions by Dr. Schleicher which cast serious
doubt on Mankind s assertion that it has used the ESSI AC
mark in the United States continuously since 1978.
| ndeed, that claimof use since 1978 is directly

contradicted by Dr. Schleicher’s statenment, in the
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Cct ober 16, 1991 letter, that Mankind “plan[s] to
distribute this [Essiac] in the U S. comencing in about
30 days,” i.e., on or about November 16, 1991. The only
| ogical interpretation of this statement is that, as of
Cct ober 16, 1991, Mankind had not been distributing
Essiac in the United States.

Additionally, when confronted with respondent’s
claimin its Novenmber 20, 1991 letter that respondent had
been distributing the Essiac product since 1978, one
woul d think that, if Mankind too had in fact been using
the mark in the United States since 1978 as it now
clainms, it would have made that assertion in its Novenber
26, 1991 response to respondent’s Novenber 20, 1991
letter, in order to present its strongest case for
priority. Instead, Mankind stated only that it has
“foll owed” ESSIAC since 1977 and that it has “been in
contact with Resperin Corporation since 1980.” Likew se,
inits Novenber 26, 1991 letter, Mankind indicated that
its rights in the ESSI AC mark arose from and were based
on the rights it obtained from Resperin Corporation, not
fromany prior use of the mark by Mankind itself. That
is conpletely consistent with Mankind s originally-
pl eaded claimthat its priority is based on the previous

use of the mark by its predecessor-in-interest Resperin
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Corporation, but it is inconsistent with Mankind s new y-
asserted claimof priority based on its own all eged
conti nuous use of the mark since 1978.

Upon review and consideration of the entire record,
we find that even if Mankind had “previously used” the
ESSIAC mark in the United States, i.e., in 1978, such use
had been abandoned prior to respondent’s March 9, 1990
filing date. Accordingly, we find that Manki nd has not
established its priority vis-a-vis respondent and thus
its entitlement to judgnent under Trademark Act Section
2(d).

In summary, we find that petitioners have failed to
prove any of their pleaded grounds for cancell ation of
respondent’s registration, i.e., fraud, m srepresentation
of source under Trademark Act Section 14(3), false
suggestion of a connection and deceptiveness under

Trademar k Act
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Section 2(a), or priority of use under Trademark Act

Section 2(d).

Decision: The petition to cancel is dism ssed.

G. D. Hohein
P. T. Hairston
C. M Bottorff

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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